INDEX

A4 size paper-- Access

Sec. No.
A

A4 size paper (See also Paper size)..........cc....... 601, 608.01
........................................................ 608.02, 1825
A.L series of patents (See also Patent) ....................... 901.04

Abandoned application (See also Abandonment)
Accessibility to public.......cccceevevveeiieeriiennenne 103, 711.04
Counting, when processed..........ccceevveeriiennens 711.04(a)
Definition .......ccceeveeiieiienieie e 203.05
Fee on petition to reVive.......coceevevveecieerveennneene 711.03(¢c)
Issue fee, failure to pay......c.ccccveevevenneee. 203.07, 711.03(c)
LSt .eeeeieeeeeeeeeee e 1302.04
Matter reproduced in substitute...........ccccveevenee. 201.09
Ordering .....cceeveveeneenieneeneeeeeeieae 711.04(b), 905.03
Papers received, handling..........c..ccoccoooenenennenn. 508.02
Petition, period for reply after.........ccccveeevvenveennnnns 1002
Provisional application................ccue..... 201.04(b), 201.11
Reference use ......cvvvvvvvvevviveeieiiiiiiiieeeeennn. 901.02, 2127
Referred to in issued patent..........c.ccuveeneee. 103, 1302.04
Retention fee .........ccccveeevvenieennnnn. 202.01, 506, 601.01(a)
Retention label ..........coccooveiiiiiiniceeee 1302.07
Revival ..o 711.03(c), 1893.02
Provisional application ..........c.ccceeeveeeveenennne 711.03(¢c)
SEOTAZE ...vveeeerieeiieeiee et erre e sre e e aee e 711.04(b)
When open to the publiC........c.ccevvveviiiiiieeiieeeeeee, 103
Abandoned file (See Abandoned application; Abandonment)
Abandoned files repository .......... 608.02(c), 707.13, 711.01
................................. 711.04(a), 711.04(b), 905.03, 1302.07
Abandonment (See also Abandoned application)............ 711
After allowance ..........ccocceevevieniiinieneniece 711.05
Amendment late ..........cc.e....... 711.02, 714.17, 2305.03
Appeal dismissal. .......cccveeviieiieeniiienieeeiee e 1215.04
Appeal withdrawal ............ccccoueneen. 1215.01 to 1215.03
ASSIgNEE MUSE CONSENL.....eeeeeeeerreeireeireeireeieeereeeenenes 711
Change of address ........cccceevvverieencieeniieeeneenns 711.03(¢c)
Counted as a disposal .........cecceevvveeiieenieenieeerieeneen, 1705
COUIT CASC....ueetietieiieieeee ettt 1216
Date of ..oooiieeiieeeeeeee e 711.04(a)
Destroys CONtINUILY.........ceevvveerveenieenieenreesveenenenn 201.11
EXPIeSS .eviiiiieieiiieerie et 711,711.01
Continued prosecution application (CPA).....201.06(d)
File wrapper continuation Rule 1.62.............. 201.06(b)
Issue fee not paid ......ccceecvveeeieevciieecieeiieeeiees 711.03(¢c)
Issue fee paid ......ccceeeeeecieeniecicece e, 711.05
Failure to file property rights statement...................... 150
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Sec. No.
Failure to pay iSSue fee .......cocvevvevivecieeieniennnns 711.03(c)
Failure to proSecute ..........ccoocvevverieereeeeeereneeneeans 711.02
Formal.......coocoveiiineiieneceeeeeeee e 711,711.01
Forwarding..........cocoveeveeienienienieie e 711.04(a)
Incomplete reply ......ccocveveenieniieiieeeie e 711.03(a)
Incomplete reply, review by primary examiner ........ 1004
Invention abandoned................ 706.02(d), 2134, 2138.03
NO TEPLY ettt 711,711.02
Notification of........ccccevveriereenireee, 711.02, 711.04(c)
Of appeal ....oveeiieeeieeee e 1210
Of invention.........cccceeveeeenennne. 706.02(d), 2134, 2138.03
Papers received after.........cocoeceeeveiininincnceicnene, 508.02
Petition to revive.......oocevvververevennnne. 711.03(c), 711.04(c)
Petition to withdraw holding of examiner’s statement......
............................................ 711.03(c), 711.03(d)
Prior application ..........cccecveeveennenne. 201.06(a), 201.06(c)
Provisional application ........................ 201.04(b), 201.11
Pulling ....coovveiieiieeeece e 711.04(a)
Reconsideration ...........c.cecveeveenueennnnne 711.03, 711.03(c)
Failure to respond .........cccccveveercieiienieniens 711.03(b)
Insufficiency of response..........cc.cceeeverevennne 711.03(a)
Reissue
Return of surrendered patent............c.ccceevereenne 1416
Revival.....oooovoinieieieeeee 711.03, 711.03(c)
Rule 1.60 ..o 201.06(a)
Shortened statutory period expired................... 710.02(d)
............................................................. 711.04(a)
Special Situations ...........cceeveerverieeceeienie e 711.02(b)
Termination of proceedings.................. 201.11,711.02(¢c)
Unavoidable (See also Petition)....... 711.03(c), 711.04(c)
Undelivered action.........ccccoceeereeienieneneneneenennen 707.13
Unintentional (See also Petition) .....711.03(c), 711.04(c)
Withdrawal of holding. .................... 711.03(c), 711.04(c)
Abbreviation, periodical citation ..............ccceenenn. 707.05(e)
Abbreviature and abstract publication ....................... 711.06
CHAtION .ottt 711.06(a)
Publication opens file to inspection...........c.cceevvenunne. 103
Abstract for defensive publication...........cccceeevenenee. 711.06
Abstract of international application............c..ccceeuvenenne. 1826
Abstract of the diSCloSUTIe .........ceeveviveiieeiieiieene 608.01(b)
................................................. 1302.01, 1302.04
Abstract publication...........cceceeeeeeevenierienieeieeee e 711.06
Accelerated eXamination..........c..coceeverererereeeeeennenn 708.02
Access (See also Inspection; Power of attorney)
Attorney not of record .........cocevevieiienincnenenne. 402, 405
Authorized by CommiSSiONer ...........ccccvervverveevernennnn. 104
Continued Prosecution Application (CPA)................. 103
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Accounts, Deposit---Affidavit, disqualifying commonly owned patent or patent application publication as prior art

Sec. No.
Excluded attorney or agent...........cccceevveecveeveneeneeennen. 105
International application.............cceevereeeveerverveniienane 110
Pending application.............cceevennenee. 101, 103, 104, 106
Petition ...cc.eeueeiiiiniiniencecceee e 103
Protested application............ccccceevurneene. 1901.05, 1901.07
Provisional application..........c.cccccveveveceeevenenennen. 103, 104
Suspended attorney or agent............occeeveereerireeeenenne 105
Accounts, Deposit (See also Deposit accounts) ......... 509.01
Acknowledgment of protest...........cocceeeveeieeiennennnnns 1901.05
Act (See Statutes)
Action (See also Letter, Examiner’s)
AdViSOry action .........cccevververeeenirennnns 706.07(%), 714.13
After another examiner’s action ..............cecueenenne. 706.04
After Board decision .......... 1214.01, 1214.03 to 1214.07
After Board decision reversing examiner ............ 1214.04
After Board decision sustaining examiner........... 1214.06
After Interference .........ocevvevereeieiieninencneneeeene 2363
Amendment after final rejection..............coe.eeen. 706.07(f)
..................................................... 714.12,714.13
Citation of references ...........ccccoeeeevneennn. 707.05, 710.06
Claim SUMMATY .....cc.eevveerireieeieeienreeeenreeneeennes 707.07(i)
Claims in excess of filing fee..........cccceerveveennnnen. 714.10
Completeness ........ocovevvereerveneenieenienns 707.07, 707.07(a)
Copy to applicant ..........ccceevveeeverierienienieseeeeene 707.12
Copies of references. ..........ccceveverveicnenenennen. 707.05(a)
Correctness, Period for reply.........cceeveevveeennnnnen. 710.06
CoUNEd ..ot 1705
Crosses amendment...........cccuevererenereeeenienennenne 714.05
Date oo 707.11
EXAMINET™S ..eviiiieiiiiinieecnieeetctctee s 707
File wrapper endorsement ........................ 707.10, 719.01
File Wrapper entry ........cocceceeveevenenencneeienenennns 707.10
Final rejection..........ccceueee.. 706.07 to 706.07(f), 713.09
Foreign priority determination .............. 201.13 to 201.16
Formal matter...........ccoecvevvenvennennne. 707.07(a), 707.07(e)
................................................. 707.07(j), 714.02
Forms used ......cocoevveiinininiiiiieicicccnceecee 707
Incorrect citation of references..........ccccceeverenueee 710.06
Informal application ..........ccccceevererercenienienennenn 702.01
MailiNg ...coovveiieiieiieie et 707.12
Original in file wrapper..........ccccceevvvennene. 707.10, 707.12
Patentability report.........cccevverieerieeiieennne 705, 705.01(c)
Piecemeal examination..................... 707.07(a), 707.07(g)
Primary examiner’s personal attention........ 707.01, 1004
Priority determination, foreign.................. 201.13-201.16
Reissue application file ........ccccoveverceiennenne. 1430, 1470
Reopening prosecution...........ccveeveeeereeenieenieeneeenenns 1003
Reply time computation ...........cc.c....... 710.01(a), 710.05
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Sec. No.

Restriction requirement.............c.cccveceeevennnne Chapter 800
Returned .....c.cooevereiiinininicccceee 707.13
REVIEW ..ot Introduction
Shortened statutory period................... 710.02, 710.02(b)
SPE’s personal attention.............ccceceeeeveeveevenenennen. 707.02
Supplemental ..........ccoevveeieeiieiieiieeieeene 710.06, 714.05
Suspension (See also Suspension) ............eceeeeerveeenne 709
Suspension, primary examiner’s attention ................ 1004
Suspension, TC Director’s attention......................... 1003
Third, SPE reVIeWs. ......ccoovvuveeiiiieeeeeeeeeeeveee e 707.02
Time limit ....oocooveeirenieireecreecees 710.02, 710.02(c)
Additional Improvement (A.l.) patents (See also Patent)......
.................................................................. 901.04

Address, Change of correspondence......... 601.03, 711.03(c)
Address, Correspondence (See also Box, Mail) .............. 403
Address of applicant ...........cccceeeeerierienieneeeee e 605.03
Address, Mailing label...........ccccoovevierinieieeene 502, 1306
Address of Patent and Trademark Office................. 501, 502
Address of patent OWNET ...........ccecvveviecieeierieciereeeene, 2222
Address of unavailable inventor ..............ccceenenn. 409.03(e)
Address to file reexamination ..............cceeeververeeenerennnnne. 2224
Administration, Letters of .........cccccoevvivieiiiceenene 409.01(b)
............................................ 409.01(c), 409.01(e)
Administration of oath...........cccceeeiriiinieniiieeee e, 604
Administrative instructions, PCT..........cccccoecveneenen. App. Al
Administrator Or €XECULOT ... ...eevvereeereieiieieeeeere e 409.01
Allowance and iSSUE ........cceccveveververveneenirennans 409.01(f)
Application by, After discharge .........ccccoc..... 409.01(c)
Assigned application, Inventor dies.................. 409.01(e)
AUhOTILY ... 409.01(b)
Consular certificate..........ccoevververieneenieeieeienns 409.01(d)
Foreign country.........ccecveeveveerienceneeieeeenenn 409.01(d)
Heir. oo 409.01, 409.01(a), 409.01(d)
Prosecution by.......cccecvevevierienienieeeeeeene 409.01(a)
Intervention not required ............cceeeeeevereeeennnnne. 409.01(f)
Refuses to SIZN....ivvieeeeieiieiieeeie e 409.03(c)
Specification form ..........ccccevevevierieciieceeienieenn 605.05
Admissions by applicant........... 706.02(c), 2129, 2133.03(c)
Jepson Claim ........cceevieienieiieeeeee e 2129
Admissions in reexamination..............ccc..oeueenn.n. 2217,2258
Advantages over prior art ........................ 707.07(%), 1302.14
Adverse recommendation under 37 CFR 1.312..... 714.16(d)
................................................ 714.16(e), 714.19

AdVISOry aCtion........ccceevveerveeeieieeieeienenans 706.07(%), 714.13

Affidavit (See Oath; Declaration)
Affidavit, disqualifying commonly owned patent or patent
application publication as prior art..........c.cceceeererenee. 718
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Affidavit, swearing back of reference (37 CFR 1.131)--After final practice

Sec. No.
Affidavit, swearing back of reference (37 CFR 1.131) .........
................................... 706.02(1)(3), 715, 2133.01
............................................. 2133.02, 2133.03(c)
Acts relied upon, NAFTA/WTO/U.S................ 706.02(c)
...................................................................... 715.07(c)
Best mode, failure to disclose.........cc.ceeevuveveennee... 715.10
Co-authorship.......cccveveveriieiieieeieee e, 715.01(c)
Common assignee, reference and application...................
...................................................... 715.01(b), 718
Compared to Rule 1.132 affidavit........c..ccceuennenn. 715.01
Completion of invention.............c..cceennee. 715,2133.03(c)
Conception (See also Conception) ............ceeu.en.. 2138.01
Continuing application.................... 201.06(c), 201.06(d)
Copies from prior applications........ 201.06(a), 201.06(c)
Dedication to public ........cceeereverierierieeieeieeieeeenene 715
Derivation.........coecveeierienieeeeee e 715.07(c)
Diligence (See also Diligence)........... 715.07(a), 2138.01
Effective filing date..........covveviecienienieieeeeeeeeene 715
Exhibit, Disposition..........c.ccccevevereeneierererireneenns 715.07(d)
Formal requirements............ccocceeveveeieceeenenienneenne. 715.04
Facts and documentary evidence ....................... 715.07
Timely presented .........ccoecveeieecierienienieneeeene, 715.09
GNUS-SPECICS ...eevreererieereireeeereereeeesenessaenseennes 715.03
Generic Claim ........coceevevininenenicieieneseneeeee 715.02
Interference testimony used..........cccceevevvennennee. 715.07(b)
Overcome patent or publication ............ccccceevvereeennnne 715
Prior public use/sale .........cccceeveereieiiieieeieeieieenee 715.10
Priority time charts..........ccoccevienienierieieeiene 2138.01
Proper use of ......ccvveiveieeiecieeeeee e 715
Reduction to practice (See also Reduction to practice)....
................................................................ 2138.01
Reference date to be overcome ..........ccccoeeevceeennnne. 715
Reference is
Common asSiZNEE ........c.eevereverreereeeeenns. 715.01(b), 718
Joint patent or published application to applicant and
ANOthET......eiieieeeeeeeee e 715.01(a)
Patent or application publication claiming same
INVENtION. ......ccvveeeeeireeeeereee e 715.05,2138.01
Publication of applicant’s own invention....... 715.01(c)
Sufficiency of ......cooveeieiieiecieee e 715.08
Uruguay Round Agreements Act (URAA) (See also
ST 1 1<) TS 715
When used............ 706.02(b), 706.02(1)(3), 715, 2132.01
Who may make affidavit .........cccccoeveiriereinnennns 706.02(b)
............................................. 706.02(1)(3), 715.04
Withdrawn rejection...........cccevcvevverierieecieeiesieieeneenn 715
Affidavits, traversing rejections (37 CFR 1.132) ............ 716
Attorney arguments .........cooceeeeveeerieeenieeeneeennnenn 716.01(c)
I-3

Sec. No.
Inoperability of references .........c..coc...... 716.07, 2145
Reference attributed to applicant........................ 716.10
Attribution, of reference to applicant..................... 716.10
Commercial success, evidence...............coeevveeenn.... 716.03
Commensurate in scope with claimed invention ...........
.............................................................. 716.03(a)
Derived from claimed invention.................... 716.03(b)
Design applications ...........cceeevevverveneeeneeennens 716.03(b)
Sales figures .......occvevvereveriieieeeee e 716.03(b)
Commonly owned patent............ccocceevvereeerereceeneennnnns 718
Commonly owned patent application publication ......718
Comparison with closest prior art..................... 716.02(¢)
Computer programming Cases ............coceeeervenene 2106.02
Continuing application..................... 201.06(c), 201.06(d)
Copying, eVIAeNnCe .........cccerveriereerieerieereeee e 716.06
Disclosure, Sufficiency..........ccoeeerevervenierresieene 716.09
Disclosure, utility and operability.............coccuveneene. 716.08
Evidence
Consideration of ..........coccevevereeieneneneneneenenn 716.01
Publications .........ccceeevvevieeienienieieeeeneen 716.02(g)
ODbBJECHIVE ..ottt 716.01(a)
Compared to opinion evidence................ 716.01(c)
Probative value.........cccocevvvvvenieirenen, 716.01(c)
Weighing against prima facie case.......... 716.01(d)
....................................................... 716.05
Secondary .......cccceeeeerienieni e 716.01(b)
TIMEINESS ..o 716.01
Long-felt need........cocveviieiiiciiiieiieceeeeeeeee 716.04
Reference attributed to applicant.............ccoceveeneene 716.10
Sufficiency of......cccecveeieiieiieieee e 716.09
N 81154 1 1 S 716.02(a)
Skepticism Of €XPerts........cccvevvereeereeeeeeierieneeennn 716.05
TIMElNESS...c.veveeeeeiieieiericeecetceee e 716.01
Unexpected results, allegations.........c..cccceeeeeeenee. 716.02
Unexpected results, evidence...........ccceceerueennens 716.02(a)
Advantages not disclosed or inherent............. 716.02(f)
Burden on applicant ..........ccecevvervenieenerennen. 716.02(b)
Commensurate in scope with claimed invention ...........
.............................................................. 716.02(d)
GENUS OF SPECICS...cuvreurerererererereriierirenereeeeneens 716.02(d)
Range, claimed........ccccoeveveeiriienieieeeee 716.02(d)
Weighing evidence of.........cccooveviieiieiennnn. 716.02(c)
Affidavits submitted with prior art under 35 U.S.C. 301 in
patented files .......ocoevveveninininiiieee 2205
Affirmation (See Oath; Declaration)
After final practice........ccoevvvveierienienieeeeee e 706.07(f)
In transitional application ..........c.cceceverercnncnne. 706.07(g)
In reeXamination ...........cocceeeeeeerieneneneneeeeneenieneens 2272
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Agent---Allowance and issue

Sec. No.
Agent (See Attorney or agent; Power of attorney)
Agent for international application................. 1807, 1864.04
AGEIEgatiON......oveeeeieieeieeie et 2173.05(k)
Agriculture, Department of, Plant patents........... 1608, 1609
Agricultural Research Service.........cccceceeveniennene 1608, 1609
AIDS/HIV, petition to make special..........cc.ceceeeeneee. 708.02
Algorithms......cccovveveeirenieeeeen, 706.03(a), 2106, 2106.02
Alien Property Custodian (A.P.C.) publications
(See also Citation of prior art)...........cccecveeenenee. 901.06(c)
Allowance and issue (See also Allowed application)............
........................................................ Chapter 1300
Abandonment after..........coceeveeverineniniienienenenne 711.05
All claims allowed, shortened statutory period ................
.............................................................. 710.02(b)
Amendment, Examiner’s...............cccoceeeeenveeenn.. 1302.04
Amendment, Examiner’s, Rule 1.312..........c............ 1305
Amendment, Examiner’s, printer waiting............ 1302.04
................................................................ 1309.02
Amendment after (See Amendment: After allowance)
Amendment after allowance of all claims.............. 714.14
................................................................ 1303.01
Amendment after D-10 notice ..................... 130, 1304.01
Amendment at time Of .........cccooveniririieninenenenn. 714.15
Amendment crossing in mail ...........ccocceereeneennnnn. 714.15
Assigned application ...........cceeevevieriereerieeieeieeeeenn 307
Assignment Division ...........cccccueeeenne. 409.01(b), 1302.11
Cancellation of claims after appeal ................. 1302.04(e)
Cancellation of claim lost in interference........ 1302.04(d)
Cancellation on nonelected claim by examiner’s .............
amendment .............ooeeveeeeeineeeeeinieeennee 821.01, 821.02
Cancellation of nonstatutory claim.................. 1302.04(b)
Claim for Official Gazette..........ccocovevvereverrernenne 1302.09
Claim renumbering.......... 608.01(j), 1302.01, 1302.04(g)
Claim renumbering, dependent claim................ 608.01(n)
................................................................ 1302.01
Classification .........ccoceevvereeerueerverenenne 903.07, 903.07(b)
Classification change after allowance.................... 903.07
Classification in another Technology Center.....903.07(b)
Classification slip notation .............ccecceevveeeverenene 1302.10
Companion application referred to....... 1302.04, 1302.07
Copending application
File wrapper notations ...........cccccceue. 202.02, 1302.09
Parent application data...........cccccoceverenenee. 1302.04(%)
Retention label........ccccocoveniniiienininincncnene 1302.07
Correction of error after allowance ....................... 714.16
CroSs-reference. ........coovrveererreneenieeeeeesee e 903.07(a)
D-10 NOtICE v 130, 1304
D-10 notice, Amendment after...............ccccuenne 1304.01
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Sec. No.
Deceased inventor, notice of allowance............... 1303.03
Definition....cc.ceeeieiinininerceccce e 203.04
Design application ............cceeeveveerieneenieeieeieeieeeeens 1505
Disclosure restriction........c..ceeeceeveenerenerreevennens 1302.01
Drawing, drafting stamp ...........ccccceeevvecieneennnnns 608.02(0)
Drawing correction............c.ccceeeevennenn. 608.02(z), 1302.04
Drawing in patented file ....................... 608.02(i), 905.03
Drawing notations..........cocceceeeeeeenienenenenneernennens 1302.09
Erasure of markings..........ccoocvevveviieciincinnieeenen. 1302.01
Examiner’s amendment (See Examiner’s amendment)
File wrapper notation........c..cocceceeveeveerenencenennns 1302.09
FInal TeVIEW ...c.oovviriiiiiiiciicicieecscscceeccee 1302
First action citation of pertinent art...................... 1302.12
Foreign application ...........ccoecvevveveiecieeienieneennenn 1302.06
Formal matters...........ccooveveveiveeeeecneeeenns 714.16, 1302.01
Formal matters, examiner’s amendment and changes.......
................................................... 714.16, 1302.04
Formal matters, specification rewritten................ 1302.02
Full first or middle name required .................... 605.04(b)
General TeVIEW........coueverirereeieeniesereeieeeeeene 1302.01
Interference........coovveeeeeveeeeeieeeeecieeeenn, 2305.04, 2307.03
Interference, Notation of .................. 2301.01(b), 2305.04
Interference search...........cccccueneene.. 1302.08, 2301.01(b)
International classification............cccevvervenerennnnne. 903.09
Intervention by eXeCutor. ..........ccccvevveereeeeernnene 409.01(f)
Issue classification slip (PTO-270)......903.07, 903.07(b)
......................................... 903.09, 1302.10, 1455
Issue in another TC without transfer................. 903.07(b)
Jurisdiction of application............cceecveeeevecienveniennnns 1305
Listing of references .........c.cceceveeeveevenenencenennens 1302.12
Locarno classification designations.................. 903.09(a)
Nonelected claims canceled by examiner’s amendment ...
..................................................... 821.01, 821.02
Notice of Allowability .......ccceeveviereierierierieeeee, 1302.03
Notice of allowance (See also Notice of allowance).........
..................................................................... 1303
Patentability report, print disposal.................... 608.02(n)
.............................................................. 705.01(d)
Plant application ........c..ceceeveevieninenenenceieienenenaene 1611
Printer waiting ...........ccoevevvevveeciennennen. 1302.04, 1309.02
Pro S€..uiciceeeeeee e 707.07()
Protest against iSSUC........cccvereereereerieieeieerenieneens 1901
Publishing DivisSion..........cccceeverinerceienens 1309, 1309.02
Reasons for allowance (See Reasons for allowance)
Record TOOM ...c..cveviniiriieiiciciccscec e 905.03
Reference liSting .........occevverienieniieciieieeieeeeenn 1302.12
Reissue application ...........ccecevereeneeneenieeieeiesieneeans 1455
Rejection after allowance........... 706.04, 706.05, 1308.01
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Allowance, Reasons for--Amendment

Sec. No.

Related applications, file wrapper notations.......... 202.02

................................................................ 1302.09
Related applications, parent application data.. 1302.04(f)
Related applications, retention label.................... 1302.07
Reopening prosecution..............ccueeue... 1303.01, 1308.01
Retention labels.........cocooevireneiiinienincncncnee 1302.07
Review by examiner............c..cceevennenn. 1302.01, 1302.13
Review by primary eXaminer........c..c.cceceeeeervenuennene 903.07
Rewritten specification requirement.................... 1302.02
Secret application............ceeeeeveeereeenieeieeenens 130, 1304.01
Signature iNCONSISteNt........ceceververeerrereeeneennnens 605.04(b)
Signing file Wrapper .........ccocevvevereecienenencnennee. 1302.13
Special...ccovererieiinininceeeeeen 708.01, 710.02(b), 1301
Specification, clean copy required ...................... 1302.02
Statement of INVENtION.......ccceveririeiininiercneneee 1302.01
Suggestion of claims.........ccceeevveeeerierieneeieeee, 2305.04
Supplemental oath after...........cceovevieciieiiieienns 603.01
Terminology correspondence of specification and claims

................................................................ 1302.01
Title of invention..........ccccvevevevennen. 1302.01, 1302.04(a)
Title change by examiner ................... 606.01, 1302.04(a)
Title search, continuing application ..............cccceenenn. 306
TranSfer.....ccoevevininiiecc e 903.08
Undelivered notice of allowance...........c.ccccu.e.... 1303.02
Withdrawal from issue (See Withdrawal from issue)
Withholding from issue, secrecy order application...........

........................................................ 130, 1304.01

Allowance, Reasons for (See Reasons for allowance)
Allowed application (See also Allowance and issue)

Custody by Publishing Division............cc.cceeuenee.. 203.04
Definition ...c..coevererereeiiieneneeeecceecee e 203.04
Express abandonment of ...........cccoocenerieciincncnnene 711.01
File wrapper data..........ccccoceeeeienincncnnne 1302.09, 1303
REJECHION ..o 1308.01
Suggesting claim for interference.............. 1003, 2305.04
Allowed claim, rejection ..........c.eceecveevereereesrensnennnn. 706.04
By Board of Patent Appeals and Interferences.... 1213.02
Alpha SubCIass.....c..coerueeeieiiiiinenceeeeceeeee 903.02(c)
Alteration of application after execution................ 605.04(c)
Alteration of application before execution.................... 506
......................................... 601.01(a), 602, 608.01

Alteration of patent application...........c.cceceveeercvenienennns 506
Alternative phrase in claim (See also Indefinite claim).........
............................................................ 2173.05(h)

Amended application...........cceeeveeeeerieneenieneeeeeeee. 203.03
Amended application, inspection for transfer......... 903.08(c)
Amendment (See also Reply) .....cocevvevieviieciieiiecieieenen 714
Accidental entry .......ccocceevvvevieeieniesie e 714.21
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Adding excess claims..........occeeveeriereeneerireie e 714.10
After abandonment ..................cccevveeennn... 711.02,714.17
After all claims allowed........c.ccceveverienienieiree 714.14
After allowance
APPIOVAL ..ot 714.16
Canceling claim..........ccoevevieerierrieiieeiereeieieens 714.16
Claim copied from patent............... 714.16(a), 2307.03
Entry in part ......ccoeeveeeeeieiiereeeee e 714.16(¢)
Examiner’s action............ 714.16, 714.16(d), 714.16(e)
Excess Claims ........cccecvvverienienieieeieeieene 714.16(c)
Formal matters ..........ccccccvveverevenennnne. 714.16, 714.16(d)
Handling.........cooovevienieieice e 714.16(d)
Mailed before allowance.........cc.ccoceverereneennenn 714.15
Motion under Rule 1.633(c)(2) ..coovervverevennnne 714.16(b)
................................................................ 2363.03
Patentability pointed out ..........cccceveverereenecnnn 714.16
Reason for adverse action ................ 714.16, 714.16(d)
Renumbering claims..........cccccvevevevereceeeiennnnns 714.16(¢)
Secrecy order application..............cc.c...... 130, 1304.01
Supplemental oath...........ccccccevinenenee. 603.01, 714.16
After eXaminer’s anSWer .........ccvevveerveereeeeesveneeneeens 1210
After appeal, before examiner’s answer.................... 1207
After Board decision.............. 1214.01, 1214.06, 1214.07
After death of attorney or agent...........cccecvevverevenennen. 406
After final rejection.................. 706.07(f), 714.12, 714.13
After final rejection, entered in part........c..c.oc.ce... 714.20
Amendment of ........ccceoevinininiiiien 714.24
Applicants MUSt SIZN.......ccverreerveeriiererienieeneens 714.01(a)
At AllOWANCE ...c..eveveiieniiieniceiceceecesee e 714.15
Attorney not of record .........ccoeevveirenrnnnn. 405, 714.01(c)
Basis in diSclosure ...........ccoceevveriieirennen. 608, 706.03(c)
................................................. 2163.03, 2163.07
Before first action........... 608.04(b), 714.01(e), 714.03(a)
Board rejection avoided..........occveeeveiiiecireienienen. 1214.01
Brackets required..........ccoecueeierienienieeeeee e 714.22
By replacement paragraph or section............c.cccceuen.e. 714
..................................................... 714.22,714.23
By substitute specification ............cecvevverieneenieenenen. 714
Canceled matter restored ...........cccoevveveeieennnnne. 608.01(s)
Canceling all claims........cccoevevenereneenne. 711.01, 714.19
Canceling appealed claims................. 1215.01 to 1215.03
Claim added, terminology basis..........c...ceeuenn. 608.01(0)
................................................. 2163.03, 2163.07
Claim numbering ............ 608.01(j), 1302.01, 1302.04(g)
Claims
Added in excess of filing fee............ 714.10, 714.16(c)
Clean version.............. 714,714.13, 714.16, 714.22(a)
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Amendment---Amendment

Sec. No.
Marked-up Version ..........cceceveveerueeneeeveeveneenieennens 714
Complete reply required...........cccevveneeee. 714.02, 714.04
Conditional......c..coeveeieninineninieeeceseeee 1302.04
Consolidating pending claims ....................... 714,714.13
................................................. 714.16, 714.22(a)
COPICT COPICS...eeuveeerererereierieereeeeeereeeeeressaenseenneas 714.07
Copying patent claim (See Claim presented
corresponding to claim of patent)
Crossing mailing of allowance ...........c.ccccceereeueee 714.15
D-10 notice preceding..........c.ccueneenn. 130, 1304, 1304.01
Date of receipt......cccceververieneeenenn 505, 710.01(a), 714.18
Date stamp
Office date ......ccceeevereeererienenn. 505, 710.01(a), 714.18
TC receipt date ......ocveeeeeveeerieeieee e, 714.18
Declaration .......c..coeeereeeeicnienenenenceeecee e 602.01
Defective, directions for entry.................. 714.20,714.23
Delivered to wrong Technology Center ................ 508.01
DEPOSItING ..ovvveeveeeieiieieeie et 502
Directions for entry .........ccocvvevervenveninnns 714.22,714.23
Discharged attorney or agent...........cccccvevveereeennenne. 714.19
Disapproval of preliminary amendment............. 714.03(a)
............................................................ 1002.02(d)
Disapproval of second or subsequent reply....... 714.03(a)
DiSCOUrtEOUS.....cvvveeeeeeieeeeieeeeeeeeeeeeeen 714.19, 714.25
Drawing........cceeeeeevennennn. 608.02(p), 608.02(q), 1302.05
Drawing, diSpOSition ...........cccecceervereeerieeceeeienns 608.02(x)
Drawing, new matter ...........cocceceveeveneenne. 608.04, 714.19
DUuplicate ......c.cccveveeeriieiieieeieee e 719.01(a)
Easily erasable paper forbidden ............... 714.07,714.19
Entered in part.........ccoeeveeierienieeeeeeeeeeeene 714.20
Entered in part, after allowance, 37 CFR 1.312 ...............
.............................................................. 714.16(e)
ENtry ..ooeeeieieeeeecee, 714.18, 719.01(a), 1303.01
Entry denied ........ccccocevveeeeniennene. 714.17,714.19, 714.21
Appeal case.......ccvveviiieiieieee 1207, 1214.07
Defective directions.........c.cceveeeevvenenencneneene. 714.23
Drawing COIrection ...........ceeevverveerverceerivernenne 608.02(x)
Drawing new matter.........cccccoevererenceneenueneenne 608.04
LASE ot 714.19
Paper number.......c.cooevevieiieniinncccen 714.21
Period for reply expired.........ccoeveverveerciereennene 714.17
Preliminary amendment............... 714.01(e), 714.03(a)
Second (or subsequent) supplemental reply..................
.............................................................. 714.03(a)
Substitute specification unnecessary..... 714.19, 714.20
Unduly interferes with preparation of Office action .....
.............................................................. 714.03(a)
Entry directions .........cccceevevvenieennen. 714,714.22,714.23
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Entry inadvertent ..........cceceveeeveierienienieneeeeeene 714.21
Entry in reexamination.........c..coceeverevereeieienenennens 2234
Entry of amendment filed in connection with motions
N INEEITETENCE ..ot 2364
Examiner’s (See Examiner’s amendment)
Excess claims added ...........cccvenrnennne. 714.10, 714.16(c)
Facsimile.....c..cocoveeiiiinininiiiicicccccee 502.01
Fees, additional...........ccceoovvrienienieiieieees 710.02(c)
File wrapper endorsement.............c..co.c..... 714.18, 719.01
Formal matters, compliance with.................c.c....... 714.02
Fully reSponsive.........ccecuveieeieniesiesiesiereeeeeene 714.02
Heading.......coovveiieiieeieeee e 502
Immediate iINSPECiON........c.eevererereeriieieereeeieeeeees 714.05
Improper signature...........cccceeverenennen. 502.02, 714.01(a)
............................................ 714.01(c), 714.01(d)
Ratification.........ccoecvevvevveneeneenne, 714.01(a), 714.08
Inaccurate ........occevveveeniienieeieeeeeeen, 707.07(h), 714.23
Incomplete reply......c.cccvevveevenenennen. 711.02(a), 711.03(a)
................................... 714.02 to 714.04, 2266.01
Time for completing.......... 710.02(c), 714.03, 2266.01
Increasing claims in excess of fee under 37 CFR 1.312 ...
................................................ 714.10, 714.16(c)
Ink, not permanent..............cceeeereereereeeseesseesneees 714.07
Inspection by eXaminer............ccocceevveereeesvervenenene 714.05
INterference. ......ccoecvevvererineneeiccnnerceeee 2364.01
Inventorship (See Correction of inventorship)
Jurisdiction of application not with examiner ........ 714.16
........................................................ 714.19, 1305
Late...cooveneierineeececeee 710.02(d), 711, 714.17
Literature citation in specification .................... 608.01(p)
Manner of Mmaking...........ccceevvevveveinienienieeee e 714
Motion under 37 CFR 1.633(c)(2), Application in issue ..
............................................................. 714.16(b)
Name change on file wrapper .......... 605.04(c), 719.02(b)
New matter........cccoerereenennene 608.04, 706.03(0), 2163.06
Non-compliant amendment, treatment of ......... 714.01(e)
..................................................... 714.03, 714.22
Nonentry (See also Amendment: Entry denied).......... 607
.................................................................. 714.19
Notentered .....cc.ooeevevveeeeveveeeeecieeeeeieeeeens 714.19,714.21
Not fully responsive................ 714.02 to 714.04, 2266.01
Not fully responsive, time to perfect reply........ 710.02(c)
................................................... 714.03, 2266.01
Oath, Original ..........ccoooveiieiirierieeeee e 602.01
Objectionable remarks...........cccoevveeerennenne 714.19, 714.25
OFf ClaIMS. ... 714
Of SPecification.........cceeueeriveiieiieieeeeeeeee e 714
Office date stamp............... 505, 710.01(a), 714.18, 1303



INDEX

American Inventors Protection Act (AIPA)--Appeal

Sec. No.
Paper number ........coccoevvieiieiieiee e 714.18
Patentability pointed out..............ceeveneene 714.02, 714.04
Period for reply ends Sunday or holiday .................... 505
................................................. 710.01(a), 710.05
Permanent ink required ...........cccccverurenene 714.07, 714.19
Plant application...........ccecveeeueeeierieniesiereee e 1610
Post Office address, Applicant...........ccccveveenennne. 605.03
Preliminary........ccccoevevveenennen. 506, 714.01(e), 714.03(a)
Denial of entry ......ccccceevevevennennee. 714.01(e), 714.03(a)
Excess claims............ooovveeeeiiieeeeiiieeeeeenn, 506, 714.10
NEW MAET.....veeveeieeieeee e seeereeeee e 608.04(b)
Ratification
Signature defective ........cceoeveievienienieieeene 714.01(a)
Telegram.........ccceeeeeienieniieeee e 714.08
Receipt ..oeovuvieniieriieieeiieeeeeeee 501 to 505, 511, 512
Received after allowance........................ 714.15,1303.01
Reexamination...........coevereeeeienieneneneneneseeeeeens 2250
Request by patent OWNer ..........cccceevverveneeenerennnns 2221
Reinstatement of canceled matter.......................... 714.24
REISSUC ...ttt 1453
Requirements of .........cccoecvveeiiiinieiie e, 714.02
Residence change ...........cccceveevivenieeniiecieeieens 719.02(b)
RESPONSIVE ..o 714.02, 714.04
Return, after entry on file wrapper ............cc.c........ 719.01
RibbON COPY et 719.01(a)
Rule 1.312 (See also Amendment: After allowance)........
................................................... 714.16, 1303.01
Second (or subsequent) supplemental reply ......714.03(a)
Several filed on same day...........cccceevvevveciieirnnnn. 714.18
Signature iMproper.........ceeeevereenne 714.01(a), 714.01(c)
.............................................................. 714.01(d)
SigNature MiSSING ......c.eevervvereeerreereeeeeereneenenens 714.01(a)
Signature required .........ccoeeverereennnne 605.04(a), 714.01(a)
Signed by applicant, not by attorney or agent of record...
.............................................................. 714.01(d)
Signed by attorney or agent not of record .405, 714.01(c)
Statement of allowability by Board...................... 1213.01
Supervisory primary examiner .... 714.13, 714.16, 714.18
Supplemental.........c.ccceeeieriierienieiee e 714.03(a)
Support by original claim.............ccooevvrcveriennne 608.01(1)
Telegram .....c.ccceeveevienieiee e 714.08
Telephone number...........ccccevverveiennnnnne. 713.01, 714.01
Unduly interferes with preparation of Office action.........
.............................................................. 714.03(a)
UNSIGNEA ..o 714.01(a)
Ratification of .........cccceecveviennennne. 710.02(c), 714.01(a)
Wrong Technology Center ....................... 508.01, 714.06

American Inventors Protection Act (AIPA) (See Public
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Law: Public law 106-113; Statutes: Public Law 106-113)
Amino acid sequence (See Biotechnology; Nucleotide

sequences)
Analogous art........ 904.01(c), 1302.14, 2131.05, 2141.01(a)
Analysis of Claims.......ccccoevereriiienineninneeeeeee 904.01
Answer, Examiner’s (See Examiner’s answer)
Answer all matters traversed..........cocceevverieeneennnne. 707.07(f)
Answer on remand..............ccveennenn. 1211, 1211.01, 1211.02
Antecedent lacking (See also Indefinite claim)...... 706.03(d)
............................................ 1302.01, 2173.05(e)
Anticipation rejection .........o.ceeevveneenee. 706.02(a), 707.07(d)
....................................... 2131, 2132, 2133, 2136
Affidavit t0 OVEICOmEe.......coerveveeeveieriniereerenaens 2132.01
ANALOZOUS ATt.....veeeeeeeieeiieieieriierie e 2131.05
Definition of .....coccocvevieieninininecicceee e 2131
GONUS-SPECICS ...vevveereeierienreereeaeseaeseeesseenseeneens 2131.02
Generic chemical formula............coccocnininnnnne 2131.02
Meaning of
“BY Others”...eevviiiriiriicieieneenceeeeecre e 2132
“In this COUNIY” .....veeiieieeieciiereee e 2132
“Known or used”.........ccccvevveereenneenne. 2132, 2133.03(a)
“Patented in this or a foreign country”.................. 2132
Multiple references, circumstances where permitted........
................................................................ 2131.01
One year grace period..........ccevvereeerreeceesivesveneeneeenns 2133
On sale (See On sale)
Ranges claimed...........cocevveneriniieneneninencciene 2131.03
Rejections based on publications and
PALENLS ..ottt 2133.02
Prima facie case.............ccoeceeeceeeceenieeieeeeeee 2132.01
Public use (See Public use)
Secondary considerations, evidence of ................ 2131.04
A.P.C. publications (See Alien Property Custodian (A.P.C.)
publications)
Apostille (See also Oath; Declaration) .......... 301, 409.01(b)
............... 602, 602.04, 602.04(a), 604, 604.04(a)
Apparatus, Process or product and ....806.05(e) to 806.05(g)
ApPpPeal....eiie e Chapter 1200
AbandONMENt.......c..ceerueeieieiiniineneeeeeeeeenene e 1210
Actions subsequent to examiner’s answer................. 1210
Administrative handling.............cccovveiieiincinenns 1204
Affidavit after appeal.................. 1207, 1208.03, 1211.02
Affidavit after Board decision .............. 1214.01, 1214.07
Amendment after examiner’s ansSwer........................ 1210
................................................................ 1211.01
Amendment before examiner’s answer..................... 1207
Amendment for purpose of ............ccce... 714.12,714.13
Amendment makes application allowable................. 1207
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Appealable matter not petitionable---Applicant

Sec. No.

Answer, Examiner’s (See Examiner’s answer)

BIief oo 1206
In reexamination...........ccecveevereieeieseeseeneesieeeenns 2274
INTEISSUC ..ot 1454

By patent OWNeT .........cocveevieeniiienieeniieeiee e 1205

Cancellation of withdrawn claims ....................... 1214.05

Civil HHHZALION ...eevvieeiieeieeiieieeeeie e 1216.02

Claims copied from patent, time limit ............... 710.02(c)

Claims included.......cc..oooevvieeeeiniiicceeeen. 1205, 1206

Composition of the Board ..........c.cccevverieneeienne 1203

Concurrently with interference..........c..cc........ 1210, 2315

Concurrently with prosecution before examiner....... 1210

COoNference .....ccovvveveveeeeeeeieeeeeeeeeeeeene 1208, 1302.14

Correspondence address for litigation......... 501, 1216.01

COUIT..ceiiieeiteeee e e 1216

Court, Federal Circuit...........ccccevevevveeeeecnneeeennee.. 1216.01

Decision by Board...........ccoecveeienienieniiereeeeee 1213

Dismissal......c.ccceeeieriieriieieeie e 1215.04

Examiner reversed.........coccvvvvereiereenienienieeieennnns 1214.04

Examiner sustained..........cccceveverienieniieieeienenns 1214.06

EXaminer’s anSWer ...........ccecveevereverieeseenienieenereeens 1208

Failure to prosecute appeal.........cccocvevvererenrannnn. 1215.04

Fee (See also Fee) ..oovvvienienienieiieieee 1205, 1208.02

From Board decision...........ccccervenenne. 1216 to 1216.02

Hearing......ooovieieeieeieeeeee e 1209

INtroduction .......cc.eeeveeeieeieeieeieeeeee e 1201

JULISAICHION ... 1210

Matter subject t0.......ccoecveevereverenenen. Introduction, 706.01

Multiplicity rejection...........cccevvererecveeveneeennens 2173.05(n)

New ground of rejection by Board....................... 1214.01

New ground of rejection by examiner prohibited in

€XAMINEr’s ANSWET .........ccuvereeerveeeennnee.. 1207, 1208.01

New matter affecting claim ............cccoecvverennnnns 608.04(c)

NOHCE OFf it 1205

Order for compliance ...........ccceeveveveeenciercrennenne 1210.01

Oral hearing.........ccoevevuvereieiieieeieeeeee e 1209
Reexamination ..........ccoccvevveerieesienciesiesieneenee s 2276

Patentability report case ........cocceeveereierverirennnne 705.01(a)

Primary examiner’s attention...........c.ccoceeeeereeeennene 1004

Procedure after Board decision.................. 1214, 1214.01

.................................................. 1214.03-1214.07

Protestor participation .............cceeeeervereeereeeseeennnns 1901.07

Publication of Board decision ............ccccuveuvennee. 1213.03

Real party in interest...........ccoceverererceiennenne. 1206, 1208

Rehearing by Board...........cccceveurnnnnn. 1214.01, 1214.03

Reexamination..........cocvevveerieeeierciesie e 2273

Remand by Board.................. 1204, 1208.03, 1210, 1211

.................................. 1211.01, 1211.02, 1211.03
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............................. 1212, 1213, 1213.02, 1214.01
......... 1302.14, 2143.03, 2274, 2275, 2314, 2358
Remand by Federal Circuit........cccccevevercenennene 1216.01
Remanded application made special...................... 708.01
Reopening of prosecution after appeal ................ 1208.01
................................................................ 1208.02
Reopening of prosecution ............ccceceveeeeeveneeenen. 1214.07
Reply brief to examiner’s anSwer ...........c..ce.ce.e. 1208.03
Requirement by board to address matter................... 1212
Secrecy order application ............cccceeeueenenne 130, 1304.01
Statement of allowability by Board...................... 1213.01
Supplemental appeal brief ...........ccccoevveviieirennnn. 1208.02
Supplemental examiner’s answer..... 1208, 1211, 1211.02
Suspension pending civil action or federal circuit appeal
inrelated Case ......cocoveverieieniineneeee 1213
Suspension pursuant to 37 CFR 1.56(d) ................... 1213
Time for filing brief...........cccoevveriiniiieee 512, 1206
Withdrawal .........cccevnenee. 711.02(b), 1215.01, 1215.02
Withdrawal of final rejection...........cceceeevveevennen. 1208.02
Withdrawal, partial ...........ccccveevrennnnee. 1214.05, 1215.03
Appealable matter not petitionable....................... 1002, 1201
Appendix, computer program listing .........c..c.cceceeuee. 608.05
Applicant (See also Inventor; Pro se applicant) .............. 605
Abandonment notification .............cecceeeveevennnns 711.04(c)
Administrator or executor .............. 409-409.01(f), 605.05
Age, special Status ........cceeceeeeereieicieriereerr e 708.02
CitiZenShip ..c..eeveeiieicceeeeeee e 605.01
Common, at least one...........c.......... 201.06, 706.02(f)(2)
...................................... 706.02(k) - 706.02(1)(3)
Comments on statement of reasons for allowance ............
................................................................ 1302.14
DiSCOUIESY ...vvvevveeiieeeieciierieeie e 714.19, 714.25
Health, special status ..........cccceeeereeerienierreeene 708.02
HEIr e 409.01(a), 409.01(d)
International application ........c...ccccecevercrenee. 1805, 1810
............................................ 1817.01, 1820, 1821
Joint oo 201.02, 201.03, 605, 2137.01
Mailing address........oceeveeierienienieseee e 605.03
Name change ........cccceeevvecienieniennnnns 605.04(c), 719.02(b)
Other than inventor ................... 409-409.01(f), 409.03(b)
Post Office address ........ccccoveveveeeeiienencncneneennes 605.03
POWeEr t0 INSPECL...uveeeeeieieiieiieii e 104, 106
Reply (See Amendment; Reply)
Requirements ..........cccceeceerieneeneeneeieeie e 2137.01
ReSIAENCe. ...c.ovvevierieiiiicicnicececccceceee 605.02
Self prosecuted application................... 707.07(), 713.01
Signature..........cccceeeenen. 605.04(a), 605.04(e), 605.04(f)
Small entity Status........cccceervvecieeierieiieeeiesieenens 509.02
I-8
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Application--Application

Sec. No.
SOLE ot 201.01
Application
Abandoned (See Abandoned application)
Abstract of the disclosure..........cccceeeverevereeeneene 608.01(b)
Acceptance of 37 CFR 1.47 ....ccoovvvveiiiee, 409.03(h)
Acknowledgment............cccoecverienieniieieeieeeeeeeenn 503
Address MiSSINgG ........ecvevveerieeiierienienieneeeeeeeeeeneens 403
Allowable except as to form...................... 706, 710.02(b)
Allowed
Custody by Publishing Division......................... 203.04
Definition....c..cocevereeieieienenenencceececee 203.04
File wrapper data.........ccccveverieveenieieieeieeeene 1302.09
Ordering file ......cccvevveiieiieeeceeee e 1306.03
RejJection.......coevuveeieiieiieiecie e 706.05, 1308
Suggesting claim for interference .................... 2305.04
Amended ..o 203.03
APS Lo 902.03(e)
ATTANGEMENL ......eeneveniieeieeieeie e 608.01(a)
Assigned (See also Assignee; Assignment)
ACCESS ..ttt ettt 106
ALOWANCE ..ot 307
Conflicting subject matter........ 706.02(f)(2), 706.02(k)
...... 706.02(1)-706.02(1)(3), 706.03(k), 822, 2302
Inventor deceased ........ccoecvvevevievienienienee, 409.01(e)
Assignment for examination
Office of Initial Patent Examination........................ 504
Assignment to examiner for examination.......... 903.08(b)
Assignment to Technology Center
for examination............cccccoeneen. 504, 903.08, 903.08(e)
Background of the invention ........c..c.ccecceeuennnne. 608.01(c)
Best mode.......ccceevveiieiiiiieeeen, 608.01(h), 706.03(c)
Brief description of the drawings ...................... 608.01(f)
Brief summary of the invention...............c.c....... 608.01(d)
Certified COPY...oevvverrerienierierieiieienns 201.06(d), 608.01
Claim terminology.........c.cceeevevvvererennnns 608.01(0), 608.01
Claims ....ocoevveerieerenienen 608.01(i)-608.01(n), 706.03(k)
Clarity and completeness, examiner’s action......... 707.07
Classification in Technology Center ................. 903.08(b)
Common ownership............. 324, 706.02(£)(2), 706.02(k)
.......................................... 706.02(1)-706.02(1)(3)
................................................ 709.01, 822, 2302
Completeness .................. 201.03, 201.06(c), 506, 601.01
............................................ 601.01(g), 608.01(p)
Conflicting, same applicant...............ccoeveeee. 709.01, 804
.......................................................... 822, 822.01
L070) 11133 L RS Chapter 600
Continuation (See also Continuation).................... 201.07
Continuation-in-part
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(See also Continuation-in-part)............c..ceeruenee. 201.08
Continued prosecution (CPA)
(See also Continued prosecution application)
................................................ 201.06(d), 201.07
Continuity between applications.............cceeeveneenee. 201.11
Control 0f aCCESS ...eevvvvvveeeeereeeeeceeeeeeeee, 101, 103, 106
COPENAENCY ...coveenvieeeeiieeieeeeiee et 201.11
Copending, Design .........ccoecvveeeerceerierierienieienns 1504.20
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Cassis CD-ROM (See also Electronic databases) ..902.03(d)
Catalog and circulars.........cccoeeveeeeieercieencieescreeeieens 901.06(a)
Certificate, Reexamination..........ccccvuvveeeievieiiveeeneeeeenns 2288
Certificate format in reexamination.............cccceeceevueenen. 2290
Certificate of correction ...........cceceeveereenurneene 1480 to 1485
Applicant’s MiStake .........oceveereiieeiiienciieniee e 1481
ASSIGNEE S NAME....eeeuveeeerreerreeireerreetreenreesereesaeenenas 307
Copy required in reexamination ............cceecveervveenen. 2214
Foreign priority ......cceeeevveecieeniieerie e 201.16
Form PTO-1050 .....c.ooiiiiiieieieeeee e 1485
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Form PTO/SB/44 ..., 1485
Handling of request for........ccccovevererieieninincneneee 1485
INVeNntorship .......ccceecveeierieieeee e 1412.04
Reissue application for patent including.............. 1411.01
Report by eXaminer...........cecveveenivenieenieeieeieseeeens 1485
Certificate of mailing or transmission (37 CFR 1.8) ....... 502
............................................................... 512,513
File wrapper continuation ..........c..ccceeeverennnene 201.06(b)
Information disclosure statement...........cc.cccceeveruennenne. 609
International application ............ccecevvercrenee. 1805, 1834
............................................. 1865, 1893.01(a)(1)
Maintenance fee.........cocuevvevvevieninieneneneereieneneneean 2510
Overcoming abandonment............... 711.03(c), 711.04(c)
Period for reply.....coecvieiieiieieeie e 714.17
Reexamination............ccceeeeeeeveeeeennnnnn. 2224, 2265, 2266
Certificate 0f SEIVICE.....coeveruerieieierineniceeeecee e 2220
Certificate effect of signature.............cccceveenneen. 401, 402, 410
Certified copies
Abstract of Title.....c.oovevvivinieninineieciccicecc e 320
Administrator Or €XeCUtOr .......cccvevveereeerereerennnns 409.01(b)
Appeal to federal Circuit .........coceeveevvenenencneenens 1216.01
Application as filed........ccccoceverenereniennne. 608.01, 1730
Civil HHZAtION .....ieeveeeieiieieeieee e 1216
Continuation in Part ............cceeeveeeereereereesnenes 201.06(b)
Facsimile requests for.........coocevverienieniecieeieeieien, 1730
Foreign application................. 201.13,201.13(b), 201.14
.......................... 201.14(a), 201.14(b), 201.14(c)
............................ 201.16, 502.02, 1417, 1504.10
............................................ 1893.03(c), 2138.06
MPEP......ooiiiieieieeeeeee e Title page, 1730
Name change .......ccccvevveeeiecieeierieneeeee e 605.04(c)
OTders fOT...c..oouerieriieieieerecceeeeee e 1730
Patent COPIES.....cuvevrriieiierieiiee et 1730
Patent related file Wrappers..........ccveevveeveecieeveniennnnns 1730
PCT application........c..ccceeveenenne 1801, 1828, 1893.03(c)
...................................................... 1895.01, 1896
Philippines search exchange .........c..cccceceevveciencncnnene 1711
Provisional application ............ccecvecverveneennenne. 103, 104
Reexamination file.........c.ccoevininienininiieicnencncnne 2232
Change from small entity status (See also Small entity
STATUS) 1eevvriieeeeiieeeeireeeestteeeeire e e eirreeestbeeeeeraeeeennneas 509.03
Change of correspondence address........... 601.03, 711.03(c)
Changing joint to sole inventorship .......c..c.cceccevennne. 201.03
REISSUC....cutemiiiiiiriericeiccecesee e 1402
Charge for pending applications
(PALM) ..ottt 101, 905.05
Check accompanying hand-delivered paper .................... 502
Chemical abstracts ..........ccoceeeveeieienincninenceeeeenen 708.02
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Sec. No.
Chemical compound...........cccecvvrevereeerieneenierieennens 608.01(p)
Chemical practice
Enablement...........cccoveviiriiinienieciereeeeeeene 2164.06(b)
Generic chemical formula .................... 2131.02,2144.08
Markush.......cccooevireinieine 2173.05(h), 2173.05(0)
Circulars (See also Publications)..............c......... Introduction
Citation of prior art
A.P.C. publications............ccceevurrererrerresrenienns 901.06(c)
ADbDIeviatures .........occeeeveeeervereenireennns 711.06, 711.06(a)
ADSIACT .o 706.02, 711.06, 711.06(a)
Allowance, Listing at..........ccceeeeevvenvereecireiennnns 1302.12
Applicant’s ......ccccevvenenen. 707.05(b), 707.05(d), 1302.12
Complete data.........cceevverieeiieiieieeieeieseeene, 707.05(e)
Copies furnished..........cccceeevireiinciiniecieieeee, 707.05(a)
COTTECHION. ...t 707.05(g)
Correction, period for reply........ccoovvvvverieniennenne. 710.06
Cross references .......ooveeveeieeveneenieeeeieeee e 707.05(e)
Dataused......ccoooveeiveieeieeiecie e 706.02(a), 707.05(e)
Decisions, orders, notices, memoranda................. 707.06
Defensive publications .............c..c...... 711.06, 711.06(a)
Electronic Resources...........ccoevereeennenns 608.01, 707.05(e)
EXaminer’s anSWeT ..........coeeeeeeierienieneneneneeeenens 1208
Foreign language documents...........c.cccevvveeennnnee. 706.02
Foreign patent data............ccoenee.e. 707.05(¢), 901.05(a)
Foreign printed applications............ccccceerverneenne 901.05(b)
Form PTO-892 reproduced ..........ccovevverrieneiennnnne. 707.05
INCOTTECE ... 707.05(g), 710.06, 1302.04
Literature, in specification............cceceevevreveenenns 608.01(p)
Mailing copy to patent OWner..........c..ccceeeeeee. 2206, 2208
Memorandum .........coeeeeeeeenieneneneneeieenene s 707.06
NOTICES ettt 707.06
Order of liStINg .....eevveeeeeieeiecieeeeeeeee e 707.05(c)
OTdETS.c..cveiieeiieieiecreeieeteere e 707.06
Patents series, U.S. (See also Patent) .................... 901.04
Periodical ........ccoeoveiieiiiieiieee, 707.05(e), 901.06
Prior art effect of international application....... 706.02(a),
........................ 1857.01, 1895.01, 1896, 2136.03
Prior art in application........................ 707.05(b), 1302.12
Prior art in patent.............cceeeeveeeeennnne 1920, Chapter 2200
Confidentiality .......cccceevveereereieriesiereeeene 2202, 2203
CONLENL ..ottt 2205
Court deCiSION.......ccuevveruiriirierieieiee e 2207
Handling .......c.ccocvviieienieieecece e 2206
Parties Who mMay Cit€........cceevveeververienieniresieeneenns 2203
Service on patent OWNET ...........cceevveeveevereeneeennns 2208
Time for filing.......ccccvevieiieiiiieieseeee e, 2204
Publications..........cceeeeeieeieeeieeiecie e 707.05(e)
References........cocevevereeienicnininccicccesece 707.05

Sec. No.
Allowance in first aCtion ..........cccoceeveeceeeneenne. 1302.12
From applicant ..........cccoccvvvvenennnen. 707.05(b), 1302.12
Reexamination (See Reexamination)
Citizenship of applicant ...........cccceevveviecieecienieneeen. 605.01
Civil action under 35 U.S.C. 145.....ccccocnininnninnne 1214.01
....................................... 1214.07, 1216, 1216.02
Civil action under 35 U.S.C. 146.........ccceeuveeenn. 1216, 2358
........................................................... 2360, 2361
Claim ..o 608.01(i), 608.01(k)
Added by amendment .............cccoeeverienieneennn. 608.01(0)
Results in change of inventorship.........c..c.cc...... 201.03
Added in excess of filing fee .........ccccvevverererirennnne 714.10
After prosecution closed...........ccccuveeenneen. 714.16, 714.19
After prosecution closed, near end of time period.............
.................................................................. 714.20
AGEregation .........ccuevveveerieniieieeeeeie e 2173.05(k)
All allowed .....ooovveiieiieecece e 710.02(b)
All canceled........ccoovevenineniniiiiineceeeen 711.01
Allowable except as to form...................... 706, 707.07(a)
.............................................................. 707.07()
Allowed, Rejection of ........ccceeevveirennnnnne 706.04, 706.05
Allowed, Withdrawn appeal ...........cccoecverveninennen. 1215.02
Alternative phrase (See also Indefinite claim)..................
............................................ 2173.01, 2173.05(h)
Amendment of (See also Amendment) ...........ccc....... 714
ANALYSIS ..o 904.01
Antecedent basis (See also Indefinite claim) .. 2173.05(e)
Basis in description...........ccecceervererennnnne. 608.01(0), 2171
Basis in diSCloSure ............cooevveeeeeineeeeeenennn. 608, 2163.03
Breadth ....ccoocoveiviiiieine 2163.05,2164.08, 2173.04
Cancellation by examiner after appeal................. 1214.05
Cancellation results in change of inventorship....... 201.03
Change after Board statement of allowability......1213.01
Combination, old .........cccecveveieiieiiinieeieeen, 2173.05()
Combination and subcombination ... 806.04(c), 806.05(a)
COMPIISING ...veeeveeeeeeereeeieeieieeieeenens 2111.03, 2173.05(h)
Considered in deciding reexamination request ......... 2243
Consisting essentially of .........ccoceveiviiriiniennns 2111.03
Consisting of........cccoceveeerierieiiennen. 2111.03, 2173.05(h)
Construed in light of specification.................... 608.01(0)
........ 707.07, 804, 1206, 2106, 2111.01,2111.03
.............. 2129, 2145, 2164.08, 2173.05(a), 2184

Copied from patent (See Claim presented corresponding
to claim of patent)

Correspondence with disclosure............ 1302.01, 2173.03
Dependent........ocveeeeiiecienieiie e 608.01(n)
Dependent, objected to when improper ............ 608.01(n)

.................................................................. 706.01
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Sec. No.
Dependent on canceled or rejected claim.......... 608.01(n)
.................................. 706.01, 707.07(j), 1214.06
Design application...........cceeeeeeeereeereeneereerieennens 1503.03
Differing only by functional statement................. 2173.05
Diminishing SCOPE.......cceevververierierieireieeenns 2173.05(h)
Disclaimer ........ccoecvveveeienierieneene 706.03(u), 710.02(d)
Double inclusion ..........cecceeeeeveeerveneenieieenen. 2173.05(0)
Duplicate ......cccceeveveveniecieneee, 706.03(k), 2173.05(0)
Each mentioned in letter..........ccecvvevvreeerceeneenns 707.07(i)
Equivalence........occoevveiieiieieeiecieeeeceee e 2183
Excess over fee added by preliminary amendment...........
.................................................................. 714.10
Excess over fee after notice of allowance.......... 714.16(c)
Fees, dependent..........cccvevevecieeieicienienieneeee, 608.01(n)
File wrapper notation ...........cccceveeervereeereeeceeennnns 1302.09
Filing fee insufficient ...........ccooveeveeieninnieieeieeeeee 506
Foreign priority (See also Foreign application)..... 201.13
.................................................................. 201.14
FOIm ..o 608.01(m)
Function of machine............cccocevevervenveinnnnen. 2173.05(v)
Functional..........cccoevveiiniiiieiecee 2114,2173.05(g)
Generic (See also Generic claim)...................... 806.04(d)
............................................................ 2173.05(h)
[lustrated by drawing.................... 608.02(d), 2173.05(s)
Improvement (i.e., Jepson claim) ..........ccccevvenennne. 2129
INaccurate ......coceveeveieiiniiniciceccc e 2173.03
Incomplete.......ccooveeeeeeeerienieieieeeene 707.07(), 2172.01
Indefinite .......ocovevvveviieiieeeeeeeeeeeee 706.03(d), 2173
Independent..........ccceeveeeiiieieieciieieeieeeeeen 608.01(n)
INA@X et 719.04
Indirect limitation...........ccceccveueenee 706.03(d), 2173.05(%)
Informal.......cccoveninininiiiiiiceee 702.01
International application...........coceeceeveerierinencenenens 1824
Interpretation............... 2111,2111.01,2111.02,2111.03
JEPSON ..ttt 2129
Linking ......cccooveveenenienenne 809, 809.02, 809.03, 809.04
Linking, Generic..........ccvevveerreerieereesresreseeneeeeeenns 809.02
Linking, Traverse of rejection............c.cceeeveeueene 818.03(d)
Markush........ccoceveneiinineene 2173.05(h), 2173.05(0)
GENETIC .ottt 803.02
SUDZENUS......eieeiieiieeiieiieeeeee e 2173.05(h)
N1 113) 0T ) o AU 608.01(p)
Means (See also Means).........ccceeevereeereeneenieeneeenenns 2181
Multiple dependent..........cceeverveneeniierieecireienns 608.01(n)
Multiplicity.....ccooevveeririeirienen 2173.05(h), 2173.05(n)
Negative limitation.........cccceeeveeeeeecieeiernenenenne. 2173.05(1)
New matter........cceveerereeennene 608.04, 706.03(0), 2163.06
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Nonelected invention...................... 706.03(m), 809.02(c)
........................................ 809.04, 821.01, 821.02
Nonelected invention, Added ............ccovvevevennennnnn. 821.03
NONSLATULOTY .ot 706.03(a)
........................................................ 2105 to 2107
Nonstatutory, Cancellation ............cccceeevvenenne 1302.04(b)
NUMDETING ..ottt 608.01(j)
Objection contrasted with rejection....................... 706.01
Official Gazette (O.G.) .ccceeovvvieeiieciieecieeciieeeeae 1302.09
Omnibus Claim.......cccveveverieriieiieieeie e 2173.05(r)
Original.......oceeieieiieiieie e 608.01(1)
Patentably diStinct.........ccocevevvevierienieieieeeene 706.03(k)
Plant application ..........ccceecvevvererecieeienieneenee. 1605, 1610
PIUral ...c.ooveieieieeeeee e 706.03(k)
Priority (See also Foreign application) .................. 201.13
............................................................. 201.14(b)
Product, Functional.................cooooviieeiiiiiieeee. 2114
Product by process........ccceevevvvecvernennen. 2113, 2173.05(p)
Prolix (See also Indefinite claim) .................. 2173.05(m)
Reference numerals included........ 608.01(m), 2173.05(s)
Reissue application
NUMDEIING ....ovvveeieeiieeiecieeeeeeeee e 1453, 1455
Original claim subject to reexamination................ 1440
Printed in Official Gazette..............ccoveeuvecueeunnnns 1455
Same invention as original patent..................... 1412.01
Underlining and bracketing.........c..ccccoeeueee 1453, 1455
Rejection.......cceeveeceveieeieeieciecee e, 706,2121 to 2186
Relative terminology.........cccccvevveereveieeceennnne. 2173.05(b)
Renumbering at iSSUE........cceeververenenns 608.01(j), 1302.01
Renumbering dependent .................... 608.01(n), 1302.01
Single means.........coccveveereenieeniieieene 2164.08(a), 2181
Single SeNtence ........cceevvevvereverierieriesiesieeienns 608.01(m)
Species, how recognized.................. 806.04(e), 806.04(f)
Species (plural) added .................... 809.02(d), 818.02(b)
Statutory requIrement .........c.ecevereeereereeereeenenns 608.01(k)
Subgenus (Markush type) .......cccocveveveriieirennen. 2173.05(h)
Subject matter eligibility.........ccoeevevverierierennnne. 706.03(a)
Suggested for interference...................... 2305 to 2305.04
Failure to make..........ccoeevvvvevienieniereieeene 706.03(u)
Time HMmit......ccoooveeeieiieieciereeeee e 710.02(c)
Summary of invention, consistent..................... 608.01(d)
Terminology basis in description.................... 608.01(0),
............................................ 2173.01, 2173.05(a)
Unsupported .......coceveeeeeeeeieniereeieenenn 2163.01, 2173.03
Use Claims.......coceevieeieriesieeeeeie e 2173.05(q)
Vague (See also Indefinite claim)...706.03, 2171 to 2173
Varying SCOPC ....veeverrereerreereiereeeeeereenesenenenas 608.01(m)
With motion granted in part.......c..ccceeeverereeeennes 714.20
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Claim presented corresponding to claim of patent--Code of Federal Regulations (CFR)

Sec. No.
Withdrawal of appealed claim.............. 1214.05, 1215.03
Claim presented corresponding to claim of patent (See also
Interference) ........cooeeeveeennennnne. 710.04(a), 2306 to 2308.02
After allowance .........cocceeveeeveeienieneneneneeee 2307.03
Appeal of rejection.......cccceceeveererencrceienienne. 1205, 1210
Commissioner’s approval if outside time limit......... 1003
Disclaimer rejection ...........eccveveeverreerieesieneenns 706.03(u)
Interference pending...........ccoecvevverieeneeieesiiennenne 2364.01
Late amendment ...........cocceceeviereninenceienicnienennns 714.19
Not a reply to Office action................ 711.02(b), 2307.01
Origin must be stated..........ccocvevvevercieriereene, 2307.05
Patent filing date later than that of application.... 2306.01
Patent in different Technology Center...................... 2306
Period for reply ....coecveevvveienieennne. 710.02(c), 710.04(a)
Prosecution closed...........cccovveveevveeennn.. 714.19, 2307.03
REJECHION ... 2307.02
Rejection, Failure to reply to.......cccocvevverrennens 706.03(u)
Rejection, Primary examiner’s attention .................. 1004
SPECIAL..iiiiiiiiieiieiee e 708.01
Time limit for reply .....ccocveevveeiiriirieciecieeenee, 710.02(c)
Claiming same invention.................. 706.02(£)(2), 706.02(k)
.............................. 706.02(1) to 706.02(1)(3), 715
Class, SCOPEC ..vrrmrrrrerrererereierereneeeieeeeeneens 903.02(b), 1302.14
Class, transfer..........cooceveviveeieeeee e 903.05
Class definitions ........ccceeverinererieeeienenene e 902.02

Classification (See also Patent classification) ....Chapter 900
Application (See Classification of application)

BasiS c.oeoieiiii e 903.02
Bulletin......coeeveeiininineiiccceeeee 902.04
Definitions........cceeeveeeeeeierieniereeeeene 902.02, 902.02(a)
DeSIZN .o 903.09(a), 1503.01
Examiner (See Classification examiner)
Foreign patents...........ccevvevieneenieniieieeieceseeene 903.03
Index to U.S. Patent Classification.................... 902.01(a)
Classification, International ................c..ccevennne.. 903.09
INAICES .o 902.03
Information..........cceeveveenieniieieeieee e 902.03(a)
Insight on USPTO Local Area Network............ 902.03(c)
International ..........cccceeeeieniinininienieieeneneseeee 903.09
Issue classification slip, PTO-270 (See also Form letters
and forms) .......cceeeeeeercerierieee 903.07, 1302.10
Locarno International .............cccoeeeviiiriierieneens 903.09(a)
Mandatory .......cceeeueeriveriieiieieeie e 903.07
Manual .......ccooerinininieieee e 902.01
Patent classification Home Page on the Internet ..............
................................................. 902.03(a), 903.06
Nonpatent literature..........cceeceeevereeereeneeseeeeeeennn 901.06
Numerical INAeX ......ccoververierieriieieeie e 902.03(c)
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OTAETS ..ottt 902.04
Patent, Change of ..........ccoecvevviiiieiiereeeeeeee 903.05
Patent Classification Home Page on the USPTO Intranet
............................................................. 902.03(b)
PrinCiples .....covevieeiieiieieeie e 903.02
RevISION ......covveieieiieeee e 903.02(a), 903.02(b)
Rules governing applications...............cceevennens 903.08(e)
Statutory authOority ........cccevveriierieeieeieeieeeeeenenn 903.01
SubClass LiStS.....eeveeeeerieriierieie e 902.03(c)
Classification examiner

Decision on classification.............. 903.08(d) to 903.08(f)
Patentability report ..........ccceveeerveniieriieeeienans 705.01(a)
Classification of application .............cceeuveveennenne Chapter 900
Allowed application..........ccccveenennen. 903.07 to 903.07(b)
...................................................... 1004, 1302.10
Amendment affecting...........ccoevvevveviecireiennnnns 903.08(c)
Borderline.........coocveiieieiiinieiceeeeeees 903.08(a)
By applicant..........ccoecveveieiieiienienieie e 601
Cross-referencing..........eccvevveecveevenenesveneeennnnns 903.07(a)
Decision of classification examiner ................... 903.08(f)
Disputed........ 903.08(a), 903.08(d), 903.08(f), 903.08(g)
File wrapper data .........cccoecveeeerienienieeerr e 719.03
Improperly classified ..........ccecvreeicieiierienee, 903.08(a)

In another Technology Center at allowance..................
............................................ 903.07(b), 903.08(a)

New application, by Office of Initial Patent

Examination.............cccuee..... 903.08(a), 903.08(e)
New application, by SPE ..........cccoevviiiierenne. 903.08(b)
Post classifier..........cceeuee.. 903.08(e), 903.08(f), 903.10
Preliminary ......oc.eeeveeeeeeeeeiiesieeeee e 601
Rules governing.........cocceevevveneenieecieeienienenns 903.08(e)
Transfer to another Technology Center ............ 903.08(a)
............................................ 903.08(d), 903.08(g)
Classifier, Post..........ccccevveeennn. 903.08(¢), 903.08(f), 903.10
Clean CoOPY -.eouverreerrerereireirereereseeeneeenees 608.01(q), 1302.02
Clearance for new law interpretation...............cccuvenee..e. 1208
Close Of ProSECULION .......evvevreeieeeieeiie et 130
Closed prosecution except for formal matters ........ 707.07()
................................................ 710.02(b), 714.14
Prosecution not closed..........ccoeeeevierienienieennns 707.07())
Closing of Patent and Trademark Office ............ 201.13, 510

Code of Federal Regulations (CFR) (See also Rules, Patent
(Code of Federal Regulations)).......... Introduction, App. R
Title 1 CFR Part S1....cccoovviviiieiicccene, 2422, 2423
Title 10 CFR Part 810.....ccccvvivieiiirieieeieeeeecne 140
Title 13 CFR Part 121 ..coovvieieiiiieieeceeee 509.02
Title 15 CFR 4.8 ..ot 103
Title 15 CFR Part 15.....ccooviriiieieecee 1701.01
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Coinventor, Power of attorney---“Consisting essentially of” as transitional phrase

Title 15 CFR Parts 768-799 ......cccccoeovnineieinienn 140
Title 22 CFR Parts 120-130 ......ccoccoovevvineieincenenn 140

Regulations)) .......cceeeevieeeiieienierieieeee Appendix R
Title 41 CFR subpart 101-20.3 cited.........ccoceeveneeee. 510
Coinventor, Power of attorney ............cccceeevveeveeiennnnne 402.01
Collateral estoppel (See also Estoppel).......cc.cceeuue. 2012.01
Reexamination...........coeveveeeeienieneneneneeeseeeens 2259
Combination, Old (See also Restriction)...806.05(b), 820.01
Combination and aggregation............ 2173.05(j), 2173.05(k)
Combination and subcombination........ 806.04(c), 806.05(a)
.......................... 806.05(b), 806.05(c), 903.02(b)
Comments on tests or examples .............. 707.07(1), 1302.14
Commercial activity as on sale (See also On sale) ................
........................ 706.02(c), 2133.03 to 2133.03(e)
Commercial exploitation as on sale
(See also On sale)........cceevvenneeee. 706.02(c), 2133.03(e)(1)
Commercial success of invention, affidavit alleging (See
also Affidavits, traversing rejections (37 CFR 1.132)).......

Commissioner, action requiring attention of
Failure to identify claim as copied from a patent .............

Petition fOr aCCeSs .....coereeieiininienenieneneeeeeeeeeen 103
Commissioner initiated reexamination .......................... 2239
Commissioner’s

Approval of power to inSPect .........cceveververveneeneeennen. 104

Authority and functions................ 706.03(b), 708.01, 709

......................... 711.02, 714, 719.01, 1001, 1002

DECISIONS ...coveveeeenieiieicienieeeeeeeee e Introduction

Notices (See also Publications)........ Introduction, 707.06

Orders (See also Publications) ......... Introduction, 707.06
Common applicants......... 715.01(a), 706.02(f)(2), 706.02(k)

............... 706.02(1) to 706.02(1)(3), 709.01, 2137
Common disclosure, parent and continuing applications ......
.......................................................... 120, 201.11
Common knowledge, use in rejections...........ce.e.e.. 2144.03
Common ownership...... 706.02(k), 706.02(1) to 706.02(1)(3)

Conflicting claims .......cccecveveneneneenns 303, 706.02()(2)
....................... 706.03(k), 709.01, 804, 822, 2302

Common representative for international application.... 1807
Communication with suspended or excluded attorney or

AGENE .ottt ettt st et 105
Communications, official mailing address for ................ 501
Communication via Internet .........c..cocveeereeeniencnenne. 502.03
Companion case, retention label............ccccocevvenennene 1302.07

Comparative tests (See also Unexpected results) ...716.02(b)
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Comparison of new drawings..............ccceeverevennnne. 608.02(b)
Complete application........ 201.03, 506, 601.01 to 601.01(g)
Complete British specification.........c..ccccecvevvenienicnnenne. 201.15
“Comprising” as transitional phrase.............ccccoc...... 2111.03
“Comprising” in Markush claim.............c..ccoe.... 2173.05(h)
Compact disc submissions................. 608.05, 2421.04, 2425
Amendments to.........oooevvveeeeeiiiiieeee e 608.05, 2426
Computer programs ..........ccceeeeveerveennnen. 608.05(a), 2425
Requirements ...........ccceecveeieeieniesiesieseenee e 608.05
Sequence Listings ........ccccceevveeeeennenne. 608.05(c), 1823.02
....................................... 2420, 2422.03, 2424.01
Tables ..c.coeveveereinininenen. 608.05(b), 1823.02, 2424.01
Computer programs or software
Adequate diSCloSUre........cceevieriieriieieeieeie e, 2106.02
Affidavit practice........cccevverienveniieriieieere e 2106.02
Best MOde ......ooveveniiniiieiciceee 2106.01
Deposit of liStings .......cccvveveeierierierieniereeeeiene 608.05
Enablement ..........coccecverinenininieienenceenecene 2106.01
Patentable subject matter..........ccoecveeeeeriiecieeieeienns 2106
Undue experimentation.............cceeveveeevervenneennenn 2106.02
Written description ...........ceecveeeeerieneerieeieenennnn. 2106.01
Concealment .........ccoeceeveeeeeeecienciesnennenne 608.01(h), 2138.03
Conception.........cceeeveeenene. 715.07, 2138, 2138.01, 2138.04
Concordance, International and United States classification .
.................................................................. 903.09
Concurrent Office proceedings........ccccccevververerenevennnne. 2282
Conduct of reexamination proceedings................ccu...... 2254
Confidential citation of prior art................ceen... 2202, 2203
Confidential material ...............cccveeenneen. 121, 724 to 724.05
Confidential material submission........................ 121, 724.02
Confidential party of interest ........c..cccceeverenneee 2202, 2203
Confidential status of application .............. 101, 706.02(f)(2)
Same applicant.................... 706.02, 706.02(c), 706.03(k)
..................................... 709.01, 804, 822, 822.01
Rule 1.53(d) ..covvenveninenieieenenceeeccee 201.06(d)
Confidentiality, pending applications ................ Chapter 100
Confidentiality of international applications.................... 110
Confirmation NUMDET ..........cccueeveriereneneneeieeereeneeiene 503
Conflicting applications, same assignee........c..co.cocevvenene 303
........................... 706.02(f)(2), 706.02(k), 709.01
.............................. 715.01(b), 804.03, 822, 2302
Conflicting applications, same attorney.......... 2309.02, 2305
Conflicting oaths or declarations ...........c.cceceverueennnee. 201.03
Congress, Inquiry on status of application by member of......
............................................................. 203.08(a)
Conservator, Authority recorded ............ccovvvvrveneennnen. 409.02
Conservator, Legally incapacitated inventor............... 409.02
“Consisting essentially of” as transitional phrase .....2111.03
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“Consisting of” as transitional phrase--Continued Prosecution Application (CPA)

Sec. No.
“Consisting of” as transitional phrase....................... 2111.03
“Consisting of” in Markush claim..............c......... 2173.05(h)
Constitutional basis for patents ..............ccecueenee. Introduction
Constructive election (See also Election of species) .............
............................................ 818.02(a), 818.02(c)
Constructive notice to patent OWNer .............oceecverveennen. 2230
Constructive reduction to practice...........ceeevervrevrennen. 715.07
Consular Certificate .........cocoviverereereenieneneneneeeenes 604.04
Consular certificate, Foreign executor or administrator ........
............................................ 409.01(b), 409.01(d)
Consular certificate, Omission of .............c.cceeueene.. 604.04(a)
Consular OffiCer......cceverininirieiinienceeecceee 604.04
Content of reexamination request...........coecveceeevereeennen. 2214
Continuation..........ccoceeeveennene 201.06(c), 201.07, 601.01(a)
Assignment carried from parent .................... 201.12, 306
Continued prosecution application (CPA)......... 201.06(d)
COPENAENCY ...c.vvevieiieiieie ettt 201.11
Definition ...c..ocevererereeieiiereecceecee e 201.07
Effective date ......c.cooveveeieiinininieciccccee 201.11
File wrapper continuing (FWC) ..........cccecveneene 201.06(b)
File wrapper notation ...........cccceeeeveeeeeceeeveneenneenne. 202.02
Final rejection on first action...........ccccceeveveeneene 706.07(b)
Identification on letter of transmittal ............c..c.c....... 506
Inspection of parent...........ccceeveveeerieriienceesierieeeeens 103
International application........c..cccceeeecvenenenennnnne 1817.02
International application as parent........... 201.11(a), 1895
Inventor, at least one in common...............c..c........ 201.11
NEW MAtLCT ..c..eeveeieeieeieeeieieeie e 201.07, 608.04(b)
Oath, delayed filing.........ccoovevveciniiiieieee. 602.05(a)
OWNETSHIP ..ot 201.12
Parent application data in specification................. 202.01
Parent application data noted on file wrapper ..................
................................................... 202.02, 1302.04
Reference to parent application...........ccccceervrneenne. 201.11
Reference to parent application inadvertently omitted......
................................................................ 1302.04
REISSUC ..ot 1451
RESLIICHON ... 819
Rule 1.53(D) .eoeeeeieninieeicicicenccecceee 201.06(c)
Rule 1.53(d) .eoveeerienineeieiecencecccccee 201.06(d)
Rule 1.60 application, Former..............cc.......... 201.06(a)
Rule 1.62 application, Former...........c.cc.cceueuee. 201.06(b)
Secrecy order in parent application............c.cceeevvneenne 120
Sole from joint inventorship..........ceccecvecverenenncnne. 201.07
Time for filing........cccovvevierieieeeeeee e, 201.11
TIE oo 201.12

When patented, opens parent application to public

INSPECLION ...t eie et 103

Sec. No.
Continuation-in-part.............cceeevereererenenns 201.08, 601.01(a)
Assignment from parent does not apply..........ccecveen.ee. 306
COPENAENCY ...oovveeereeiieeiieeierieeie e 201.11
Definition....cc.ceeeeeienininerceiccce e 201.08
Effective date........ccecevereeennneee 201.11, 706.02, 2133.01
File wrapper continuing procedure.................... 201.06(b)
File wrapper notation........c..cocceeeeevvenenencneennennen 202.02
Filed by @SSIZNEE......cceevveeierieeiiereieieeeeeee e 324
Identification on letter of transmittal ...........c..cccoeueeee. 506
Inspection of parent ............cccoeceeienienieneeneee e, 103
International application ...........cccccveverereennenne 1817.02
International application as parent.................... 201.11(a)
Inventor, at least one in common........................... 201.11
OWNETSHIP ..ot e 306
Reference to parent application .............ccveeveenenne 201.11
Rejection over published priority document........ 2133.01
Rule 1.53(D) c.eeveniniiniiiieieenenceeectecee 201.06(c)
Rule 1.62, FOrmer.........ccoccvvevevienienieiieeenene 201.06(b)
Sole from joint inventorship .......cc..coccevevereeeennn. 201.08
Time for filing.........ccceevieeiieiiieceeeee e 201.11
THELE ot 201.12

When patented, opens parent application to public
INSPECHION....cueneiteriieierieeieetet ettt 103
Continued Prosecution Application (CPA)......... 201, 201.06
................................................ 201.06(d), 201.07
Amendments before first Office action............. 714.01(¢)
Application NUMDET .........ccevevineninininiciciccnee, 503
Assignee right to take action.........c..ccceevevvenencncnenne. 324
Certificate of mailing or transmission..........c..cecceueenee. 512
Complete non-provisional application................... 601.01
............................................................. 601.01(a)
Continuation-in-part not permitted ............c.ccceee. 201.08
Continuity With parent ........c..ceccecvevevenenienieecnennens 201.11
Correspondence ..........cceecveeverveneeneeneeneenns 502, 502.01
Cross reference to previous application....202.01, 202.02
Express abandonment of prior application............. 711.01
............................................................. 711.02(b)

Fees

As of the filing date.........c.ccceeevveeireieniennns 2164.05(a)
Reissue application ..........cceveeereerieereeeceeeienieninnns 1415
Foreign priofity........ccceecuveeeiieniesieneeneesee e 201.14
Improper CPA treated as RCE ...........c..cccceee. .706.07(h)
Information disclosure statement in parent....609, 707.05
INVeNtOrShip ....cveevieiieie e 605
Patent term..........coceeviiniiniiiniiiniceee 2701
PriOTity .oeeeeieiieieeeee e 1302.04
Reexamination proceedings, CPAs not permitted.............
........................................................... 2271, 2272
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MANUAL OF PATENT EXAMINING PROCEDURE
Continuing application---Cross-noting

Sec. No.
Restriction requirement in prior application............... 819
Suspension of aCtioN.........ccceevveeverierieniene e 709
Continuing application ......... 120, 201.11, 1302.12, 1302.04
Specific reference.........oovvveveereieicienieriesieeeene 201.11
Continuing data (See also Cross-noting) .................... 202.02
Continuity between applications............cccccveeveevennnne 201.11
Control of inspection by assignee...........cceeeeevvereeererenenne 106
Convention, International (See also Treaties) ............ 201.13
Converting inventorship joint to sole ............ 201.03, 201.06
..................................................... 201.07,201.08
Converting inventorship sole to joint ............ccceeeneen. 201.03
Converting nonprovisional and provisional applications ......
............................................ 201.04(b), 601.01(c)
COPENACNCY ...o.eeeeieiieiieieeie ettt eeeens 201.11
Copending application, reference brought up to date............
............................................................ 1302.04(f)
Copending U.S. application
Duty of disclosure in ..........cccceeveveceeecieeienneinnns 2001.06(b)
Common oWnership.........cceeeveevereeerevernenne 706.02(1)(2)
Different inventive entities ........................ 706.02(f)(2)
........................................ 706.02(k), 706.02(1)(3)
Copied patent claim (See Claim: Copied from patent)
COPICT COPICS....eenveerrieneeeerereientieteeseesesneseesseenseanseans 714.07
Copies of prior art in reexamination request ................. 2218
Copy of foreign application, certified................c........ 201.14
Copy of printed patent in reexamination ....................... 2219
(071070} 0] ¢ 1 ¢3S 1730
(070750 8= 11PN 608.01(v)
Correction of drawing ............cceeeeveververvenveneeennen. 608.02(p)
Approval by examiner ........................ 608.02(x), 1302.05
Corrected StamMpP .....c.oevvvereeeriieiieieeie e 608.02(0)
Deferrable.........ccoocvevierieieeeeen. 608.02(b), 608.02(p)
NEW MALET ..c..oeviiiieiieiieieeieeeeeeee e 608.04
NOt apProved.......ecveveeeiieieeee e 608.02(x)
Order for.....ccvvviecieieeee e 608.02(x)
Required by drafting...........cccoeevevverienienrene, 707.07(c)
Separate 1etter.......ccvevvieeieeeierie e 608.02(r)
SKELCH ..ot 608.02(v)
Correction of inventorship
APPLICALION.....coiieeiieiiieieeie et 201.03
Consent 0f @SSIZNEE .......ccveeveeveeieeieeieiienieeeeenes 201.03
Continuing application ...........ccceceevvereeerreesrernnennnn. 201.03
In a patent
By a certificate of correction........c.ccoceeeveerennnne. 1481
By filing a reissue application .........c..cecceeeueeee 1412.04
Joint to sole ........cceeeee. 201.03, 201.06, 201.07, 201.08
Sole to joint..........c.c...... 201.03, 201.06, 201.07, 201.08
Correction of name.................. 201.03, 605.04(b), 605.04(c)
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Sec. No.

Correction of patent..........cccceeveververeereeerennnns Chapter 1400
By reexamination (See Reexamination)

By reissue (See also Reissue application)....1401 to 1470

Certificate of correction...........ccoecvvrverennnen. 1480 to 1485
Statutory disclaimer (See also Disclaimer; Terminal
AiSClAIMET) ..o 1490
Correction of reference citation................ 707.05(g), 710.06
Correspondence
Address of PTO .....ooooieiieiiieeeeeeeeee e 501, 502
Address in secrecy order applications......................... 120
Address, official mailing...........ccccoeevveviencierienieeeen. 501
Address, when power is to a law firm..........c.ccccee.e. 403
ASSOCIAtE AtEOTNCY .. eevienvieneeeieeie e e seeesereeeeneens 403.01
Boxes (See also Box, Mail) .......cccoeevvrienieniinieeeen. 501
Continuing application............cceeevereververeenenne. 201.06(c)
Crossing in Mail..........cceveverienieneenieeee e 714.05
Duplicate filings..........ccccvevueennenne. 403, 502.04, 714.01(a)
Electronic mail........ 502.03, 713, 713.01, 713.04, 713.05
Facsimile transmission..........ccccceveverveneereeneeenenns 502.01
Identifying with issue batch number .............. 502, 602.03
.................. 608.02(b), 608.02(q), 1303.01, 1309
Maintenance fee.........cocuevveierieninieneneneeieeneneneeas 2542
Plural attorneys ........cceeevveverieniesieneeneeeee e 403.02
Post AIIOWANCE .........cooevveeeeeieeeeecneeeeeeee e 502, 1306
Receipt and handling ............coccveeveinnnnnnen. Chapter 500
Reexamination ...........ccceeevevierieninenenineeieienene s 2224
Signature requirements ..............cceeceeeeveeenennen. 502, 502.02
With whom held.........cocoooiiiiiiiniincce, 403
Counter-terrorism inventions, special status................ 708.02
CoUNting ACHIONS .....ecvvervierereieeieeieeaesreseeseeesseenaeeneeenns 1705
Countries for foreign priority........cccceeeveeveeeenveneeennen. 201.13
COUNLTY COACS ...ttt eie e 1851
COUPONS ..ottt eee e seeeeenee e Introduction
Court decision
Certificate of.......cccevevirininecicicrrceeeee 1216.01
Citation OF .....cc.eveeiiieiinireccccee e 707.06
Dissemination of ........c.cceceevveviininienininieeiciencncnene 1720
Treatment of .......cccooeverininiiiieneecee e 1721
Entry in patent file ........ccoccevierienieieeeeeeeee 2207
Court of Appeals for the Federal Circuit (CAFC)..................
................. 711.02(b), 1002.02(k)(3), 1002.02(0)
................... 1214.06, 1216, 1216.01, 2279, 2358
Court papers, service on Commissioner......................... 1216
Cover sheet — provisional application.................. 201.04(b)
Criteria for deciding reexamination request................... 2242
Cross-noting
Data of parent application on file wrapper............. 202.02
................................................................ 1302.09
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Cross-reference--Declaration

Sec. No.

Data of provisional application in specification.. 1302.04
Data of provisional application on file wrapper .... 202.02

Data of related application brought up to date .................
............................................................ 1302.04(f)
Data of related application in specification............ 201.11
................................................... 202.01, 1302.04
Foreign application cited in an application oath...............
..................................................... 201.14, 202.04
Foreign application, file wrapper ..........ccccccceeuee. 202.03
In original patent file of reissue application .......... 202.05
Specific reference.........ooovvveveierciercienieniesieeene 201.11
Cross-reference
Addition of patent............cceeeverierieniieieeieeeee, 905.02
Another application (See also Cross-noting)......... 202.01
............................................... 608.01(p), 1302.04
Art COllECtion......oceeeeieieeieeeee e 903.02(c)
At allowance..........oooeeveeeeeiveeeeeeeeeene. 903.07, 1302.04
CRtING .ot 707.05(e)
Establishing new..........cccocveeivecienieiieiieeieeeen 903.06
Noted during examination............cc.eceeveeeveennns 903.07(a)
OFAEIING ..ooovveiieiieieeie ettt 903.06
Required for all claimed disclosure................... 903.07(a)
Crossed MAIliNgs ......cocvevrerieeierierierieie e 714.05
Customer nUMbETS...........ccovveeeeerveeeenns 403, 711.04(c), 2540
Customer Services Division ............... 104, 501, 502, 508.04
................................................... 714.13,1306.03
................................................. 1430, 1470, 1730
Customer Service Window................. 103, 501, 502, 714.13
............................... 905.02, 1430, 1470, 2422.09
D
D-10 NOLICE...eveeeeeieeieieieeee e 130, 1304, 1304.01
D-11 NOtICE. .. 1103
Damage, Proof of irreparable...........cccceeveeiveennnnne 409.03(g)
Databases (See Electronic databases)
Date
Amendment ........cccceeeeiiiiiiiiiiiiiieeee, 502, 505, 511,512
.................................... 710.01(a), 710.05, 714.18
Citation of foreign patent ................ 901.05(a), 901.05(b)
(000 517115 10 ) 1 WO 201.13,201.14
Filing ...oovveiiiieieeeeeeceeee 201.11, 502, 503, 505
............................................... 506.02, 1002.02(b)
Filing, Refusal to accord ..................... 506.02, 605, 2133
Foreign application (priority)...... 201.13,201.14, 201.15
INVENTION . 2137,2138
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Sec. No.
Maintenance fees due........ccooevereverierierieciieieeieiens 2506
Office aCtion ....cc.eeeiriiniiriieiiricciciereeceeeeeene 707.11
Office stamp........ccceeveveveveveeeirenene 502, 505, 506, 714.18
Reference.......ccccovveveeevennne 706.02, 707.05(¢e), 707.05(%)
........................................ 715, 715.01, 715.01(c)
Technology Center Stamp ..........cccceevevveereeeeenennne. 714.18
Date entered on drawing..........ccceeveveeereeereeeceeennene 608.02(0)
Date of execution of oath.........c.cccevverieciiecinnieeeen. 602.05
Date stamp, Technology Center........................ 714.18, 1303
Death of attOrney .....ceevvvevvieiieieeie et 406
Death of inventor (See also Administrator or executor) ........
................................................... 409 to 409.01(%)
Deceased inventor
Allowance not withdrawn..............c.ccoeevvevenieenen. 1303.03
Legal representative, proof of authority of....... 409.01(b)
..................................................................... 1820
Legal representative refuses to sign.................. 409.03(c)
Deceptive intent (See also Fraud; Inequitable conduct)
Biotechnology process..........ceevevvveieevennennnnns 706.02(n)
Foreign filing licenses...........cccocverveniennns 140, 706.03(s)
INVeNntorship .......cccveeviciirieeieieeeeee e 201.03
REISSUC. ...cuieniiiiiirieeiecictcce st 2012
Decision
By Board of Patent Appeals and Interferences.......... 1213
................................................................ 1302.14
Dissemination of ..........cccoevvervenienieneneeeeenn, 1720
Reconsideration of ...........ccceeverveiienieenne 1214.03
Treatment of .........cccoeeveeieiierieniee e 1721
By classification examiner............c.cceceeeeeveneenne. 903.08(%)
By primary examiner on interference motion ........... 1004
CHALION .ottt 707.06
Governs examiner’s action .............cceeeeneene. Introduction
Listed oo Appendix 11
On interference Motion ..........ccceeevveeveeeerveseereeeenn, 2340
Ordering reexamination .............ecceeeverververeeerneeeennn. 2246
Public availability ..........cccccveeiieiienieiieieeie e 103
Publication of..........ccccoevireiiiiiiie e 707.06
Reexamination Rehearing request............ccoccveeueenenn. 2240
Submission in reexamination .............cceeceeevereverveenne. 2282
Declaration (See also Oath).........ccccceveeirienieiieiieiee 602
After appeal .......oeveeieiieiieeee e 1211.02
AMENdMENt......ccoevvieiiieiieie e 602.01
Attached........ccoeeieiieiee e 605.04(a)
Change of inventorship............cceeeeevievieeciencieenne, 201.03
Copies from prior application.......... 201.06(a), 201.06(c)
............................................................. 605.04(a)
Date of eXeCUtion........cccvvevvveierieriesieseereeeee 602.05
DefeCtiVe..c.ueeiieeieeieieiercceeeee e 602.03
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MANUAL OF PATENT EXAMINING PROCEDURE
Declarations, conflicting---Deposit rules

Sec. No.

Delayed filing.......cccccevieiieniiiieieeeeeeee e 506
Facsimile .......coocovvevrerieennennen. 502.01, 502.02, 605.04(a)
Foreign priority applications listed...........cc.cccc.e. 201.14
................................................. 201.14(c), 202.04
International application................... 1893.01, 1893.01(a)
.................................... 1893.01(a)(1), 1893.01(e)

Inventor refuses to sign or cannot be found................ 603
MINOT, DY ..eviiieiieiieieeieeie et 409
NOn-English .......cocvviiiriiiiiiieeee e 602.06
Plant patent application .........c..ceccecvevenenineneneenns 1604
Reissue application..........ccccceevvervveeeenen. 706.03(x), 1414
...................................................... 1414.01, 1444

Former Rule 1.60 application...............ccueenee..e. 201.06(a)
SUDSHEULE ...ttt 602.02
Declarations, conflicting ............cceeevevevervenvenienieennnns 201.03
Declassified matter...........ecceeveeeeierceenienierieeeenene 707.05(f)
Dedication to the public .........cccoecvevierieriieieee, 715, 1490
Defective 0ath ........coeveriririeiiniinienceeeeeceee, 602.03
Defects, correction of in request..........cccveveveceeeeereeennen. 2231
Defense, applications affecting................ 115,120, 130, 140
Defensive publication citation............c......... 711.06(a), 1304
................................................................ 1304.01

Defensive publication program ..................... 202.02, 711.06
Deferral of examination............ceccecveeveviereninenenenenene 709
Definition of Class .....c.ccoceverererceiencninineneeeeeee 902.02
Delayed filing of original oath...........ccccccevininenennee. 602.05
Delegation of Commissioner’s authority .................. 1001.01
...................................................... 1002, 1002.02
Demonstration at interview .........c.ceceeeveverenerenenne. 713.08
Denial of request for reexamination................ 2247,2247.01
Department of Energy (DOE) ........ 115, 150, 151, 706.03(b)

Department of Commerce, Organization Orders

30-3A CHE ..ot 510
30-3B Cited...c.ooviriiieniieiecee e 510
Dependent claim..........ccoccveviereeriiecieeieniesieieenene 608.01(n)
REISSUC ...t 1455
Rejected when base claim is canceled............... 608.01(n)
.............................................................. 707.07()

Dependent claim, objected to when improper........ 608.01(n)
.................................................................. 706.01

DepOosit ACCOUNLS ......eeeeeeeeieiieiiereere e eereseeeneeeeeeneeas 509.01
Authorizations ..........ccccceeeevveeeennne... 509.01, 601, 1302.04
Extensions of time...........ccceeverveennee. 201.06(b), 706.07(f)
International applications..............ccoevee... 1830, 1875.01
Issue fee....ooovvveevnieeeeiieeceeeee 1303, 1306, 1308.01
Maintenance fee .........ccccooeveeeeeirnereenn. 2510, 2515, 2522
Petition fee .....occvveveeieeieieeeee e 711.03(c)
Refunds .....ooevveriiceiiiinncccc 509, 607.02
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Sec. No.
Deposit of microorganisms (See also Biotechnology)...........
.......................... 1605, 1823.01, 2402 to 2411.05
Deposit of correspondence ............ecceeveeveeeceeeceesieniennnnns 502
Depositions
Evidence .......ccecvveveeeeniennnn 1901.02, 2001.06(b), 2013
Of €XAMINET ....oovveeiiniiiiniieieeececenese e 1701.01
Deposit rules (See also Biotechnology)........... Chapter 2400
Acceptable depoSitory ........cccevevereierierieriieireieene 2405
Background information.............cccceeeveeeieecienieniennnnns 2401
Biological material, definition ..........ccccocevvevereneenee. 2403
Biological material, made or isolated without undue
EXPEriMEeNtation ........cceevvereeerereereeeeeeeeenenenns 2404.02
Budapest Treaty (See also Treaties) .........cccceeueruennee 2402
Budapest Treaty depositories........ceeveeeveevervenvenennns 2405
Depositories, Current list of Budapest Treaty........... 2405
Effective date.......ccveveeevveiieeiiiiieeeeeeeeeee, 2401, 2402
Examination procedures ..........cceeveveeereeeciernennennnnns 2411
After grant.........occeevveeiveciieieeieeeeeee e 2411.04
Application in condition for allowance except for
AEPOSIL .o 2411.03
Certificate of COITeCtion ..........coceeerereeeeuennens 2411.04
Content of application regarding deposited material.....
................................................................ 2411.05
Need for 37 CFR 1.312 amendment................. 2411.03
REISSUC ....coviiniiiiiiiiiniccicecscceecee e 2411.04
Rejections based on deposit iSSUE ..........cc.euue. 2411.01
Responses from applicant.............ccoeceeveeneeennen. 2411.02
Furnishing of samples.........c.ccoecvevienienienieieieeene 2410
Access 10 depoSitS ....evveeeeeeeierieiieeee e 2410.01
Certification of accessibility of deposit............ 2410.02
Conditions of deposit ........ccccceerverirecireienenennen. 2410.01
Exception to removal of restrictions ................ 2410.01
Restrictions removed upon grant...................... 2410.01
Known and readily available biological material..............
................................................................ 2404.01
Budapest Treaty deposit.........ccceeeveeeeeeeneeennen. 2404.01
Continuity 0f aCCeSS ....oevvvevreiereieriieieeieeeeennn 2404.01
Deposits certified as available..........ccccceeuenee 2404.01
Health, safety restrictions...........cocceceeeeveennennens 2404.01
Indicia of “known and readily available™......... 2404.01
Material capable of self-replication...................... 2403.01
Direct self-replication............cceceeveveceeneennennen. 2403.01
Indirect self-replication ............cceccveevvevenenennen. 2403.01
Need for a deposit........ccvecveeeeeeeerienieerieeeenne 2402, 2404
Plant material..........cccevevieniriniieninenincnceiene 2403.02
Plant Patent Act, Relation to.............ccceevuveeennennns 2403.02
Reference to deposit in application............ 2404, 2404.03
Implication, presumption ....................... 2404, 2404.03
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Requirements of 35 U.S.C. 112............. 2164.06, 2404
................................................................ 2404.03
Replacement or supplement of deposit..................... 2407
After a patent has issued...........ccoeevvevenieneennne. 2407.02
Exemption from replacement........c..c.ccocceueeuee 2407.05
Failure to replace ........cccoeeeeeeevievienieeeieeene 2407.03
In a pending application/reexamination proceeding .....
................................................................ 2407.01
Reason for replacement ..............ccceeverreeennen. 2407.04
Replacement not recognized.........ccccoevuennenee 2407.06
Treatment of replacement, presumption of identity ......
................................................................ 2407.04
SEEAS ...ttt 2403.02
Term of deposit.....cc.eeveeeeeieiieierieeeeee e 2408
Budapest Treaty term.........cccceeeeerverveneeneesieeeenns 2408
Enforceable life of patent...........ccceoevvvvenienrenns 2408
Time for making original deposit..........c.cccerveruenee. 2406
Assurance regarding deposit before payment of issue
EC..e et 2406, 2411.03
CorrobOoration .........ccccverereeeeeeienienenenenene 2406.02
Description in application specification........... 2406.01
During application pendency..........cccecererueeueneee 2406
Loss of U.S. filing date in other countries ....... 2406.03
NeW Matter.......cocverienienieiiiieneeeeeeeeeeeeen 2406.01
Patent Cooperation Treaty applications. 1823.01, 2406
Post-issuance deposits .........cceeeververeereeneenieeeenns 2406
Viability of deposit.......ceccveveerverierierierierieeeeane 2409
Viability statement............cceeceevvereeererienreneeeenns 2409
35 U.S.C. 112 requirements ................. 2402, 2403, 2404
Deputy Commissioner of Patents and Trademarks................
........................................ 1001, 1002.02(0), 1203
Derogatory remark regarding prior art ................... 608.01(r)
Description
Basis for claim............. 608.01(0), 706.03(c), 2161, 2163
Computer programming ...........ceceeeeeceevverenerennns 2106.01
Detailed ......ooovveeieieeieeieeeeee e 608.01(g)
International application..........coceeeeeenienenencenenens 1823
Design application...........ccecveveeereeeeeeennne 201, Chapter 1500
ATIOWANCE......cueeeieniiieniinineeieeteteene e 1505
Analogous art .........cceeeververeeerieniieinnns 1504.02, 1504.03
Appearance 0f 0bject.......coceverereeieninenineneeeene 1502
Application, elements of...........ccccecvevinininienenienens 1503
Benelux Designs Convention (See also Treaties).............
................................................... 201.13, 1504.20
Broken lines ..........ccooeviviveiiieeecneneens 1503.01, 1503.02
.............................. 1504.01(a), 1504.04, 1504.06
Characteristic feature..........co.coceeeeveerienenenenenn 1503.01
Claim ... 1503, 1503.03
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COlOT .t 1503.02
Computer generated iCONS ........cccveveverveenennne. 1504.01(a)
Compared to other intellectual property ................... 1512
Convention, International ....................... 201.13, 1504.10
Copending applications ..............ceeu... 1504.06, 1504.20
Copyright, Relationship t0.........cccoeevereveriervereeennne, 1512
Definition....cc.eevereeeiieieieiecesee et 1502
Delay, ISSue fee.....ceevvireierieiieeieieeeee e 1505
DeSCription .......c.eecveeveeiesiesieniee e 1503, 1503.01
Disclaimer..........ccccoeeveveeenen. 1503.01, 1503.02, 1504.04
Disclosure ........c.ocevevrveneennnn. 1503.01, 1503.02, 1504.04
Double patenting...........cceecvevvereeneiecereienieneenenn 1504.06
DIawing ......coceeeeeveeeeenereerenenn. 1503, 1503.01, 1503.02
............................. 1503.03, 1504.01(a), 1504.04
Enablement ..........cc.cooovviiiiiiiiiinieeen, 1503.02, 1504.04
Examination..............cceeveeeenen.. 1504, 1504.01, 1504.02
................................................. 1504.03, 1504.04
Expedited Examination............ccceevveveeeieevennennen. 1504.30
Feature emphasized ..........cccccevvevieviecieeieeieen, 1503.01
Fee, filing.....ccoevieiieiieececet e 607
Fee, ISSUC ..uvviiiiiiieeeeee e 1306, 1505
Foreign priority.........ccccveneenee. 201.13, 1504.02, 1504.10
Hague Agreement (See also Treaties).....201.13, 1504.20
Indefiniteness............cceeone. 1503.01, 1503.02, 1504.04
INVENtION......uvveiiiiiieeeeieee e 1501, 1504.01
Library collections relating to..........c.ccceevennens 901.06(a)
Modification, description............ccceeeeeevenereneeennen. 1503.01
Multiple embodiments ..........ccccceereverereieevennennen. 1504.05
Multiple parts of article ........ccccevvereerieennnnne. 1504.01(b)
New matter........ccoveeeeereereeeriennes 1503, 1503.02, 1504.04
NOVEILY oottt 1504.02
Object, Design for........coecverierieiieieee e, 1502
Offensive subject matter ..........ccoceevvervenennee. 1504.01(e)
Ornamentality, lack of ..........cccccoevvriiiiienenne. 1504.01(c)
Patent Cooperation Treaty ........ccoccveeveeeveeieeeennennnnns 1501
Patentability ............... 1504.01, 1504.01(a) to 1504.01(e)
.................................. 1504.02, 1504.03, 1504.04
Petition, Special Status ..........ccccvevennene 708.02, 1504.30
Photograph.........cccccveveveciveciieiieeceen, 1503.02, 1504.04
Preamble.......ccoeveeieiinininiciccee 1503.01
Priority under 35 U.S.C. 119 ..cccooiieiiieieeee 201.13
................................................. 1504.02, 1504.10
Priority under 35 U.S.C. 120........ccc..... 201.11, 1504.20
References supplied..........ccoeevreivrvennnnnne 707.05(a), 1513
Registration abroad...........c.cccccvevenncnne. 1504.02, 1504.10
Request for Expedited Examination .................... 1504.30
Requirement for restriction.........c.ccccevevevcevennene 1504.05
RESLIICHON. ... 1504.05
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Rules applicable .........cccoecvieeeeieiieiiecieeeeeree 1501
Scope of claim....................... 1503.01, 1503.02, 1503.03
.................................. 1504.04, 1504.05, 1504.06
Search......cccceceveeieenenecneee 1504, 1504.02, 1504.03
SIMUIAtION ... e 1504.01(d)
Specification.........ccevvveeeiereerieiee e 1503.01
Statutory bar, foreign application..............cc.c...... 201.13
................................................................ 1504.02
Statutory subject matter...........cocceeeueennnne. 1502, 1504.01
Surface indicia....................... 1503.02, 1504.01, 1504.03
Surface ornamentation................ 1502, 1502.01, 1503.02
................................... 1504, 1504.01, 1504.01(a)
............................................. 1504.01(c), 1504.03
Term of ..o 1502.01, 1505
THEE ¢ttt 1503.01
Trademark, Relationship tO........cccccvevvevvierieriennnnne, 1512
TYPE fONLS..c.eieiieiieieeieeeeeeee e 1504.01(a)
UNODVIOUSNIESS ...t 1504.03
Visual characteriStics. .......cevververeverieerienieerieeieenenns 1502
Design patent series (See also Patent).........cc.ccceueee. 901.04
Designated office.......ccceevierieriieiiiie e 601.04
.................................................. 1801, 1893.01(a)
Designation fee - PCT .......ccceeievienieieieeeeeeeee 1817.01
Designation of States ..........ccceeverierieneenieeieeieenenne 1817.01

Detailed description (See Specification)
Determination of public use or on sale....706.02(c), 2133.03
Digest (See Cross-reference: Art collection)

Diligence
Charts for priority.......cccoccevvereereereeesee e 2138.01
Filing application...........ccceeevevevereeneeneeireeeennnns 2138.06
Filing TEISSUE «...vveveerieiieiieieeieeeesee e e e 1403
Interference practice..........occevvververeereeseerivennenne 2138.01
Of actions during regulatory review.................... 2757.01
Of Status INQUITY ...eeveeneeeieeeeeieeeeeeeeeee e 203.08
Reasonable ..........cceovevinininincciiiccccee 2138.06
Shown in 37 CFR 1.131 affidavit......... 715.07, 715.07(a)
To overcome a rejeCtion.........ceevveerveerreereeevennenns 2136.05
Director of Technology Center.....201.03, 201.14(c), 402.06
....................... 708.02, 714.01(a), 714.13, 714.25
..................... 715.08, 720.01, 804.04, 1002.02(c)
.............. 1206, 1207, 1208.01, 1214.04, 1901.06
................ 2248, 2249, 2265, 2274, 2283 to 2286
.................... 2301.01(b), 2303, 2303.01, 2305.04
........................ 2306, 2307.02, 2307.03, 2309.02
Functions .........cccecveveenienieneeeee 1002.02(c), 1003
TC 1600 ..o 1002.02(c)(2)
TC 2900 ..o 1002.02(c)(3)
TC 3640 .o 710, 1002.02(c)(1)
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Director of USPTO (See also Commissioner, action
requiring attention of; Commissioner’s)............. Title page
Disbarred attorney (See Attorney or agent: Suspended or
excluded)
Disciplinary proceedings ..........coceeveeveneennnenn 402, 501, 512
Disclaimer (See also Terminal disclaimer)
Co-author of publication.............cceeeuervererennenne. 715.01(c)
Copy required in reeXxamination..............cceceerveeneenne. 2214
Defensive publication ...........ccoeeevevervenienverireienns 711.06
FOIrmS ...ooeoiiiiiiieiciccccc e, 1490
Interference........c..ccooevveveeeneneenn. 2305, 2305.04, 2307.02
Rejection.......ceeevervecieecieeieeie e, 706.02(k), 710.02(d)
StAtULOTY . c.eeeiiieiieeiteeee e 1490
Terminal .......cccoevveivenieiriinnne 706.02(k), 804.02, 1490
Disclosure (See also Specification) ...........ccevvevvrevennnnne 608
ADSEIIACE. .....eeeeieiieieeieee e 608.01(b)
ATAS. o 2004
Amendment..........cc..oooveeieiiiieeeiieeeee 608.04, 1302.02
Amendment, Preliminary..............ccoevevvenrnnn. 608.04(b)
Best Mode (See also Best Mode)............ 608.01(h), 2165
By whom and how made...........ccocceeveenieniereienne 2004
By whom made .........ccoeveriieniiieiieeieieceeee 2002.01
Chemical compound ............ccecveeieeiierieriennnnns 608.01(p)
Claimed......c..ooeeeeiiiinenieereeceee e 901.03
Common, parent and continuing applications........ 201.11
Completeness.......ceevveeveeeeereneeneeneeenne 608.01(p), 2164
Computer programming Cases ............ceevverveeeenns 2106.02
Correspondence with claims................. 2163.05, 2173.03
Detailed description..........ccecceevververiveneeeveennnns 608.01(g)
Document........cocueecuieiinieniienieneeeeeeeeeees 1706
DUty of oo Chapter 2000
Reexamination...........cceceeverienenenenenieeeienieneene 2280
Enablement (See also Enablement)..............ccccen.e.n. 2164
Foreign application...........ccoeeeveverienvenienieieene 201.15
IMPLICIE v 2144.01
Incomplete................. 608.01(p), 706.03(c), 2161 to 2165
Incomprehensible...........cccovierieniienieiee e 702.01
Incorporation by reference (See also Incorporation by
TEferenCe) . .uvvveeieciecieee e 608.01(p)
Insufficient............cceuvennenne. 608.01(p), 702.01, 706.03(c)
Later filed application...........cccccervervenveneeennen. 608.01(p)
Litigation information...........c.ccceevevvereverennne. 2001.06(c)
Materiality ...ccveeevereerieiieie e 2001.05
Operability ......cccveevveieeieeieieee e 716.07, 2164.08(b)
Original claim.........cccoeevecieecieereennne. 608.01(1), 2163.06
Preliminary amendment ............ccccceevvenieeeeenen. 608.04(b)
Related applications...........cccvevurennenn. 608.01(p), 1302.04
Requirements for .........cceeeevierienieieeeeeeeeine 2161
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Reservation clause........ccocveevveeierciencienienieene, 608.01(e)
Restricted to claimed subject matter.................... 1302.01
Secrecy order, Material subject t0........c.cceeveeeerennene 120
Sources of information ............cecceceeeeenencncnennen. 2001.06
Specification (See also Specification)................... 608.01
Sufficiency for continuity........c.ccocevvereeeververiennenne. 201.11
Sufficiency of ......c.occvevieiieieeee e 716
Support for claims .........ccoeeveveierierieiieiee e 2163.01
To whom owed......c..coceveeieiininininieicceee 2001.03
Trade name..........cceeveveeeiieieeieieeeeeee e 608.01(v)
Trademark .........cccoeveeviieiiieieeeeeeeee e, 608.01(v)
ULHIEY v 608.01(p), 706.03(a)
When made.........cocoeoievininininiiiiieneeeee 2003
Written (See also Written description)...... 2002.02, 2163
Disclosure document program.............ecceeeveeverveneeennenn 1706
Evidence under 37 CFR 1.131 ...cccocoiiniiiiiiinene 715.07
DiSCOUITESY...veevveeeiereieiieiieieeeeeiaeneeans 714.19, 714.25, 1003
Dismissal of appeal ........ccoocvevieviniiieiieceeee 1215.04
Disposals counted...........ccoeverenereeienieneneneneneeeenen 1705
Distinct, definition............cceceeveieeiieiciieciiecreeceeeeen 802.01
Distinct inventions.............cccve.... 802, 802.01, 803, 806.05
Apparatus and product made...........coccecvevuennnne. 806.05(g)
Process and apparatus for its practice................ 806.05(e)
Process and product made...........ccoeevevvererennennn. 806.05(f)
Distribution of mail .........cccceerevieiininininincceeeee 501
Distribution Of Papers........cccververieereerreeiiesiesieseeieeeeans 508
Division (See also Restriction; Election; Election
of species; Divisional application) .................. Chapter 800
Divisional application .............cceeeevveennenne. 201.06, 601.01(a)
Applicant, One COmMmMON.........ccccoevvererereereenuennens 201.06
Assignment carried from parent application.......... 201.12
....................................................................... 306
Continued prosecution application (CPA)......... 201.06(d)
COPENAENCY ...cuvvevieieeiieie ettt 201.11
Delayed filing of oath..........ccccvveivvciiiiiiieens 602.05(a)
Design application...........cceeceeeveeeeervenvereereeeenns 201.06
Drawing, Transfer of ...........cccoovvvvrciniieicinnienns 608.02(i)
Effective date ......cccooeverieieniiiininencceccce 201.11
Filed by @SSIZNEE .....c.eevveevieieeiieieeieeieeieee e 324
File wrapper continuation (FWC) ..........cccc..ce. 201.06(b)
File wrapper notation ..........c.ccecceeeeeunens 202.02, 1302.04
Inspection of parent application .........c..c.cceceeeevennnne. 103
Inventor, at least one in common..................c........ 201.11
NEW MALET ..o 201.06
Oath....cccoevvenininiiiinnn, 201.06(a), 201.06(c), 602.05(a)
Ownership carried from parent application........... 201.12
Parent application data notation in specification... 202.02
Patented, Opens parent application to inspection....... 103
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Reference to parent application .............. 201.11, 1302.04
REISSUC....cuieniiiiiiriiniccicctcccse et 1451
Rule 1.53(D) e 201.06(c)
Rule 1.53(d) .eveeereeieieirieeceeeeeeeeie e 201.06(d)
Rule 1.60, Former.........ccccceeverevennenn. 201.06(a), 1302.04
Rule 1.62, FOrmer.........ccocccevevevienierieieeenene 201.06(b)
SIgNAture.....c.oeevveveeiesiecieeeeeeees 201.06(a), 201.06(d)
Sole from joint inventorship .......cc..cocceveverereenne 201.06
Time for filing.........cccvevvieeiiriiieceeee e 201.11
DNA (See also Biotechnology; Nucleotide sequences).........
....................................................... Chapter 2400
Enablement ..........coccecvevinenininiienienencnenccene 2164.08
Searching .......ccceeeveeierieiieeiee e 901.06(a)
Sequence listing.........ccceeververeereeennnne. 24222424, 2431
Special status for recombinant...............ccoecvervennen. 708.02
DOCKEE TEPOTT ...ttt 1704
Doctrine of collateral estoppel (See Estoppel)
Doctrine of dedication to the public .........cccceeveveireiennnne 715
Doctrine of equivalents............... 2138.05, 2173.05(b), 2186
Doctrine of segregable parts........ccocceveerverevenerennnnns 1504.05
Doctrine of unclean hands ..............cccccceeeevieeennn. 2010, 2012
Document DiSCIOSUTE.......ccceeeereierieninieninieeieieieneene 1706
Electronic (See also Electronic publications) ... 707.05(e)
Legal proceedings........ccceevevienveneiecieeieeieniennenn 1701.01
Domestic representative.......c.ocveeeereeerveereeeveneesnennens 302.04
Double correspondence ...........ccoceveevereennnnne 403, 714.01(a)
Double inclusion in claim........cccccevevervenereneennn. 2173.05(0)
Double patenting...........ccecceeveereereesceereereeenneenns Chapter 800
Avoiding rejection........... 706.02(k), 706.02(1)(3), 804.02
BaSIS ot 804
Between one or more applications and a published
APPLICALION ..ot 804
Claimed subject Matter ..........ccceevvereereeeneeeieeneenne 806.01
Commonly owned cases, treatment........................ 804.03
Copending applications ............ccceeeverenenne 706.02(k), 804
Definition....c.evverueeiieieieieeeseeee e 804
Design applications/patents .............cccceueeee. 804, 1504.06
Different inventive entities................... 706.02(k), 804.03
Distinct and independent inventions...................... 804.01
DOomination .......c.ceeveeueeierienienineneneeeeeeteeee e 804
International applications...........cocceevereeienienienenenne. 804
ODVIOUSNESS tYPEC .veevveereeiieeeeeeeieieeieeieeieeee e eae e 804
Plant applications..........cceccververeenienieieeieeveeieneeens 1601
Reexamination...........ccceeeeeveveeeeiineeeeenn, 804, 2217, 2258
REJECHION. ..o e 804
NONSLALULOTY .ot 804
ODVIOUS ..ttt e 804
Prohibition, 35 U.S.C. 121 ...ccccoveiriiieieee 804.01
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Sec. No.

Provisional....................... 706.02(k), 706.02(1)(3), 804
Specification, use Of.........cccceevieririeiiereeee e, 804
StatUtOTY....eeeeeeiiieeiiceeeec e 804, 804.03
Rejection nullification ..........cccocevverieniiecieniennne, 804.01
SamME ASSIZNECE ..vvvenveeeerenreeieeie e seereeeeeeieeneeas 706.02(k)
.......................................................... 804.03, 822

Same inventor...................... 806.04(h), 806.04(i), 806.05
.......................................................... 822, 822.01

Species and genus............cceerveenenne. 806.04(h), 806.04(i)
Subject matter not patentably distinct ................c...... 804
Submissions to TC director...........ceccecvevverenenncnne. 804.04
Terminal disclaimer effect..........c.cccoeveviennnnne. 706.02(k)
.............................................. 804.02, 1451, 1490

In a reissue application ...........ccevververeerireneeenenns 1451
Drafting notation ......... 507, 608.02(a), 707.07(a), 707.07(c)
Drafting stamp............cccoeevverenenne 507, 608.02(b), 608.02(0)
DIrawings .....c.cecvveeveeeeeieniienieenieesee e seesseenseeneens 507, 608.02
Additional.........coocoeeierieiieee e 608.02(h)
Amendment .........cceeeeerienieniee e 608.02(p)
Amendment, Direction for...........cccoccevevvrererenne 608.02(q)
Amendment, Disposition of orders for.............. 608.02(x)
Amendment support by original claim .............. 608.04(a)
Approval stamp ..........ccceeeveevennnnns 507, 608.02, 608.02(h)
Brief description...........ccecveviveiiieienciecie e 608.01(f)
Canceled figure ........cocceevveeeecienieieeeeee e, 608.02(t)
Canceled sheet.........ccovverierieciieieeiecieceene, 608.02(t)
Canceled sheet, patent............ccoecververeeneennenen. 608.02(1)
Canceled sheet, transfer.............cccoeevvevervennenne. 608.02(i)
COLOT et 608.02, 1503.02
Colored plant.........cccoecveeieeciinieriereeee e 1606
(0703110 F: 10 1) 1 SR 608.02(a)
Complete illustration...........ccoecvevvereeneeeeernenne. 608.02(d)
Completeness ......cecveeveeeeeeierierieieeeee e 608.02(¢e)
ComPULET LIStS ...oveeeeeiieieeieeieeeeeee e 608.05
CONSISIENCY ..eovvienvienieenieeieeeeeeeseeeieereeee e eenes 608.02(e)
Content Of......cccvevieiieieiee e 608.02(d)
Correction (See also Correction of drawing).....608.02(p)
................................................................ 1302.05
Corresponds with description............cccecveeeeenne.. 608.02(f)
Date entered on back.........cccceevevevveeiiicienciieins 608.02(0)
Delivered to wrong Technology Center ................ 508.01
Denied admiSSion ...........cccveveeerieerenreesiesieeeenns 608.02(h)
Design application...........cceeeveeeeereereeneereenieennens 1503.02
DISCIOSUIE......cveiiiiiiiriiiercectcceee e 608
Divisional application .............cccceeuenn. 608.02, 608.02(1)
Drafting criticism included in first Office action..............
............................................ 707.07(a), 707.07(c)
Drafting notation ...........cccceeevveeeeeveereereenne 507, 608.02(a)
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Drafting stamp ......... 507, 608.02(b), 608.02(0), 1302.09
Duplicate........cceevereeiieieeie e 608.02(h)
Examiner determines completeness.................. 608.02(e)
[lustrates claim..........ccceevereeriercienie e 608.02(e)
Inartistic arrangement ..............cceeeerveervereeennenne 608.02(t)
Informal ........ccoovevieiiei e, 507, 608.02(b)
Informality, determined by drafting.................. 608.02(a)
International application ...........ccceveverereeienienennne 1825
Kept in application...........ccevverieneeneenereieennnns 608.02(c)
Kept in Technology Center..........c...ccecvennen.e. 1302.05(a)
Mail section Stamp ........ccceceeeververeereenieeneeennns 608.02(0)
Modification illustrated ..........c.cceceeveeceeneenieneenne. 608.02(f)
Necessary for filing date...........cccoeeveeerrnnnnen. 506, 608.02
New drawings required..........ccoevevvereerrernenen. 608.02(a)
New, handling...........cccoevevecieeienienienieeeenee. 608.02(a)
NEW MAtter.......eeveeereeeeeieeeeeie e 608.04, 706.03(0)
New, when required...........ccoecvevierveneeneenenen. 608.02(a)
Not received.....ocoereverierienieiereeieenens 608.02(h), 1825
NOt TEQUITEd....eeeeieieeeieeiieiieieee e 608.02
Not returned.........ccecvevverieciieiieieeeeesee e 608.02(y)
Objection ......cevveeerereeeeeeriiienene 201.06(a), 608, 608.01
............................... 608.01(1), 608.02, 608.02(b)
............................... 706.03(0), 1503.02, 1504.04

Official Gazette figure .........ccocceevveveecierienieens 1302.09
Omitted drawings..........cceccveevervverieneeneeneeeeenns 601.01(g)
Patented file......cocooeeieiiiieninincccce 905.03
Photographs .........ccceevvevieeveecienie e 608.02, 1503.02
Placement in file Wrapper .........cccocvevvveeveenennnnns 719.01(b)
Plant application ...........cceecveveverevecireienieneeenne. 1603, 1606
Print (See also Print of drawing).........cccccceeuenee 506, 508
........................................... 608.02(m), 608.02(n)

Prior art.......cooceeevecieeieeiecieeeeee e 608.02(g), 2125
Provisional application ............ccceeevevververveserennenne 608.02
Reference characters.........ccoceevvevevecieecieniennnnns 608.02(e)
Reference characters, change...........c.cceeueeeee. 608.02(w)
Reissue application ............cecveveveceeevervenenenne. 1411, 1413
No longer transferred from original patent ........... 1413
Removal from Technology Center.................... 608.02(c)
Review by Office of Initial Patent Examination (OIPE)...
....................................................................... 507
Required by eXaminer...........ccoeevevverveneenrenieennenne 608.02
Requirements ...........ccceecvveieeieniesieseeseeree e 608.02
REtUIN ..o 608.02(y)
SeCtion lINeS......eecveeieeierierieseeie e 608.02(f)
Security Markings ..........ccceeveeveervereenierieeieeeeeeeneeens 121
Sketch for correction....................... 608.02(v), 608.02(w)
SUDSLITULE ..o 502, 608.02(h)
Sufficiency, determined by examiner................ 608.02(¢)
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SYMDOLS....cvieiieiieiieie et 608.02
Transfer in Former Rule 1.60 applications........ 201.06(a)
...................................................... 506, 608.02(i)

Yellow tag, PTO-1364 .......ccoovivieiniiienee 608.02(z)
Drawing correction..........ccecvevvverveecveevesnennnn. 507, 608.02(p)
Approval by examiner ......608.02(x), 608.02(q), 1302.05
Deferrable.........ccovoverienieiieieeeeee e 608.02(b)
NEW MAET ..c..ooiieiieiieiieieeieeeeeee e 608.04
Order for.....cvvvieiieceeeeee e 608.02(x)
Required......cccoocveeveiieireeen, 507, 707.07(a), 707.07(c)
Separate 1etter.......ccverveeerireierieriesiereee e 608.02(r)
SKELCH...oeiieiieieeeee e 608.02(v)
Drawing Review Branch ...........cccooeovvienienieniiicce 507
Dual correspondence...........coceevevereeeeennennnn. 403, 714.01(d)
Duplicate amendments (See also Amendment) ......719.01(a)
Duplicate claims..........ccoeeveeiereerienieieeeeie e 706.03(k)
Duplicate foreign patents...........cceeveeeveereeereervenieennnnns 903.03
Duplicate papers for plant applications............... 1603, 1605
........................................................... 1606, 1609

Duty of candor and good faith.............. 2001, 2001.03, 2762
Compared to duty to disclose material information..........
................................................................ 2001.04
Information disclosure...........coceeeveeieneninencnieeenne. 609
ReeXamination...........coeeereeienienenenenenceeeeeienens 2280
Duty of disclosure ...........ccecveevvecieiieneereeeene, Chapter 2100
After patent grant ............cceeeeeveeerienienieeeieens 2003.01
Aids to compliance..........cceecveeverierienieneeeeir e 2004
Candor and good faith..........cceovevieiieciiee 2001
ChecKliSt. ...c.eeiveririerieieieeeceeeee e 2004
Compared to requirement for information......... 704.12(a)
..................................................................... 2005

Litigation information .............ccoeevevvervenieennene 2001.06(c)
QUESTIONNAITE .....veeevveeeiiieiieeeiee e eeere e eeee e 2004
Reexamination........c..coevereeeeienienenenenceeeeeenens 2280
REISSUE ..ot 1414
Sources of information ............coceeceeevevencncnennee. 2001.06
To whom owed.........cocevieieiininininicicceee 2001.03
Violation of, rejection of claims in reissue application ....
..................................................................... 1448

When made.........cocoeoievininininiiicineeee 2003
WHhO has.....coeveiieiiiinicnccccc e 2001.01

E
Easily erasable paper .......... 608.01, 714.05, 714.07, 714.19

Sec. No.
Effective date
Declassified matter ...........ccoeeereeerevervenienreenens 707.05(f)
Reference patent ................. 706.02, 706.02(a), 707.05(e)
.................................... 707.05(f), 715, 901.05(b)
Effective filing date
Continuing application...................... 201.11, 706.02, 708
Continuation-iN-Part............cceeevererererereereeneeneeans 2133.01
Foreign priority effect.......ccccceveevciercenierierene 706.02
International convention (See also Foreign application;
Treaties)....ccovrverervereeererrenenes 201.13, 201.14, 201.15
Provisional application ............cccecceevververrenerenenne 706.02
Publication..........cecveeeeeieiieriereee e 715.01(c)
Election (See also Restriction;

Election of SPECies).......ccvrveriereereenieeiennenne Chapter 800
Action on nonelected claims.........cccceoverenenenenenenn. 819
After multiplicity rejection ...........ccocceevveenenne. 2173.05(n)
ASer TeSIIICHION. c..eveeeeiieieieierecserceeeece e 818
Treatment of nonelected claims..........cccceeveeienienicncnnenne.

.................................... 706.03(m), 821 to 821.03
Applicant must MaKe ..........ccceevverereceennennennnnns 818.03(e)
Between applications, Conflicting claims................... 804
.......................................................... 822, 822.01
ConStructive ... ...eeveeeeeeeeieeeeeeeeeee 818.02(a), 818.02(c)
Fixed by action on merits..................... 818.01, 818.02(a)
Implied.....ccooeverieireeiceeeen 818.02(a), 818.02(c)
INteTference. .....coceevevierierinenccicecice e 820.02
Old combination ........c..coeeeveeievienenenenereeieneens 820.01
Optional cancellation............cocceeveereererneennenns 818.02(c)
Original presentation ............cecceeeveveuervereeennennn. 818.02(a)
Shift ..o 201.06(d), 819.01, 820
With traverse.......ccoveveeeveeeeeiiee e 818, 818.03
............................... 818.03(b), 818.03(c), 821.01
WithOUL traVEISE ..c..covveuveieiiniiniicieienieiesiceieeeenen 821.02
Election of species
ACtION fter .....vievieieeiecie e 809.02(c)
Allowable generic claim lacking....................... 809.02(a)
BaSis .oveiieieee 808.01(a), 809.02
Canceling species claims ........ 818.02(c), 821.01, 821.02
Design application ............cceecvevverierirecieeieenenen. 1504.05
Implied.....ccoovvereeirieireece 818.02(a), 818.02(c)
Reissue application ...........ccecevereereenieenieeieeienieneeans 1450
Requirement..........ccoocevvereeneenennee. 809.02(a), 809.02(b)
Requirement, prior to search............cccceeevennens 808.01(a)
Species claims lacking.................... 809.02(d), 818.02(b)
Withdrawal of nonelected species .................... 809.02(c)
Electronic databases ..........c.cccoevevvererenenne 706.02(e), 719.05
.................................. 901.06(a), 902.03(e), 1730
Automated Patent System (APS) .......cccoevennens 902.03(e)
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Electronic business center (EBC)---Examination of application

Sec. No.
Cassis CD-ROM........cccoveiriniieiineieeseeneine 902.03(d)
Chemical abstracts SErvices.........coceeeeeevenuenennenn 905.06
Derwent’s World Patents Index (WPI).................. 905.06
DialOg....ei et 905.06
EAST ..ot 719.05, 902.03(e)
Full-text patent database..........cccccevvvereenienieeirennns 1730
INPADOC ..ottt 905.06
OTDIE .t 905.06
Patent Applications Database...........ccoceverereenennene 1730
Patent Grants Database.............cccccooevvverenn... 1703, 1730
PAIR .ottt 1730
TESS oo 1703, 1730
WEST ..ot 719.05, 902.03(e)
Electronic business center (EBC)........cccoeevvvveevenieennen. 1730
Electronic document.............ccccvevvveviieeeereniennenen. 707.05(e)
Electronic filing system (EFS) ......cccoovevveiiieiieiee. 1730
Computer Readable Format (CRF) Sequence Listing ......
...................................................... 1730, 2422.03
Electronic mail ............ 502.03, 713, 713.01, 713.04, 713.05
Electronic publications
Availability as prior art........c.ccoceeeverenencreeieenennens 2128
Citation of.......ccevvevierieieeee e, 608.01, 707.05(e)
Hyperlinks to.......ccoeevveeverierienieiiees 608.01, 608.01(p)
Search for......ocovierieeieeeece e 904.02(c)
Employee number............c..co....... 711.04(b), 905.03, 905.05
Employees of Patent and Trademark Office,
property interest in patent..........ccoccveeeereeeceeerieneeneenns 309
Enablement..........cccccoevieiieiinienieeeeee 706.03(c), 2164
Burden on the eXaminer ...........cocceceveeeeneeneennenn 2164.04
Commensurate in scope with claims.................... 2164.08
Critical feature not claimed..............c.......... 2164.08(c)
Inoperative subject matter...............ccoecuennee. 2164.08(b)
Single means claim..........cccceeveeveiereeneenenne. 2164.08(a)
Compared to Utility.....c.ccceeriereieriieierie e, 2164.07
Evidence of.......ccccoeveninininiicineee 2164.05
Examples of enablement iSSUES .......c..cccrervenenee 2164.06
Form paragraphs used to reject .........ccceeeuennenne. 706.03(c)
Reduction to practice..........ocerververveneereeereeannnns 2164.02
Relationship of predictability ..........c.ccerverernnnen. 2164.03
Specification must be enabling
As of the filing date ..........ceecvevieniereen. 2164.05(a)
To persons of ordinary skill......................... 2164.05(b)
Test of enablement ..........cccccevereroeeiiininincnenne. 2164.01
35 U.S.C. 112, sixth paragraph limitations..... 2181, 2185
Energy, Department of ...........ccccccveevveiennennen. 115, 706.03(b)
Energy, related applications, special status ................ 708.02
English language faulty, new specification............. 608.01(q)
English language required..................... 302.02, 140, 608.01
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Enrollment and Discipline, Office of (See Office of
Enrollment and Discipline)
Entity, small, claiming status as (See Small entity status)

Entry of amendment (See also Amendment)............... 714.18
Entry of “Contents” of file wrapper........c...ccoecverveneen. 719.01
Entry on face of file wrapper ..... 719.02, 719.02(b), 1302.09
Environmental Quality Program ............. 708.02, 1002.02(c)
Equity (civil action)
Under 35 U.S.C. 145 .o 1216, 1216.02
Under 35 U.S.C. 146 .c.oovvieiiiiniininceieennes 1216, 2358
Equivalents in art..........ccccceeeveeeeenennnnne. 904.01(b), 2144.06
Erasable (specially coated) paper ...........ccoecvevveneeennen. 608.01
Erasure in specification, before allowance................ 1302.01
Erasure in specification, before execution.................. 608.01
Errors (See also Correction of patent)
Correction of patents...........ccceeververreenneenne. Chapter 1400
Deceptive intent.........ccecveeeeeeenieneenieenennn. 140, 2022.05
REISSUC....ccveimiiiiiiiiniesceecceceesce 1401 to 1470
Title dOCUMENLS ......ccuevvereeriiiieicieneeeeceeeee 323
Withdrawal from iSSU€........ccceevververinereneeienicnicnens 1308
Essential material..........ccccoeeeeienienienienieeie e 608.01(p)
Establishing subclasses..........ccceeeververveneenivennnne. 903.02(c)
Estoppel
Abandonment..........cccveeeerienienieniiee e 711.03(c)
Collateral ........cceeeveninenirineeiereneseeeeeeeee e 2012.01
Defensive publications..........ccccevevereeneervenieeeenns 711.06
Different inventive entities and commonly owned
APPLICALIONS ...t 804.03
Duty of disclosure..........cccceevverieniieieeeieeieeieen. 2012.01
Interference.........cccceeeune.... 715,2138.01, 2358, 2363.03
Reasons for allowance .........c..ccceeevenincncenennns 1302.14
Reexamination ...........ccceeevevierienenieneneeeeieienene s 2259
Reissue proceedings........cccvevvereeeeeeceenieniienieennens 2012.01
Terminal disclaimer .........cccoceeieoieneninininicenenns 804.02
European Patent Convention (See Treaties)
European Patent Office (EPO)...... 120, 609, 901.05, 905.06,
....................... 1819, 1823.02, 1830, 1840, 1840.01, 1847,
....................... 1850, 1865, 1865.01, 1893.03(g), 2422.04
AQATESS ... 1865
As a PCT Chapter I international searching authority
........................................................................ 1840.01
As a PCT Chapter Il international preliminary
examination authority ..........cceccvecevevervenenennen. 1865.01
Evidence, of public use or on sale .....2133.03 to 2133.03(b)
Evidence submitted with protest..........c.cccceecverrennne 1901.02
Examination guidelines for applying reference
under 35 U.S.C. 102(€) ..cvevververenerierenienenn 706.02(f)(1)
Examination of application............c.cccecverueennenne. Chapter 700
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Examiner--Exhibit
Sec. No. Sec. No.
Confidentiality during ............ccoeeevvereenerceeriereeiene 101 Claims, nonelected invention, canceled....821.01, 821.02
Deferral of ......ocoevieeiieeeee e 709 Copending application data brought up to date ................
Order Of ....ooveveeiiieiceeee 707.02,708t0 708.03 e 201.11, 1302.01
Piecemeal ........cccoecvveiveiiiiieie e 707.07(a), 707.07(g) Defensive publication ...........ccoeeevevereveriervenireienns 711.06
PUIPOSE ...ttt 701 Deposit account charge..........cocevvevevecieevenenennen. 1302.04
REISSUEC ..ottt 1440 Drawing correction............ 608.02(w), 1302.04, 1302.05
Request for SIR .....oocvveiieiieeeecece e 1103 Extension of time required for...........cccvevuvenenn. 706.07(f)
Secrecy order application............cccoeceveveeennnen. 130, 1304 Formal matters..........ccocovevverveneeirnnnen. 1302.01, 1302.04
Statutory authority.........ccceeverierieeieiiereere e 701 Informalities corrected.........ccovvvevierieriiniinienne 1302.04
SUSPENSION OF .......ccveviieiiieiieiieie e 709 Patented copending application data................ 1302.04(f)
Examiner Plant patent application practice..........c.ccceeveruvenncnns 1610
ACHION ...ttt 707 “Printer Waiting” ........ccceevveverevrreernnnnnn 1302.04, 1309.02
Action coUNted ........c.eevieiirieeiecieeieeee e 1705 Reference citation corrected ..........occveevvnerennenns 707.05(g)
AffIdavit.....cccoevieieieeeeee e 2144.03 Title of application...........cccevevrenenn. 606.01, 1302.04(a)
Assignment of application for examination....... 903.08(b) Examiner’s answer
ASSISTANE ..o 707.01, 707.02 Appeal brief.........ccoeieeieiieieeee e 1208
Classification (See also Classification examiner)....... 903 New ground of rejection prohibited..................... 1208.01
DiSPOSALS ..ot 1705 Print of drawing...........cceevvevievienieeeeeeeeeens 1204
Employee number.................... 711.04(b), 905.03, 905.05 Reexamination ..........cceeceeeeerierienieneeee e 2275
Expressing opinion of validity..........ccccevveviienirenns 1701 Reply brief......oocveieeieeieiieeee e, 1208.03
NAME ..., 502, 707.09, 1302.13 Special StatUS .....ccveeeveeierie e 708.01
New action indicated by primary..........cccccoevennee. 707.01 Examiner’s letter (See also Action; Letter, Examiner’s)..707
Previous action by another examiner Examiner’s search facilities, use regulations ................... 510
Allowed claims .......c.cccvevverierienieiee e 706.04 Examiner’s statement (See Examiner’s answer)
INEEIVIEW ...evieeieeeeeeee e 713.01 Example, Comments O ...........cceevereveeeeceeeneneeenen. 707.07(1)
SEArCH ..ot 704.10 Example, Operative .........cceeveeverveennnnne. 608.01(p), 2164.02
Primary Excess number of claims for fee, after notice of allowance...
Actions requiring personal attention..... 707.01, 714.16 s 714.16(c)
........................................................ 715.08, 1004 Excess number of claims for filing fee ....................... 714.10
Name on file Wrapper.........coccoeeveeveriereenneenne. 1302.13 Excluded attorney or agent............. 105, 407, 713.05,714.19
Pursuit of bounties prohibited............ccceeveveveirennnne 1701 Execution of oath..........ccoccvevveiiiiiiiiee 604, 605.04(a)
Reasons for allowance...........cccceeeeerveneeerereneeennens 1302.14 Executive Order
RESIZNS ... 708.03, 1702 NO. 5404 ..o 1608
Resigns, old cases special.........cccveveveceeeienvennenne. 708.03 NO. 9424 ..o 302, 302.06, 302.08
Suggestion of allowable claims ......................... 707.07() NO. 10,358 .t 710.05
Supervisory (See Supervisory patent examiner) NO. 12,356 i 120, 121
Telephoning attorney..........ccceeveeveevenvennenns 408, 1302.14 Executor or administrator ............ccceceeeveeeeenne 409.01, 605.05
Testimony as patent eXpert.........ceceeevereverevernenns 1701.01 Allowance and iSSUE .........cecevereereerverrenireennns 409.01(f)
Time and Activity Report........ccccoevvecivecieiierienne, 1705 Application by, after discharge............c..co....... 409.01(c)
Treatment of Protest..........ocevvveriereeneesierireeienne 1901.06 Assigned application, inventor dies .................. 409.01(e)
Examiner docket, time, and activity recording.............. 1705 AUhOTILY ... 409.01(b)
Examiner’s action (See also Action; Letter, Examiner’s) 707 Consular certificate..........ccoevververienieneeeieenenns 409.01(b)
Examiner’s amendment .............cocceeveerieenieeieneeenenns 1302.04 Foreign country..........cccceevvvevveennnnne. 409.01(b), 409.01(d)
Abstract changed by ............ 608.01(b), 1302.01, 1302.04 Heir....oooveneeee 409.01, 409.01(a), 409.01(b), 409.01(d)
By initialing.......ccovveeeeiienieieieeieeeeeee e 1302.04 Intervention not required ...........ccceeveeeiereeennnnne. 409.01(f)
Claim lost in interference, canceled .................... 2363.03 Joint inventors, inventor di€s...........cccceeeennnn.. 409.01(f)
Claim, nonstatutory, canceled .............c.cueeueenn. 1302.04(b) Specification form ..........cccoccevvevierieciieieeieeeeenn 605.05
Claim, numbers identifying .............. 1302.01, 1302.04(g) EXDiDIt oo 608.03
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Exhibit, Affidavit under 37 CFR 1.131---Fee

Sec. No.
Exhibit, Affidavit under 37 CFR 1.131.....715.07, 715.07(d)
Exhibit at interview .........ccccvevereneneeieieniceneeeeeeee 713.08
Exhibit, handling .............ccoeevvvienienieieeeeeee, 608.03(a)
Ex parte qUESiONS .........ccccecvevievinineneeieeneneneeene 713.06
Experimental use (See also Public use).................... 2133.03
............................................................ 2133.03(e)
Commercial exploitation ............ccoccveeueeneen. 2133.03(e)(1)
Completeness of the invention ................... 2133.03(e)(3)
Factors indicative of........... 2133.03(e)(4), 2133.03(e)(5)
Intent to experiment............ccoeceeeeveeverenennen. 2133.03(e)(2)
Reduction to practice..........ccceevverrverrvernnenne. 2133.03(e)(3)
Testing by third party ......... 2133.03(e)(5), 2133.03(e)(7)
Testing, developmental ..............cccccveneeneen. 2133.03(e)(6)
When experimental use ends...................... 2133.03(e)(3)
Experimentation, Disclosure requiring................... 608.01(g)
Expiration date of patent (See also Term, Patent)
Adjustment under 35 U.S.C. 154.......... 2710, 2720, 2730
DESIZN o 1502.01, 1505
Extension under 35 U.S.C. 156.................... 2750 to 2764
Plant .....ccooeviieiieee e 201.11, 2701
UHIEY v 201.11, 2701
Export control of patent applications ...................... 120, 140
Exposure of papers during interviews ................ 101, 713.07
Expounding patent [aw..........cccceceevievenininienienenenne. 713.02
Express abandonment ........c..cocceceeevenenenenennns 711, 711.01
To avoid publication of application...................... 711.01
Express Mail deposit.......ccccoeverererieniciieninencnceeeene 513
Express Mail service ................. 502, 506.02, 513, 711.03(c)
...................................................... 1216.01, 2510
Expunge information in application file..................... 724.05
............................................... 724.06, 1002.02(c)
Extension of shortened reply period...........c........... 710.02(e)
Extension of time.........ccccceevvveviereennnnne. 706.07(f), 710.02(e)
............................................. 1002.02(c), 1302.04
For filing brief..........ccccecvrennenenn. 1206, 1208.01, 1215.04
For filing continuing application ..... 201.06(c), 201.06(d)
General fee authorization ...........ccccceevveveeenennen. 710.02(e)
Hand delivered .......c..cooovevininiiiiiiniincnncncceeee 502
ReeXamination........c..coevereeerienienenenenceeseereens 2265
Request....ccoevieriecieeeieceeeeee 710.02(e), 1002.02(c)
Extension, patent term (See Term, Patent)
Extraordinary situations
Abandonment, revival .........ccocevvierienieniennn, 711.03(c)
Deferring iSSUC ......eeveevieieeieeie e 1306.01
Interview after iSSUE .......ccccecveverenineneeiciencnne 713.10
Reexamination...........cccceeeeeveeeeeenenennn, 2249, 2265, 2274
Reply period reset .......cevvevierieniieiieieeieeeeeenee 710.06
Suspension of rules...........ccevverierieniecieeeeeeeeenn 1002
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Sec. No.
TIME 10 file wovveeiieiiee e 1206
Withdrawal from iSSue.........cccevvveriiervenierireieene 711.01
F
Facsimile
Assignment dOCUMENtS ..........cccveerveerveenveenneennne. 302.09
COTITeSPONAENCE ....oecvveeerieeiieeiieeiie e eieeeieeeee s 502.01
Declaration or 0ath .........cccceeoevienienieniiniiceee 502.02
PCT international application...........ccceeeveeeeneenne 1834.01
Maintenance fees ........occevvvereerienienieneeieeeeeeene 2510
Federal Circuit (See Court of Appeals for the Federal
Circuit (CAFQC))
Federal holiday (See also Holiday, Federal).......... 201.04(b)
............................................. 201.11,201.13, 505
Federal license rights .........ccccoveiiiiiiiiniiicecieee 310
Federal Rules of Civil Procedure
Rule 8(b) cited .....oovereieeieieieeeeeeee e 410
Rule 11(b)
CIEA et 402
Reproduced........cocovveviieiiieiiiiieeeee e, 410
Federal Rules of Evidence..........cccooeuvvvveennnn. 2301.02, 2308
Federal Telecommunications System.................. 408, 713.01
Fee (See also Refunds)
APPCAL...eeiiiiieiee e 1205, 1208.02
Assignment reCOrding .........ocoveveereereeneereenieenenne 302.06
Credit card payment of .........ccccceeevvveennnns 509, 706.07(f)
Current amounts available on USPTO web site ......... 509
..................................................................... 1730
Examiner’s amendment.............cccccoeveevveenneenen. 706.07(f)
Extensions of time ........cccceevvveeiieenieenieeeieeee, 706.07(f)
FIlING. it 509, 607
Claims in €Xcess Of ....uvvvviviiiiiiiinnnnnnnn. 506, 607, 714.10
Dependent claims.........ccccveeeveeriienieenieennen. 608.01(n)
Deposit acCoUNt.........cccveeevierieeiierre e 509.01
Inadequate........ccovveerieeniieieeeee e 506
International application............ccccecueevveennne 1810, 1827
Reduction for small entities.........ccccceceveeneenncnne 509.02
REISSUE .. 1415
Return...coocvvviiiiiiiiiieee e 503, 607.02
Small entity ....c.eeeeveeveiieeiieiiieeieeeieeere e 509.03
Issue
Deposit account .........cceeevvveerieenveenieenieeeveeene 509.01
Failure to pay ...ccccceveeeeeeiiiecieecieeeee e, 711.03(¢c)
Interfering case, not applied..........cccceevvveennnennn. 2305.04
Petition to aCCePt...cueevvierieeriieieeiie e, 711.03(¢c)
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Field of search--Final rejection

Reduction for small entities ..........c.cceceveeeennneee 509.02
Maintenance (See also Maintenance fees)..........c.ccoeuenee.
........................................................ Chapter 2500

After expiration of patent...........ccceevevereneeeenenn. 2590
Information regarding..........ccccccevvevveneeniesirennnnns 1730
Patents Subject t0 .....cceevvveieeciiriecie e 2504
Time for payment..........coceeeveeienieneneniencneneenes 2506
Payment.........cocoooiiiiiiiiiiiiiieeen 509
Petition t0 reVIVE ....ovveeeveiieieeieeee e 711.03(c)

Reduction of basic fee for international applications
containing large sequence listings and/or tables

................................................................. 1823.02
Reduction for small entities.........c.ccevverrerrerennnne. 509.02
Reexamination

EX PAFte ..ot 2215

Field of search............ 708.03, 904, 904.02, 904.02(a), 1701
Notation on file Wrapper ..........cceccveevereverennne 719.05, 904
Field of search, notation by examiner..................... 705.01(a)
......................................... 719.05, 904, 904.02(a)

Figures (See Drawings)

File Information Unit (Record Room)........ 102, 103, 508.03
.................................... 711.06, 1431, 2232, 2235

File WEAPPET ..eevvieniieiiieieeeieeeeieete et 719
Action entered .........ccoevveriieriieieeie e 707.10
Allowed case data entered...........ccocveveveieeiennnnne 1302.09
Amendment endorsed.............coocvveeeennnn.. 710.05, 714.18
Arrangement of papers............ceee..... 719.01(a), 1302.12
Assignment endorsement...........ocvevveevereereeneenieennns 303
Civil aCtION ...eovieiieiieieeeeeee e 1216.02
Classification data ..........ccocceecverienieneerieeeeneeen. 719.03
Classification hiStory..........ccecveeveeienieneenieneeenne. 719.03
ComPleteness .......cevveervieriieeieieeiierieeeeie e 724.01
“Contents”, ENtry in .......ccooevveevveieeienieeieseeseeene 719.01
Continuation, Former Rule 1.62 (FWC)............ 201.06(b)
.................................................................. 201.07

PUDLIC QCCESS ..onvvenvierieiieieeie et 103
RESIICHION ..o 819
Correction Of €ITOT........cccvvveveeieeieeieeieeeesieeeeene 719.02
Data entered on ........ccooeenne..... 710.05, 719.02, 1302.09
Drawings secured t0 .......occvveververienierieeie e 508
Field of search.........ccocevievienieieieeeeeee, 719.05
Field of search, patentability report................... 705.01(a)
Foreign application cross-noting......... 202.03, 1893.03(c)
Foreign filing date entered on................. 719.06, 1302.06
Index of claims......cceevieriieiieieieeeee e, 719.04
Interference noOtation ..........ccocceeveeveerieeneeenenne 2301.01(b)
Licensing and Review Stamp ..........cccceeeeeevenieniennnen. 140
Name of applicant changed ...........ccceeevvrirenenns 719.02(b)
I-
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Foreign application ...........cccccceeeveveenienieenirennnns 202.03
Provisional application.........c..cccevevereneneennn 202.02
Notes to application of another party..........cccoceeuenee. 101
Papers in .....cooveeeeieiieiieieeie e 719.01
Parent application notation on ................ 202.02, 1302.09
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Continued prosecution application (CPA)........ 201.06(d)
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Foreign application, Convention date
(See also Foreign application) .............cecueeee. 201.13
..................................................... 201.14, 201.15
International application ..........cccceceverenenncnn 506, 1810
Later filed application as disclosure ................. 608.01(p)
Patent Cooperation Treaty (PCT)........ccccvenee. 506, 1810
Petition........cocceveniencncncneneee 506.02, 601.01, 601.01(b)
Refusal to accord ........cocveveevveiiiiiieeeeeieeen, 506.02, 605
Review by Office of Petitions........c.cccccecerennee 201.06(a)
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Filing date of ex parte reexamination request................ 2215
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Claims in eXcess Of ......ovviivvveeiiiieeeeeeeee, 506, 714.10
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Of a reissue application...........ccceevvereeeeeeveneennnnns 1415
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Filing receipt (See also Postcard, self-addressed)....... 201.03
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Reexamination...........coevereeieienieneneneneeeseeeeeens 2271
Secrecy order application...........c.cceeevereeerienvenieennnns 130
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Date entitled t0 .....ccccoevererereeiciennne, 201.13 to 201.15
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Foreign filing date
Entitled t0 ...oovvvevieieireeeee 201.13, 719.06
On file Wrapper........ccoeevvecveeieniecieeeene 202.03, 1302.06
Foreign filing liCeNnSe ........cvevveviieriieieeieeieeee e 140
FOr PCT ..ot 115, 1832
Foreign language
APPLICALION ..o 608.01
Names for months..........ccccoeveeriinienieieen. 901.05(a)
Names for United States .........cocceevververennennes. 901.05(a)
Oath or declaration ..........cccceceeceecvenenencncnieeeenens 602.06
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Unlicensed, same applicant .............cccceererennenne. 706.03(s)
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.................................................................. 901.09
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PTO-2011 .coiiiiiiiciiieeeeeeeeee 201.06(d)
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Notice To File Missing Parts of Application......... 201.03
....................... 506, 601.01, 601.01(a), 710.02(d)
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Nonprovisional Application - Filing date granted PTO-

1533 e 601.01(h)

Provisional Application - Filing Date Granted

PTO-1627 ..o 601.01(h)
Provisional Application-No Filing Date
PTO-1628...c.ocieiiieinieciieneeeceees 601.01(h)
Notification of Non-Compliance with 37 CFR 1.192(c)
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For Patent Abandoned Unavoidably PTO/SB/61..........
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.............................................................. 711.03(c)

Plant Patent Application (35 U.S.C. 161)

Declaration (37 CFR 1.63) PTO/SB/03................ 1604
Potential interference, same attorney or agent.......... 2305
Provisional application for patent

Cover sheet PTO/SB/16......ccooevveiiieeiene 201.04(b)
PTO-14A Reproduced........cceoveeveeieienieniieienee. 905.02
PTO-14B ...coeiiiiiiiieninencceeeen 903.06, 905.02, 2287
PTO-14C Reproduced.........ccooveeveeieieeieniieienee. 901.09

Cited .o 901.09, 905.02
PTOL-37 v, 203.08, 602.03, 608.02

.......................... 608.02(a), 608.02(b), 608.02(q)
.................................... 608.02(z), 609, 707.05(g)
............................... 710.02(e), 714.13, 714.16(d)
......................................... 812.01, 1207, 1302.03
.................................. 1302.04, 1302.12, 1302.14
PTOL-85 ettt 203.08
...................................................... 502, 608.02(z)
...................... 714.16(d), 1306, 1306.02, 1308.03
PTOL-85B....cccceoveiiiinnne 307, 324, 512, 1306, 1306.01
............................................ 1306.02, 1309, 1481
PTOL-90.............. 608.02, 609, 707, 714.16, 1206, 1208
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............................. 1208.03, 1209, 1210, 2427.01
PTO-97 e 1302.04
PTO-150 i 1302.07, 1706
PTO-152 .o, 409.01(b), 506, 601.01(h), 602.03
.............. 604.02, 605.02, 605.03, 707, 707.07(a)
PTO262 ..ttt 1204
PTO-270 (Blue Slip).....cccoeeruenene 903.07, 903.09, 1107
............................................ 1302.10, 1455, 2287
PTOL-271 oot 608.02(z), 714.16(d)
.............................................. 714.16(e), 2307.03
PTO-303 it 1453
PTOL-303 ...ttt 706.07(f), 708.02
...................................... 711.03(c), 714.13, 2265
PTO-300 ..ottt 1485
PTOL-319 .t 714.03
PTOL-326 Reproduced........c..cccevverienieniieiieieeeeen. 707
Cited ..coovereriennne 201.14(b), 201.14(c), 608.02(a)
............ 608.02(b), 608.02(h), 609, 706.07
............................. 707, 710.02(b), 812.01

PTO-328 ..o, 903.07, 1107, 1302.10, 2287
PTOL-404 ...ttt 1485
PTOL-413 ..o, 713.04, 714.13, 1902
PTO-4306L.....oooiiiniinieieeeneeeeeeeee 201.14(c)
PTOLA442 ..ottt 1103
PTOLA444 ...t 1103
PTO-445 oottt 1431
PTOLA445 .ottt 1103
PTOLA446......ciiiiiiiiieiccecescseeeeeteee 1103
PTOLA447 ..ottt 1109
PTO-44T7A ..o, 903.08(a), 903.08(d)
................................................... 903.08(e), 2237
PTOLA448.....ooiiiiieeeeeeececest ettt 1103
PTOLA449 ..ottt 1103
PTOLA450....cciiiiriieneeececeesese et 1109
PTOLA45T ottt 1107
PTOLA452 .ttt 1103
PTOLA457 .ottt 601.01(h)
PTOL-401 ..ot 1215.04
PTOLA402 ..ottt 1206
PTOL-465...coiiiiiiiiiiineeeeeee 2264, 2283, 2296
PTOLA466 ...ttt 2296
PTOL-467...ccoooiininininnnne 2250, 2266.02, 2272, 2296
PTOLA408.....ooiiiiiiiieeeececeeese sttt 2296
PTOL-469...c..ooiiiiiiiiiieiceeecccseeee 2287, 2296
PTOLAATT ottt 2296
PTOLAAT72 .ttt 2232
PTOL-473 .o 2250, 2266.03, 2296
PTOL-4T74 ..o 2281, 2296
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PTOL-475.... 2250, 2266.02, 2266.03, 2272, 2295, 2296
PTOLAT76 ..ot e 2287
PTOL-497 .t 2273, 2274
PTO-690E ......coooieirieieeeeiee 903.03, 1704, 2238
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Cited...ovoveeereireeieeeeeeeeee 1002.02(d), 1705
........................... 2308.01, 2309, 2309.02

PTO-875. it 608.01(n)
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PTO-1123 . 506, 601.01(d), 601.01(h)
PTO-1305 e 115
PTO-1360.....c.iiiieiiieeireeeeeeeeeee e 608.01(n)
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12.76.05. i 1206
12,760,006 1206
L2.77 e 1206
L2.78 e 1206
12,79 e 1208
12,80ttt 1211
T2.81 e 1208.02
I3.0T e e 1302.02
13,02, e e 1302.04
13.02.01 i 1302.04
13.02.02..cciicieeeieeeeeeee e 706.07(f), 1302.04
13,03 e e 1302.14
13.03.01 i 1302.14
I3.04 .. e 1308.03
13,05 e e 1308.03
13,00, i 1302.04
L3.07 e e 1302.01
I3.08. e e 1302.01
13,09 e 609
I3.101 e 714.16
TA.0T e 1414
TA.0T.0T i 1414
T4.01.02. i 1414
T4.01.03. i 1414
1-43

Sec. No.
T4.0T.04 .o 1414
T4.0T.05 i e 1414
T4.05.01 oo 1416
T4.05.02 e 1444
TA.06 ..o 1442.01
TA.07 oo 1442.03
TA.08 .o 1442.02
T4.09 . 1442.02
T4 L0 e 1442.02
TA LT oo e 1442.02
TATT.0T o 1418
LA T2 e e 1412.03
LA 13 e s 1412.03
LA T4 oo 1444
LA L5 e e 1410.01
LA L6 i 1410.01
TA.16.01 oo e 1410.01
T4.16.02 i 1410.01
T4.16.03 e 1410.01
T4.16.04 ..o 1410.01
T4.16.00 ..o 1410.01
LA LT oo s 1412.02
14.20.01 e 1453
TA.21.01 oo 1453
T4.21.09 e 1448
TA.22 oo 1448
T4.22.01 oo e 1411.02
T4.23 oo 1490
T4.23.01 oo 1490
TA.24 oo 1490
TA.25 e 1490
TA.26 e 1490
T4.26.01 oo 1490
14.26.02 it 1490
14.26.03 ..eeoiieeeeeeee e 1490
T4.26.04 ..o 1490
T4.26.05 ..o 1490
14.26.00 ... e 1490
T4.26.07 oo 1490
TA.27.01 oo e 1490
T4.27.02 oo e 1490
T4.27.03 oo e 1490
T4.27.04 oo 1490
T4.27.00 ..o 1490
TA.28 e 1490
T4.29 e 1490
T4.29.01 oo 1490
14.29.02 e 1490
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Form paragraphs (Reproduced)---Form paragraphs (Reproduced)

Sec. No. Sec. No.
T4.30 it 1490 15.23 e s 1504.06
14.30.01 i 1490 15.23.01 oo 1504.06
14.30.02..ciiiceeeeieeeeeeee e 1490 15.23.02 e e 1504.06
TA.32 e 1490 I5.24 e 1504.06
T4.33 e 1490 152401 oo 1504.06
TA.34 e 1490 15.24.03 i 1504.06
T4.35 s 1490 152404 ..o 1504.06
143501 i 1490 15.24.05 i 1504.06
TA.30. e 1490 15.24.00 . c..ciiiiiiiieeeecieeeee et 1504.06
T4.36.01 i 1490 15.24.07 oo 1504.06
TA.37 e 1490 15.24.08 e 1504.06
TA.38 e 1490 I5.24. 11 oo 1504.06
T4.39 s 1490 I5.25 e 1504.06
L5001 1504.10 I5.26 it 1504.20
I5.02. e 1504.10 I5.27 oo 1504.05
15,03 e e e 1504.10 I5.27.01 oo e 1504.05
15.03.01 i 1504.02 15.27.02 i 1504.05
I5.04 ... e e 1504.10 15.27.03 e 1504.05
I5.05 e 1503.01 152704 .o 1504.05
150501 ceiiiiiecieeeee e 1503.01 15.27.05 oo 1504.05
15.05.03 i 1503.02 I15.27.00 ..o 1504.05
15.05.04 ... 1503.02 I5.27.07 oo 1504.05
15.05.041.ccciiiiiieeeeeeeeee e 1503.02 I15.27.08 e e 1504.05
15.05.05. i 1503.02 I5.28 o 1504.05
L5.07 et e 1503.02 I5.28.01 oo 1504.05
150701 i 1504.01 15.28.02 it 1504.05
I5.08 et 1504.01(c) 15.29 e 1504.05
15.08.01 .ceiiiiiieiiieeeee e 1504.01(c) I5.30 e e 1504.05
15.08.02. ccciiiiieieeeieeeee e 1504.01(d) I5.31 e 1504.05
15.08.03 .. 1504.01(d) 15,33 s 1504.05
15,09, i e 1504.01 1534 e 1504.05
L5001 i 1504.01(e) 15.35 e 1504.05
IS5 1T e 1504.02 1530 i 1504.05
L5021 e 1504.02 I5.37 oo s 1504.05
L5013 e e 1504.02 1538 it 1504.02, 1504.03
IS5 04 1504.02 15.39 e 1504.03
LS. L5 e e 1504.02 15.39.01 oo e 1504.03
L5160 1504.02 15.39.02 i 1504.03
LS. 17 e 1504.02 I5.40 i 1504.03
L5018 i 1504.03 15.40.01 cooeviiiiieeieeeeeeee e 1504.02, 1504.03
L5019 e 1504.03 1541 oo 1504.02, 1504.03
I5. 0901 i 1504 I5.42 o 1502
152001 ceiiiiiecieeeee e 1504.04 I5.43 oo 1502
15.20.02..ciiiiiecieeeee et 1504.04 I5.44 oo 1504.01
I5.21 e e 1504.04 I5.45 e 1503.02
I5.21.01 i 1504.04 15.46.01 cooeviiiieieeeeeceeeee e 1503.01
15.22.02 i 1504.04 LS54T e 1503.01
15.22.03 i 1504.04 I5.47.01 oo e 1503.01
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Form paragraphs (Reproduced)--Form paragraphs (Reproduced)

Sec. No. Sec. No.
I5.48. e 1503.02 I8.02.01 oo e 1878
L1549 e 1503.02 I18.02.02 ittt 1878
I5.50. i 1503.02 I8.03 ettt 1878
155001 cceiiiiiecieeeee e 1503.02 T804 ... 1878
15.50.02..ciiiiiecieeeee e 1503.02 I8.04.01 oo e 1878
15.50.03 . i 1503.02 I8.05 o e 1875.01
15.50.04 ... 1503.02 I8.00 ... e 1875.01
15.50.05..ciiiieeeeeeee e 1503.02 18.00.01 e 1875.01
I5.5T e e 1504.04 18.060.02 ...t 1875.01
I5.51.01 i 1504.04 I8.07 ettt e 1875.01
15,52 e e e 1504.10 I8.08 ottt 1878
I5.58 e 1504 I8.08.0T oot 1878
155801 i 1504.04 I8.09 e 1878
15.59 e 1503.01 I8.10 ettt 1878
15,60 1503.01 I.1T oo 1878
L5601 i 1503.01 IB.12.0T coeeeieieeeeeeeeeee e 1878
I5.62 e 1503.03 IB.13.0T woeeiiiieeeeeeeeeee e 1878
I5.63 e 1503.03 IB. 1401 oo e 1878
L5604 ... e 1503.03 I8.15 e 1878
L5.65 e 1504.04 I8.16 i 1875.01
I5.606. ... 1504 L8177 ettt 1875.01
15.60.01...coiiiiiieiiieeeeee e 1504 I8.18 e 1875.01
L1567 it 1504.03, 1504.06 I8.19 o 1875.01
1568 .. 1504.03, 1504.06 I8.20 it 1875.01
15.69.01 .cciiiiiiiiieecee e 1504.04 IB.21 ot 1875.01
I5.70. e e 1504.03 TO.0T o 1901.06
I5.72 e s 1504 19.02 e 1901.06
15,73 e e 1504.04 2201 it 2246
I5.74 oo 1504.20 22.02 et et 2247
15,75 e 1504.20 22.03 e e et 2258
I5.70. e 1512 22.04 ..o e 2260
15,85 e e 1504.04 22,0401 ooiieiieeieeeieeee e e 2265
TO.0T i 1605 22,05 e e 2285
LO0.02. . 1605 22.06 .. e 2287
LO0.03 e 1605 22.09 et 2271
LO.04 ... e 1610 22010 i 2271
LO0.05. e 1612 2211 i e 2258
16.05.01 ceiiieieeieeeeeeee e 1612 2202 e e 2250
LO.00.....occiiieieeeee et 1606 22013 e e e 2250
LO.07 e 1606 2204 oo 2266.01
TO.08 ..o 1610 22,15 e 2266.03
L60.09.... i 1605 22016 e e 2287
TO. 10 i 1605 2301 i 2307.03
TO. 11 1606 23,02 e et 2363
LO. 12 et 1610 23,03 e e 2363.02
LO.13 e 1607 23,04 ..o e e 2305
T80T i 1878 23,05 e e e 2305
I8.02 it 1878 2306 i e 2305
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Fraud---Guidelines
Sec. No. Sec. No.
2307 e 2305 G
2308 2305.04
23,09, e 2306.01 Gazette, Official (See Official Gazette (0.G.))
23,101ttt 2306.01 Gazette, PCT....ccoooveiieeeeeeeeeee e 1801, 1857
23 1 et 2307.05 Gebrauchsmuster ....... 201.13, 201.14(d), 202.03, 901.05(b)
2312 e 2307 General Information.........ccceevevereneneneenieneneneseeee 1730
2313 e 2307.02 “General Information Concerning Patents” booklet ..............
23 14 715.05,2307.02 e Introduction, 703
231401 e 715.05,2307.02 General Information Services Division (GISD)............. 1730
2315 e 2307.02 General power of attorney for international application.........
2316, 2307.04 e 1807
2317 e 2315.01 Generic claim
2318 ettt 2315.01 Allowable........ccccoceneeen. 808.01(a), 809.02(b), 809.02(e)
2319 e 2305.04 Transitional application............ccccecevereennee. 803.03(b)
23,201 ettt 2307.06 Definition......cccoeeeerierieereiecceee e 806.04(d)
2321 2307.06 Informal ........cooveivinieiniireeee e 809.02(e)
2401t 2427.01 Markush group......cccccecevevvevreneene. 803.02, 2173.05(h)
24,02 e 2427.01 Patentably distinct over other species............... 806.04(h)
24,03 e 2427.01 Presented after issue of patent ...........cccceeeuene. 806.04(1)
2404 ..o 2427.01 REJECHON. ...t 809.02(a)
24,05 i 2427.01 Species claims lacking.................... 809.02(d), 818.02(b)
24.05.00 i 2427.01 Subcombination ..........ceeeveevereereerieriereeeeenns 806.04(c)
Fraud (See also Inequitable conduct; Deceptive intent) Support for scope of .......ccceveveeiennene 706.03(c), 2164.08
Avoiding charge of ..........ccoocveiiiiiiieeeeeee 2004 Traverse of rejection in lieu of election............ 818.03(b)
Civil litigation ................... 1216.02, 1442.04, 2001.006(C) e 818.03(d)
Claims unpatentable ...........cccoceverreeneneninienenieens 2016 Genetic sequence (See Biotechnology; Nucleotide
Duty to disclose............ 2001, 2001.04, 2001.06(a), 2010 sequences; Sequence rules)
INVeNtorship.......cccvevveeriieciieiieieeeeeee e 201.03 Genus and species............. 806.04(a) to 806.04(f), 806.04(h)
Protest ....ocovveveeereniennnn, 1901, 1901.02, 1901.06,2013 e 806.04(i), 808.01(a), 809.02
Reexamination.................. 2014, 2216, 2217, 2258, 2280 Anticipation Of ........ccceevieiieiiieee e 2131.02
REISSUE w.ovveeiiieeeeeee e 1448, 2012 ODVIOUSNESS Of ...ovvveieiiiiiieeeeeeeeeeeeeee e 2144.08
Small entity Status........ccccecererverieienierienenenenenen 509.03 German priority document...........ccceeevereneneneenenen 901.05
Fraud on the Patent and Trademark Office ................ 509.03 GeschmacksmUSter .........eevvevvierieriienieeieeee e 201.14(b)
............................................................ 2001.06(c) Good faith.....ccoceveeiriniiireeeeeeeeeene.... 2000, 2001
Fraudulent ..........c.cooeeiiiiiiiiiieceeceeeec e 706.03(a) Government TegISterS........cuevverreerrerrrersreereeeeenns 302, 302.07
Frivolous invention............ccceeeveeeeveeecreeeeneeeeiee e 706.03(a) Government license Clause ..........ccceeeevveecreeicieeecveenieennen. 310
Full faith and credit in prior Examiner’s action Government-owned application, special.........c........... 708.01
Allowed Claims.......cccceeeeeieniinenenieieeneseseeaeen 706.04 Graphic SymbOIS ........ccceveririnerieienieneeeeeeen 608.02
INEETVIEW ..ottt 713.01 Great Britain, complete specification ..........c..cccoc.ce... 201.15
Search....ccccoeriririiieic 704.10 Great Britain, provisional specification...........c........... 201.15
Full name of applicant.............ccccoecvevvervenenrrnreennnne 605.04(b) Greek letter Phi uSage........ccoovevvvvvieieieieienieeiennns 608.01(g)
Full signatory authority .........cocceceveevenenenenicnenieeenes 1004 Group director (See Director of Technology Center)
Function of machine rejection ...........ccceeveevvennnne 2173.05(v) Group, International classification..............cccecveeeeeneen. 903.09
Functional claim, rejection......................... 2114, 2173.05(g) Guardian, Authority recorded..........ccocveeverienieninnnen. 409.02
Functional equivalents...........ccccoceeeevienienenencnennns 2144.06 Guardian of legally incapacitated inventor ................. 409.02
FWC (See File wrapper: Continuation, Former Rule 1.62 Guidelines
(FWQO)) Drafting an application ............ccceeveevrecieeveneenieeneenn. 601
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Hand delivery of papers--Indefinite claim

Sec. No.
Drug disclosures..........cccoeveveverienerennnns 2107.01,2107.03
Effective date under 35 U.S.C. 102(e) .......... 706.02(f)(1)
Examination of computer-related inventions............ 2106
GNUS-SPECICS...eevvrererenrierreeireeieenieereeseeeeeresenenes 2144.08
Handling of citation in patent..........c..coccecevereeenenens 1920
Internet Usage ......coovveevevierveenieenieenne 502.03, 904.02(c)
Means/step plus function............ccceeeververeeneenerennnns 2181
Reexamination — Portola Packaging decision ......... 2242
ULEY oot 2107
Legal precedent..........ccccvevvenveneennnnne. 2107 to 2107.03
Written Description..........ccecveveereeeieeieenienieieeeenns 2163
H

Hand delivery of papers .......c.cccoevveercieenciieneneenns 502, 714.13
Handling of citation of prior art .........ccccceeveveeeveerneennne. 2206
Handling of mail and papers.........ccccceeeereenennee. Chapter 500
Handling of protest...........coovereeneiiinnenieiieneencee 1901.05
Hatch-Waxman AcCt..........cocceeveiiinieneenieieeeeieneeeen 2750
Hearing on appeal ........ccccoooiviiiiniiniiieeeeen 1209
Heir as applicant (See also Administrator or executor).........
................ 409.01, 409.01(a), 409.01(d), 1303.03
Help line (telephone number)...........cceeeveerveenieenneenen. 1730
HIV/AIDS, PEtitions ......coocvvvveeeeeeiiiiieeeeeeeeeiiveeeeeenn 708.02

Holiday, Federal
Abandonment date.............ccceereieerieeniienieenen. 711.03(¢c)
Appeal brief.........ccoeeveeiciieeieeieee e 1206, 2274
Civil @CtION ...eeeiiiieiiiiiei e 1216
Continuity between applications...........ccceeevveeuneenne 201.11
Effect on reference ........cceecvvevveenieenieenieenenne 706.02(a)
Filing date................. 502, 502.01, 505, 506.02, 512, 513
Foreign application copendency..........cccceeeruvennee.. 201.13
Foreign patent.........cccceeeveeeveenieenieenieeenne, 2135, 2135.01
Maintenance fees.........covvvvvvvvieeiieiiiiireeeeeenn. 2504, 2506
Papers not received .......cccoeveeeeiieeiieeiiieeeee e, 502
Period for reply ending on.........c..ccceeeeneenne 505, 710.05
Prior art effective date..........ccocvvevveeniienieennen. 706.02(a)
Provisional application copendency.................. 201.04(b)
PTO business hours..........ccooeereeneeniineniienieneceee 510
Reply period.......ccoevveeiiieeiiiiiiecie e, 710.05
Statutory Dar....c.ceeveiieeieeciiecieeciee e 2133
Statutory period........cccveeevieecieercieeeiee e 710.01(a)
Unscheduled closings.........cccoceveevveenieenieenveennnen. 201.13
Hours of 0peration............ccceevvieecieeriiesiieenieeeiee e 510
Hyperlinks in specification........................ 608.01, 608.01(p)

Sec. No.
1

ICIREPAT country codes........cccecvreververuercnennnenne 201.14(d)
ICIREPAT identification numbers......................... 201.14(d)
Identification of PAPers........cceevveveerienieneee e 502, 503
Identification of priority application...................... 201.14(d)
Identity of inventors under 35 U.S.C. 119................... 201.13
Idiomatic English..........ccccooviniiniiiiiiieieee 608.01(q)

Ilustration (See Drawings)
Implied election....................... 818.02, 818.02(a), 818.02(c)
Improper joinder, effect on patent .............cccoeevveveriennne 805
Improper multiple dependent claim....................... 608.01(n)
Improvement (Jepson claim)...........ccceevevvenvenieeneennnnne 2129
Inaccurate Claim.........cocceeveveviinenienincneeccieceae 2173.03

Incomplete amendments, time for completing

............................................................ 710.02(c),
.................................................................. 714.03
Incomplete application.................. 506, 601.01(d), 601.01(e)
.............................................................. 601.01(f)
Completed.......oovevvieriieiieieeieeeeeee e 506.01
Definition....c..ceeeieienininenceieecceeeeeeee 203.06
DIrawing .......cccvevveeeieeiieiie et 507
Invalid 0ath......c.ccoceeviiinine 604.06
RetUIn .o 506
Return of filing fee........ccooovvvvevieieieeeeeeee, 506
USING ZAIMN ..c.vveeveeieiiesieeieeieeee e 506.01, 608.01(u)
Incomplete claim, rejection....706.03(c), 706.03(d), 2172.01
Incomplete Protest .........cecveveeeiercverieerierieseeeeienns 1901.03
Incomplete requests for reexamination ...........cc.ccceeueeee. 2227
Incomplete response ........ccecevevvereeereeeennns 711.03(a), 714.03
Time for completing .................... 710.02(c), 711, 714.03
Incorporation by reference............... 103, 201.06(c), 201.11,
....... 608.01(p), 2163.07, 2163.07(b), 2173.05(s)
Incorrect citation of reference................... 707.05(g), 710.06
Indefinite claim..........c..cccveevneenen.. 706.03(d), 2171 to 2174
Alternative phrase.........cccocceeeveeenenne. 2173.01, 2173.05(h)
Antecedent basiS........ceceereeierciercieiie e 2173.05(e)
Breadth compared..........ccccoevienienieiieieeieee, 2173.04
Design applications...........cceeeveveererevieecienvennennen. 1504.04
International application ...........cccvevererereeeeniencnnne 1874
MUItIPLCILY oo 2173.05(n)
Must be considered...........cocevereenieneninieneenennns 2143.03
Nonelected claims........ccecverereninenieneeieieeneneene 821
Numerical 1anges.......cccecveevvereereercierveseeneeenns 2173.05(c)
ProliX .cooeeeeieieieeee e 2173.05(m)
REJECHIONS ...t 706.03(d)
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Independent claim---Interference

Sec. No.
35 U.S.C. 112, first and second paragraph compared ......
........................................................... 2174, 2185
35 U.S.C. 112, sixth paragraph limitations..... 2181, 2185
Independent claim ...........ccoeceevienienieniieeeie e, 608.01(n)
Independent, definition..........cccceevereeereeeiesienieieenen. 802.01
Independent inventions.......... 802, 802.01, 803, 803.02, 806
.................................... 806.04, 808.01, 808.01(a)
Independent inventor (See also Applicant; Inventor; Pro se
applicant)
Independent Inventor programs.............cccccveeevennnnee. 1730
Small entity Status...........cevverevecieeierieiece e 509.02
Index of claims.......ccceveerierieeiieieeie e, 707.07(1), 719.04
Index of patents, Classification, Numerical............ 902.03(a)
Index to the U.S. Patent Classification................... 902.01(a)
Inequitable conduct (See also Fraud)......... 2001.06(c), 2013
Best MOde......c.eoueeueeiiiiiiincreeccee e 2165
Duty of disclosure ..........cccceevevenneen. 2001.04, 2001.06(a)
........................................ 2001.06(c), 2004, 2010
Finding affects all claims........c.ccoceeenineninencnnenne 2016
Protest ....coeeeeeevieninenieicicccns 1901, 1901.06, 2013
REISSUC ..ot 1448
Informal application ...........ccceeveeeervenvenienieenen. 506, 702.01
Primary examiner’s attention required ...........c......... 1004
Search......ccccvevenirinieiciene 702.01, 704.01
Informal drawing.........cccoceevverierieiienieeieeen, 507, 608.02(b)
Informal requests for reexamination.........c..cocceceeveeueenee. 2228
Informality, Action calling attention to .................. 707.07(a)
................................ 707.07(j), 710.02(b), 714.14
Information Center (See Scientific and Technical
Information Center (STIC))
Information Disclosure Statements
(See also Prior art)........cccceeeeevverveneeenieeieennen. 201.06(d), 609
Relationship to requirement for information.....704.14(d)
Information on status of application referred to in patent......
....................................................................... 102
Information reasonably necessary for finding prior art .........
.................................................................. 704.11
Information, requirements for............ccccccevenenenenne 2001.04
Information sent to applicant for guidance...................... 703
Information submitted with protest ............cccccevenenn. 1901.02
Information which must be disclosed..............c..c...... 2001.04
Infringement action
REISSUC ..o 1412.03
Statute of limitations .........ccccecevvereecieneneneneneeeenn 2204
INID codes or numbers.................... 901.04, 901.05(b), 2290
Initial examiner review of T€iSSUC.........ccccerverveeerennenne. 1443
Ink color
Black oo 707.10, 719.02, 719.05
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Sec. No.
Red o, 714.18, 719.02
Permanent..........ccccoeveeeeneennnnn. 608.01, 714.07, 714.19
Inoperativeness.................... 608.01(p), 2164.07, 2164.08(b)
ATVt ..o 716.07
INPADOC ...t 901.06(a), 905.06
Inquiries, Official and Congressional .................... 203.08(a)
Inquiries regarding patent search, examination, or validity ...
..................................................................... 1701
Inquiry as to status of application..........c..cc..c..... 102, 203.08
INSANILY .vveveie e 409, 409.02
Inspection
AMENdMEnt.......coeeeeienieneninineeeene e 714.05
APPHCALION ..o 103, 104
AppProval Of POWET .....c..ceeririiniiieninenecececeee 104
ASSIZNMENL ...ttt eie e ees 301.01
AULhOTIZATION ..ottt 402
By assignee.......ccoeceeeverieneenieeeeeeeenne 104, 106, 106.01
By excluded or suspended attorney or agent............... 105
BY INVENTOT ..ot 106
BY [ICENSEE. ..o 106.01
Control of, By assignee.........cccceevevevenvieieeceennennennnn. 106
File Information Unit (Record room)............c...c......... 103
International application .........c..cocevevererienienicncnenne. 110
Patent file.......cooeveririeiiiiii e 103
Petition.....couevuinieriiicicieieeeeee e 103
Record rOOm .....c.coviiviiriininiiicicceeeeeece e 103
Reissue application ...........cceeevevvereiecieeienieneeeee e 103
Right Of oo 103, 104, 106
Insufficient disclosure................. 608.01(p), 706.03(c), 2161
Insufficient reply.......cccoeveeveeveriennennen. 710.02(c), 711.02(a)
................................. 711.03(a), 714.03, 2266.01
Int. CI. (International Patent Classification) ............... 903.09
Intellectual property compared........c.ccoceverervenienencnne. 1512
Intellectual Property and High Technology Technical
Amendments Act of 2002 (Pub. L. 107-273)..... 706.02(a)
Intent to Claim......coeeerieiiniiineceeceeeeee 706
Inter-American Convention (See also Treaties).......... 201.13
Interference........coceeveeienienieieeee e, Chapter 2300
Abandonment, suppression or concealment, notice..2138
AcCesS 10 fIleS ...everiireriieieiiieeeee 2312
ACHON AFEET ... 2363
Action after reeXamination ...........c..ceceeceevvevenenennens 2284
Action made when suggesting claims .................. 2305.01
Action suggesting claims .............c...coene.n.. 2305, 2305.04
Addition of NeW Party.......ccccceveerienierieieeieeieiens 2342
Administrative patent judge handles.......... 2300.01, 2314
After notice of allowance...........cccccecevevereenennene 2307.03
Allowance of losing party’s application............... 2363.03
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Interference--Interference

Sec. No.
Amendment filed during............ccceevevvirreirnnnnn. 2364.01
Applicant requests interference with patent.............. 2307
Application already in interference ..................... 2305.04
Application and patent in different Technology Centers..
..................................................................... 2306
Applications in different Technology
CONLETS....eeeeeieeieieereeieeee e seeeseeeneeeeeeneens 2301.01(a)
Attorney, parties have same.............c.ce..... 2305, 2309.02
Basis of practice........ccccvevvevueeriennennen. 2138.01, 2300.01
Between application and patent.............. 2306 to 2308.02
Between applications...........ccceceevieerieenieennnne 2303, 2304
Cancellation of losing party’s claims................... 2363.03
Claim of foreign priority by patentee not considered.......
................................................................ 2308.01
Claim interpretation..........oocveeververeereeseeeseennenns 2301.01
Claim presented corresponding to patent
ClalM. e 2306 to 2308.02
Claims, need not be identical...............cocovveeeerneeennn. 2303
Claims, overlapping in two applications of same party....
................................................................ 2315.01
Claims, SUZZEStiNg........cccverveerererrerennnans 2305 to 2305.04
Claims, unpatentable over suggested claim......... 2305.01
Claims corresponding to count support in specification...
................................................................ 2163.03
Claims corresponding to patent claims, rejection.............
................................................................ 2307.02
Common OWNErship........cccocevverienienieneeeeee e 2302
(070 1167570110 s 2138.01, 2138.04
Concurrent with appeal ..........ccoocvevieiieiiiieeee 2315
Consultation with €Xaminer............ccceeverererereennens 2340
Consultation of examiner with administrative patent
Judge oo 2314, 2360, 2363, 2363.03
Consultation of examiner with interference practice
specialist............ 2300.01, 2301.01(b), 2305.04, 2309
Copending reexamination ..............ceecveeeveeeververenennes 2284
Copied patent claim not identified ............ 2305, 2307.05
Count, defined .........c..cooeeeviiiiviieeiiiieeeeee e 2301.02
Counts, formulation of.......................... 2138.05,2163.03
...................................................... 2301.01, 2306
Dates, difference in effective filing ............cceeuvnenne 2303
Decision 0N MOtION ......ccceverereeierienenenieeeeeereeens 2340
Declaration ..........coeeererereeienienieneneseneeeeeeene 2311
Definitions.....c..coveverererereeieccresese e 2301.02
Determining priority........cceeeeveververeenvereeeneeenens 2138.01
Diligence, reasonable .............cceeeenenn. 2138.01, 2138.06
Director of TC must approve of ................ 2303, 2303.01
........................ 2305.04, 2306, 2307.02, 2309.02
Disclaimer, statutory .............e........ 706.03(u), 710.02(d)
I-
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Sec. No.
Drawing, losing party’s obtaining copy of........... 2363.03
Election of invention not affected...........c..cccoeueene. 820.02
Entry of amendment filed in connection with
TNOTION ..ttt 2364
Estoppel....cccceoeeeveeninennn 715,2138.01, 2358, 2363.03
EVIdence .....c.ccoceveeieviinininiiiciccceeccee 2138.04
Failure to identify patent when claims presented......2305
................................................................ 2307.05
Failure to present suggested claim....................... 2305.01
Federal Rules of Evidence.......................... 2301.02, 2308
File wrapper notation........c..cocceceeevenienencnnennn 2301.01(b)
Final deciSIon.......c.ceeeveeieniininenieneeiceese e 2358
Foreign application, benefit..........ccccvevercenenene 2309.02
Generic Claims ........cocoeerireiienienenineeeeecee 2303
Identification of patent, corresponding
claims presented..........cceevververieniieciene e 2307.05
Initial memorandum............cccccoenininenicniiinennenn 2309.02
Inspection of affidavits and declarations ............. 2309.03
Inter partes questions not to be
discusSed €x PaArte........ccueveeveeeenieeiee e 2314
Interference Practice Specialist........ 2300.01, 2301.01(b)
...................................................... 2305.04, 2309
Interpretation of claims..........ceccecveviineninercenne. 2301.01
Interview prohibited.........c.ccocevveevienininiinienieniencnne 2314
Judicial TeVIEW ......evveeeeeeeeeeieeeeeeeeeee 1216, 1216.01
Jurisdiction over interference..................... 2300.01, 2314
Litigation, notice of .......c.ccccevererieeieieniencnenencne 2360
Losing party, may obtain copy of
opponent’s application............ccceevveereeeveennnne 2363.03
Losing party, treatment of ..........cccccccerenereenennns 2363.03
LOSt COUNtS...cceeiieiiiiiieeeeeeeeceeeee e 715,2138.01
Memorandum, proposing............ecceeeeeeververeeennens 2309.02
Motions
Applications not involved in interference ............. 2333
DECISION ..ttt 2340
Hearing.......c.ooceeveeienieeeeee e 2340
Preliminary.........ccoeeeeeieneenienieeee e 2333, 2340
Multiple dependent claims............ccceverveereennnnen. 2309.02
Multiple patents involved ..........ccocveeevecienienieieenen. 2306
New reference found.........cccccoevirinencnienicncncnene. 2341
No interference in fact ...........cc............. 2301.02,2363.01
Nonelected claims.......c.cceceeeveiereneneneneneeienens 2303.01
Notation on file wrapper, allowed application.....2305.04
Notation on file wrapper, possible interference................
........................................................... 2301.01(b)
Notification of patentee, attempt to provoke
INEEITETENCE ..o 2307.06
Office of Patent Publication notified ................... 2305.04
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Interference practice specialist(s)---International application

Sec. No.
Order to ShOW CaUSE ....cc.eevveieriiriinieicenceenceeene 2340
Overlapping applications............cceceeevervvererennenne 2315.01
Patent filing date earlier than application date .... 2308.01
................................................................ 2308.02
Patent filing date later than application date ....... 2306.01
Patent in different Technology Center...................... 2306
Power of attorney filed..........ccceevvevieciinieeieee, 402.08
Preliminary motions ..........cccceeeeevveeneeeneeennenne 2333, 2340
Preparation of papers by examiner............ 2309, 2309.02
Priority time charts..........ccoccevierienieiieieeiens 2138.01
Protest, N0tice Of ......cccvviiiiiiiiiieieeeeeeeeee e 2360
ProvoKing .........ccoeveeeeviecieeiecie e 2300.02
Public use proceeding...........cceccvevveeveerceereveneanne 706.03(v)
Reconsideration of decision on motion .................... 2340
Reduction to practice...........cceevererennenne 2138.01, 2138.05
Reexamination, copending with interference ........... 2284
Reexamination, notice of...........cccccooveviviviveeeeeneenen. 2360
Reexamination, presentation of claims for
interference with patent under........................ 2307.04
Reference found during interference ........................ 2341
References pertinent to motions,
made of record........cccevveninineninieniincneeee 1302.12
Reinstatement of action.............. 2315,2363.02, 2363.03
Reissue application..................... 1449.02, 2301.01, 2360
Reissue application, notice of..........ccocceevverienirenns 2360
Rejection of claims corresponding to
patent claims.........ccoecvveeieeeieiieeie e 2307.02
Rejection of claims unpatentable over
suggested claim ..........ccocveeeeeeennnnne, 2305.01, 2305.02
Requirements for interference .........c..cc.c....... 2303, 2306
Response to suggestion for claims........... 710.02(c), 2305
................................................................ 2305.03
Revocation of power of attorney ...........cccceeevenneee 402.08
Search.......cocvivevieieiininnccieee 1302.08, 2301.01(b)
Second interference...........coeveveeieieneneneneneeienn 2365
Secrecy order application..............cceeeveenenne 130, 2309.06
Showing under 37 CFR 1.608(b).........cccccvvennenee. 2308.02
Special dispatch..........ccoccvevvenennne 708.01, 2307, 2307.02
Statutory basis .......ccceceeevereierierienieienns 708.01, 2300.01
Subsidiary of corporation, common ownership........ 2302
Suggestion of claims..........ccccceeevvrrennenne. 2305 to 2305.04
Suggestion of claims, time limit ......... 710.02(c), 2305.02
Suspension of action pending outcome
of reeXamination...........coeveveeeerieneneneneneenenns 2284
Suspension of ex parte prosecution..... 709, 709.01, 2315
................................................................ 2315.01
Terminated open to publiC.........cceeeveeiereierieneeiieee 103
Termination ........c.eeeeeeienieneneneneeeeeeese e 2361
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Sec. No.

TEStIMONY ..eovveeneeeiieeieeeeeeite ettt 715.07(b)
Time limit for reply......c.cooeevvirereennns 2305.02, 2307.02
Transfer of application.............c..co..... 2301.01(a), 2306
Two periods for reply running............cccceevennenne 2307.02
Winning party .......ccceceeeeeeeereeceennenne 710.02(b), 2363.02
Withdrawal of application from issue.................. 2305.04
................................................................ 2307.03
Withdrawal of outstanding action............c...cceevennenn. 2315
Interference practice specialist(s) .....2300.01(a), 2301.01(b)
.................................. 2305.04, 2309, 2309.02(d)
Interlibrary 10ans...........ccecveviereereeieee e 901.06(a)
Interlineation in specification before execution.......... 608.01

International application (See also Foreign application;

Patent Cooperation Treaty (PCT))

ADSITACE. ..ottt 1826
ACCESS .t 101, 110
AGENE .o 1807, 1864.04
Amendment before the designated office...1893.01(a)(2),
....................................................... 1893.01(a)(3)
Amendment of claims before International Bureau .. 1853
Amino acid SEQUENCE.......ceevveerrierieieeeieeereeeeeneenn 1823.02
APPLICANE ..ot 1810
Applicants different for different designated
SEALES .ottt 1817.01
Assignment dOCUMENL..........ceeevereerierieriieieeie e 301
ALOTNICY ..ottt 1807
Attorney file reference number...........ccccecveeveniniennene 1821
ClalmS ..ot 1824
Common repreSentative ..........c.eecveeeverveseereeeneenneenns 1807
Confidential Status ...........ccoveeeevveeeeirieeeereee e 101, 110
CONLENL ..ottt 1812
CoNtINUALION ....eveeereniiieriieieeieeieencse e 1817.02
Continuation Of .........ccceevveviirinieneneeeeiee e 1895
Continuation-iN=-Part............cceeevereuererereeerveneenenns 1817.02
CorreSPONAEnCe ........cevueeeeieiieiieieere e see e 1834
Declaration ..........ccceeeeeeeeerieneenieeee e 1893.01(e)
Definition....cc.evvereeeiieieieiceeeeeeeeee e 201
Deposit aCCOUNES......ccueeereieeieeie e see e 509.01
DESCIIPLION vttt 1823
Designated office......cccccevverienveirnnen. 1801, 1893.01(a)
Designated office, receipt of Article 20 papers from IB
..................................................................... 1890
Designation fee .........ccoeevvierienienieieieeieeeeenn 1817.01
Designation of States.........cccccvevverierirecienieneenen. 1817.01
Drawings........ceeevevvereeneeiieeieeieseeneens 1825, 1893.03(f)
Drawings mMiSSiNg.........ccueeververeerreerueesreneeneeneeneeens 1825
Early processing national stage.........c..cccceceevenee 1893.01
EIEments .....ccoeoveriirieniiieieiciereecseeeeeceee 1812
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International classification--Interviews

Sec. No.
Errors, rectification of ............cccvevieviiiiicieeecee 1836
FEES oo 1827, 1893.01(c)
Filing date........ccceeieriieriieiieieee e 1810
Foreign filing license..........ccceeevereverceenienienieireeens 1832
Formal requirements............ccoeevereerieneeneenieeieenenns 1810
Forms (See Patent Cooperation Treaty (PCT): Forms)
HOME COPY vt 1801
International preliminary examination...................... 1860
International S€arch ...........coccovevevcieiicnininienceiens 1843
International searching authority...........c.c.cceeevennee. 1840
INVeNtor ......cvevereeieeerieieecnene 1817.01, 1820, 1893.01(e)
Kinds of protection..........cccceceveeeecieninenenenene. 1817.02
Mail SEIVICE .....couveeeecieeeeeeeee e 1834, 1834.02
MEMDET SLALES .....cuveuvereirieriirieeiieietentene e 1817
Microorganism deposit..........cccceeecverienerenenenn 1823.01
National stage.......ccevveveveeiieiieeieriereereeeene 1893, 1896
Numbering of Sheets........cccvevverieeieiiieieeiecieieenn 1812
Oath....coeiiiiiiiic e 1893.01(e)
Parent to national application............. 201.11(a), 1817.02
Power of attorney .......ccveevveieeieiieiie e 1807
Precautionary designations...........c.cceceverereeenene 1817.01
Prior art effect ... 1857.01, 1895.01, 1896, 2127, 2136.03
Priority c.oooeveveeeieeeeeecee e 201.13(b), 1828
Priority document............cccccvevveirenrennne 201.13(b), 1828
PUblication ..........ccceoevinenininieicieneeceeeeeens 1857
RECOrd COPY vvenvreniieniieieeieee et 1801
Rectification of obvious eIrors........c.ccccevvevereenennene 1836
Refund of Ees .....ocvevenininiiiiiccieee 1847
Representation............eceecveecieeciesieseesieseesieeeeenns 402.09
ReQUESL...coiiiiiiiiiiieeeee e 1821
SCAICh COPY .eenvienrieniieieeie ettt 1801
Search fee.......coceveeiiiiininiiiciecc 1827
Search report .......cocveevveeeeeieeieee e 707.05, 1844
Secrecy Order........ooververeeeieeieeie e 110, 120, 1832
Signature of applicant..........cccceevvevevereiecieecienieneennenn 1820
Time lmits ..oc.eveveveeieeieieceeeeeee 1844.01, 1879.01
THELE e 1821
Translation for U.S. national stage.................. 1893.01(d)
Transmittal fee........cocooevirinerieeiinininneeeee 1827
Transmittal 1etter .......coceeveeieniiiinininenccieccee 1830
Unity of invention ............... 823, 1850, 1875, 1893.03(d)
Withdrawal .........cccooovviiiiiiiieeieeeeeeeeee 1859, 1880
International classification...........ccccceeevevvereenieeennnene 903.09
International Convention............ccocevevvereerireceeenennnens 201.13
Date ..ot 201.14
International patent classification...........ccoccevereeuenee. 719.05
International searching authority............ccccceeveveverneenen. 1840
International Trade COMMISSION ........ceeevereverererireirennnnne 724
I-51

Sec. No.
International-type search...........cccccvevveiieiiiieenns 707, 1852
Internet......cccoooeeiiiiiiiei e, 502.03, 1730
AQATESS ..o 1730
Database collections ............coccvevererereenienenenennens 1730
Disclosure document program.............ccoeceeeverevenenns 1706
Electronic mail............ccccoeoeenveeenne.. 502.03, 713, 713.01
..................................................... 713.04, 713.05
General Information Concerning Patents ................... 703
Kids Pages ....c.oovvveiieiiiieciecieeeeeee e 1730
“PatentIn” computer software (See also Sequence rules)
..................................................................... 2430
PCT Legal Office......cccooveviirieeieiierieeieeeeeieeene 1730
Publication of Board Decisions ...........cccccveeuenee. 1213.03
Registered practitioners ............cceeevereeereeecieecvennennnnns 1730
Searching .......cccvevveeriieiiieieeie et 904.02(c)
Usage Policy......ccoeveevienieriieieeieee 502.03, 904.02(c)
World Intellectual Property Office (WIPO) .....................
................................................... Introduction, 1851
Inter partes QUESHIONS ...........cceecveeieeienierieseereeeeeans 713.06
Interpretation of law, NEW .........cccevvevinenininicricenene, 1208
Intervening rights in reexamination ..........c..cccceevevvenuenne. 2293
Intervention by assignee .........cceevereeienienieneneneneenns 106
INEETVIEWS ...ttt 713
Advance indication of issues to be discussed ........ 713.01
Allowed application...........cccceeeeeeeeevennnns 713.05, 713.10
Appointment in advance ............cocceceeveneneneenenne. 713.01
Attorney not of record .........cceveveninineniniiniciene, 402
Authority to conduct .........ccocceevierieriienier e 713.05
Before filing.......c.ccovevieriieniiiieee e 713.02
Before filing amendment under 37 CFR 1.312......713.10
Before first action.................... 706.07(b), 713.01, 713.02
Demonstration..........cccverereeeeienienenenenceneeennes 713.08
During working days only..........ccccceeevevvenienirenne 713.01
Electronic mail..................... 713,713.01,713.04, 713.05
Excluded or suspended attorney or agent ...... 105, 713.05
EXNIDIt oo 713.08
Exposure of other cases during...................... 101, 713.07
Field of search ........cccevvevenininicicninincnccieene, 713.02
Finally rejected application................... 706.07(f), 713.09
How conducted..........coevenininiiieninincnccieeene, 713.01
Inter partes QUESHIONS .........cceevvererereeeennns 713.06, 2314
Interview summary form.............ccccevvennne 713.04, 2281
Local attorney .........eceeeveeeeeecvenvenieneennens 713.03, 713.05
Made of record ..........ooovveviveniiieeiiiieen. 713.01,713.04
MOdEL.. it 713.08
Oral agreement not binding ..........c.ccccevevervcenenens 713.04
Patentability report cases ........ccoccceverenerereeeenne. 713.01
Prior to first Office action.................... 706.07(b), 713.02
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Invention---Issuing in another TC without transfer

Sec. No.
Prohibited........cccevirineriiiinicnenceceeee e 713.05
Protestor participation .............cceeeververeeereeereeennens 1901.07
Question of patent validity .........ccccceevveeeecierienennnne. 1701
Record of substance required ................... 713.01, 713.04
Reexamination...........coceeereeieienieneneneneeeeeereeens 2281
Refused......ccovevvevieninininince 713.01, 713.02, 713.05
........................................................ 713.10,2314
Requested in continuing application.................. 706.07(b)
Requested in Office action ..........ccceceevveivecireieneeennen. 707
Sounding OUt ........cceecveeierieiiecie e 713.03
Special SItUAtioNS.........cccvveeverierierierie e 713.05
Substance made of record........... 713.04,714.13,1302.03
Telephone........ccccovvevrennnee 408, 713.01, 713.05, 812.01
Time allowed.........coeverieiiiinininicecceee 713.01
Video conference ...........ccccoveveeecuveeeeennen... 713.01,713.04
Videotape ShOWing........cccevvevieriieveieieniesieseeenne. 713.01
Where held ... 713.01
Invention (See Patent; Rejection)
Brief summary.........ccoeveviieiiieieiie e 608.01(d)
Detailed description ............cceeeeeeevercververveneenns 608.01(g)
Made in thisS COUNtIY......occvveverierierieiieieeeeeeens 2138.02
Mode of operation...........cceecveeeverceereesvereeennnnn 608.01(h)
Invention, Not originally claimed..........c.ccocevvererenenncene. 603
Inventive entity, Different ...........cccccevvverveneennnnnen. 706.02(k)
...................................... 706.02(1) to 706.02(1)(3)
Inventive entity, Same(overlapping subject matter) ........ 804
............................................. 804.03, 822, 822.01
Inventor (See also Applicant; Pro se applicant).............. 605
Common, at least one ...........ccccoeeeeveeennns 201.06, 201.11
............................................... 706.02(k), 2137.01
Continuing application..................... 201.06(c), 201.06(d)
Correction (See Correction of inventorship)
Deceased .....ooovevveviveieeieeieeeee, 409 to 409.01(f), 1820
Duty of disclosure ..........ccceeevevierienieniereeeeeene 2001.01
Foreign priofity ........cceevevveeveerieeieenene 201.13,2133.01
Full first or middle name required..................... 605.04(b)
HEIrS oo 409.01(a), 409.01(d)
INSANE ..ooooeeiiieeee e, 409, 409.02
International application.............ccccveeeenee. 1812, 1817.01
Legally incapacitated...........ccceveerveveecieennnne 409, 409.02
IMINOT ..ttt 409
Name change .........ccocceevveeeeeienennne. 605.04(c), 719.02(b)
COITECHION ... 201.03, 605.04(g)
[0 1< S 605.04(f)
Typographical, translation error ............c.cceueuee. 201.03
None available...........ccoccveveveniveirannn. 409, 409.03(b), 603
Proof ... 409.03(d)
Proof of irreparable damage ............c.ccceenneee. 409.03(g)
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Sec. No.
Proof of proprietary interest..........c..cccceceeuee. 409.03(%)
Order of .o.vveeeee e 605.04(g)
Pro Se..o.ceviiieiiieeeeeee 707.07(j), 713.01
Refuses to Sign......cceeeveveereieniveieennnn. 409, 409.03(d), 603
Representative of .........ccceevevvevercieneenne Chapter 400, 1706
Requirements ..........cocceeevervenienienieieeee e 2137.01
ReSIdence. ......coevverueeieiiincceccecc e 605.02
Rule 1.53(D) .eveeereiieieiiieieeeeeeeeeie e 201.06(c)
Rule 1.53(d) .eveeereereieeieeeeeeeeeee e 201.06(d)
Rule 1.60, FOrmer..........ccccvevveneeniieieeieeiieennns 201.06(a)
Rule 1.62, FOrmer.........ccoccevvevienieneeieeieenene 201.06(b)
Self-prosecuted case .........ccccereveeveennnne 707.07(), 713.01
Small entity Status........cccccvervreeierierieiieieeieeeeenn 509.02
Unavailable..........cccooovveeeiiiiieeeiieeeenn, 409, 409.03, 603
At least one joint inventor available.............. 409.03(a)
Last known address .........cccevveeeieieeieneennnns 409.03(e)
Proof.. ..ot 409.03(d)
Proof of irreparable damage.......................... 409.03(g)
Proof of proprietary interest..........c..cccceceeuee. 409.03(%)
Inventor’s certificate
Priority benefit.........cccevvevienienieiieeeieeeeens 201.13(a)
Rejection based on ........c.oceeveierienieniieiieeee 706.02(¢e)
IPC (International Patent Classification) .................... 903.09
IPS (Interference Practice Specialist) ..........ccceuveneenn. 2301.01
Irreparable damage, Proof of ..........cccocvevverinennnne 409.03(g)
Issue (See Allowance and issue)
Issue batch number ........................ 203.04, 502, 503, 602.03
............................ 608.02(b), 608.02(q), 1303.01
Amendment after allowance ............ccccveveennen. 1303.01
Drawings........cccccveveeeeereieniereeennn, 608.02(b), 608.02(q)
Substitute declaration.............coceeveverererceeeneennenn 602.03
Issue fee
Calculation.......c.eeeeieieninininenceecc e 1306
Failure to pay.....ccccccevvevivevrennen. 203.07, 711.03(c), 1306
Interfering case, not applied........c.cccevvververiennne 2305.04
Late payment ........ccccceeeeerierieneenieeie e 711.03(c)
Petition to accept ......ccovevevvererennne 711.03(c), 1002.02(b)
Termination of applicant’s rights........c..ccccecceueee. 1306.03
Issue of patent.........ccceecveeeerieiieriere e 1309
Issue of patent t0 aSSIZNEE .....ecvervvereeereeerieeieeieeieeeieieans 307
Issue slip (See also Form letters and forms) ............... 903.07
Issuing in another TC without transfer................... 903.07(b)
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Jacket--Letter, Examiner’s

Sec. No.
J
Jacket (See File wrapper)
Japanese year SYStem.........cceeveerveeniieeiieenreenneenns 901.05(a)
Jepson Claim .........cooveeiiierieeiiece e 2129
Joinder, IMProper.......cccvevveeiveenieeieeeee e 805
Joinder, linking claim allowed..........c..ccccveeevvenrnennnen.. 809.04
Joinder of INVENtOrS......cocueeiiriiniiieieceeeeee 409.03()
Joint application, definition..........ccccecvveevieercreenneennen. 201.02
Joint application, original oath...........cccccevevveriiinieennenn, 602
Joint application, Signatures .........cccccecveeveruereennee. 605.04(%)
Joint inventor
Oath....oeiee e 602
Power of attorney to ......c.eeeveeviieeciieeiieeiee e, 402.01
Refuses to sign application................... 409.03, 409.03(a)
Rights of NonSigning..........cccceeevevvereeiieneencenne 409.03(i)
Joint inventors........... 201.02, 201.03, 605, 605.07, 2137.01
Change in order of names...........cceeeveeeevveennnenne 605.04(f)
Provisional application..........c.ccceeeveevveeecieesneennnen. 605.07
JOINT OWIIETS ..o 301, 605
JOINt t0 JOINE ..ovviiiieiiiiiecee e 201.03
Joint to sole, changing..........ccccceeeeeerenenne. 201.03, 201.06
..................................................... 201.07,201.08
File forwarded to Office of Initial Patent
EXamination.........cccoceeveerienieneeniieieniesienens 201.03
JOINE VENTUIE ....oovviieiieciieeiee it 706.02(1)(2)
Journal, Patent Office SOCIEtY .....cccevvvvririveeceieeireennnnn 707.06
Judicial NOtICE.....cuerueiriieiiiiieieeeee e 2144.03
Judicial review
Ex parte reexamination proceedings............ceeeuennn. 1216
Patent applications ........cceeeeveerereeevieencieeeieesiieeeseeenns 1216
Standards of review by the Federal Circuit ......... 1216.01
JumbO Patents.......ccccueeriieeiieiiieeee e 707.05(a)
Jurisdiction
Allowed application .........ccceevveerveerveennnen. 714.16, 1305
Appealed application..........ccceecveeeeveeriieeieesiieeeeeeane 1210
Application before court..........ccevvveeriienceencieeneennns 1216
INtEIference ......oovueeneieiiiiiiiieeeeeee e 2314
K
Kind Codes......coevvvevieriieieeiesieeeeee e 901.04(a)
Kinds of applications (See also Application).................. 201
Kinds of patent documents...........cccceeeeveerceieienieneennen. 1851

Sec. No.
L

LaCheS ettt 2190
Lack of good faith........ccccovveiiiiiiiiiiieieee, 2000, 2001
Lack of unity of invention............cceeeervervenerenerenen. 803, 823
Lack of utility .....cccveevveiieieieieeieee 608.01(p), 706.03(a)
Language, Offensive.........ccccveeeeeieneeneeneeieeeee 608, 1504
Language of Papers.......cccceceeveevenenenenenieieieneneene 608.01
Late payment of issue fee........c..coceevevveeriencncnennene 711.03(c)
Law, new interpretation of...........ccoeeevevevienvenienienenn, 1208
Laws, Patent (See also Statutes) ............ Introduction, App L
Legal effect of amendments.............ccoeeveveievvenieeniennnne, 2234
Legal representative refuses to sign..........ccceenee..e. 409.03(c)

Letter (See also Action; Form letters and forms: Office
Action Summary PTOL-326)

Abandoned after allowance...........c.ccevveruveirennene 711.05
Congressional iINqUIry ..........cceccveevereververeeennennn. 203.08(a)
Drawing correction, approval by Examiner-...... 608.02(q)
Drawing correction, separate letter.................... 608.02(r)
Drawing transfer .........c.cceeevveeercieneeneenieeeeene 608.02(i)
Official inqUITY ....ceeeveveieiieireiece e 203.08(a)
STATUS ettt 203.08
Letter, Examiner’s (See also Action; Form letters and forms)
....................................................................... 707
Abandonment..........coceeeveverenineeienienene e 711.02
AdViSOry action.........cceceveveeereeerureirennnns 706.07(f), 714.13
Amendment after final rejection ...........ccccvevvnienne 714.13
Arguments ansSwered............ccveveeerierienienieennnns 707.07(f)
Cancellation of nonelected claim.............. 821.01, 821.02
Claim allowable except as to form.................... 707.07(a)
............................... 707.07(j), 710.02(b), 714.15

Claim SUMMATY .......ccveeveeiereieiieieenieeeeeae e e 707.07(i)
Complete and clear..........ccooceeverienieneeieeie e, 707.07
Copies of references .........coocvevveeveceeceerceeneenns 707.05(a)
Copy to applicant...........ccceeverienienierieeieeee e 707.12
Correction, period for reply ................. 707.05(g), 710.06
Correction of CItation..........cceevvervverieereerieeeens 707.05(g)
Date stamped ........ccceceeriieiiieierie e 707.11
Decisions, Cited..........coovveeeviveeeeireeeeeeeeeeeee e 707.06
Drafting criticism in first Office action............. 608.02(a)
............................................................. 707.07(c)
Election of species required, concluding paragraph .........
............................................ 809.02(a), 809.02(b)
Examiner signature at end of letter ..............c....... 707.09
Examiner’s amendments..................... 706.07(f), 1302.04
File wrapper entry........cccoeevevveeceeeeeevennnnns 707.10, 719.01
Final rejection, clearly stated..........ccocevererienenne. 706.07
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Letters, receipt and handling---Mail

Sec. No.

Final rejection, concluding statement.................... 706.07
Final rejection, patentability report ................... 705.01(a)
First action, includes drafting comments........... 608.02(a)
.............................................................. 707.07(c)

Formal drawing required............ccoeevvrverrernnne 608.02(b)

Formal matters....707.07(a), 707.07(¢), 707.07(j), 714.02
Full anticipation, expressions used.. 706.02(c), 706.07(d)

Informal application ...........ccccevververeeenieenieneennn. 702.01
Initialed by examiner............ccccevvevieevienrenreneeenne. 707.08
Interference notice to patentee ...........ceeeeeveeneene 2307.06
Language in rejecting ........cccceevvereververeeneeenennns 707.07(d)
Mailing ..o 707.12, 1303
Memorandum Cited..........cecuerererenerreenienenenennee. 707.06
New examiner, primary examiner indicates .......... 707.01
Notices CIted.....coerreieriininiririeeeieenese e 707.06
Numbering of paragraphs...........cccceeevvevervenennns 707.07(k)
OMmMNibus reJeCtion ......c.eevvvervreiieieeieeieeee e 707.07(d)
Orders Cited .....c..ooeruirerieieienieenceeeceee e 707.06
Outstanding requirements.............occeeeeervervennn. 707.07(e)
Personal matter excluded.........ccccoeveverieriennnns 707.07(d)
Piecemeal prosecution...........cccceeveereeeeervenneenns 707.07(g)
Power of attorney invalid or lacking ........c..ccccecueeeee. 402
Preliminary amendment in new case ......... 709, 714.01(e)
.............................................................. 714.03(a)
Primary examiner signs............... 706.07, 707.01, 707.09
Primary examiner’s attention required, list............... 1004
References, citation ...........ccceeeuvennenee 707.05 to 707.05(g)
................................................. 901.04, 901.05(a)
Refusing entry of amendment after Board decision..........
................................................................ 1214.07
Rejection of claim corresponding to claim of patent........
................................................................ 2307.02
Remailing .......ccoeeevvvvecnennenne, 707.13, 710.06, 1303.02
Requirement for information...........cccccceeuennenne. 706.02(c)
Restriction requirement .............ccceeeveeeveevenenennen. 803, 817
Returned........cccooveveninininiiiiineccecee e 707.13
Reviewed by examiner ............ccoeevevverveneeneennnnnn, 707.08
Shortened time for reply........cccceveviervenvenieieenen. 710.02
SIgNAtULE ....oveneeeiieieieiee 707.09, 707.10, 1302.13
Statement of rejection..........cccveveververveneenieennens 707.07(d)
Status letter TePLlY.....cecierireierierie e 203.08
Statutory Basis ......ccveeverierieriieieeie e seeree e 707.07(d)
SUMMATLY ..c.eeiieiieiieeeie e 707.07(1)
Supplemental..........ccocveeieieiiieiiesieneee e 710.06
Undelivered.......cooovvvveeeeeeeciiieeeeieeeenee, 707.13, 1303.02
Letters, receipt and handling ..............cccceennenee. Chapter 500
Letters of administration......409.01(b), 409.01(c), 409.01(e)
Letters testamentary...........ccceeceeeeereeerveneeneeneeenens 409.01(b)
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Sec. No.
Library, Scientific (See Scientific and Technical Information
Center (STIC))
Library SErviCes .....cccvevverieerieenieeieeeiesvesaeseeseeenns 901.06(a)
Libreville Agreement (See also Treaties) ................... 201.13
License agreements under patent ...........cocceceeeeeeveneenenn 301
Recording of .......cccvevvievieiieieieeeeee e, 310,313
License rights clause.........cccecvevvevienenenienenineeeeieneenn, 310
License to file foreign application .......... 115, 140, 706.03(s)
License to file international application......... 110, 140, 1832
LiCENSEE, ACCESS....vviiiieuriieieeeeeeeeireeeeeeeeeeeeeeeeeeaeee e 106.01
Licensing and Review section.................. 115,120, 121, 130
.................... 140, 150, 151, 706.03(b), 706.03(s)
Linking claim........cccccceerveennee. 809, 809.02, 809.03, 809.04
Transitional application ...........ccccceevuveveereennne. 803.03(a)
Traverse of rejection.........ccccvevveerveereeereenieenenns 818.03(d)
List of countries giving right of priority...................... 201.13
List of deciSions........ccevvveviveviieciieieeieeieseeeeene Appendix 11
List of forms (See Form letters and forms)
List of prior art in reexamination ...........c.cceeeeeeerveneenne. 2257
List of PTO mail boxes (See Box, Mail)
Literature citation in specification ...............c......... 608.01(p)
Litigation information, Duty to disclose............... 2001.06(c)
Litigation involving patent............ccoeceevveverevenvennnnns 1442.04
Litigation not stayed in reissue .........occeceevvevereeruennne 1442.02
Litigation, reexamination copending ...............ccocveneenne. 2286
Litigation related reissue.................. 1404, 1442.01, 1442.02
Litigation, stays considered in .........c.ccocceveeeeneenuennne 1442.05
Litigation, stays denied ..........cccceeveveveercieneenieennen. 1442.05(b)
Litigation, stays granted............cceevrvvrrienrenieennnn. 1442.05(a)
Living matter (See also Biotechnology) ..........ccccoeuvee.e. 2105
Local representative of attorneys ........c..ceceeeereevereneennenn 408

Locarno international classification designation.... 903.09(a)

M

Machine, process or product ...........ccccceevvererennnne. 806.05(e)
............................................ 806.05(f), 806.05(g)

Mail (See also Box, Mail; Correspondence)
AQATESS ..o 501
Depositing correspondence...........eeeveeeveeeerveneeenneenne. 502
DIStrIDULION ...t 501
EXPress ...oovvvieeeeiinieeieeieeieeeee 502, 513, 711.03(c)
Identification............ocevveeeeeiieeeeee e, 502, 503
Receipt and handling ............ccoocvevveciieinnn. Chapter 500
Undelivered ........ooooveveeeieeiiiieeeeeeieeeen, 707.13, 1303.02
ZIP COUC ittt 502
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Mail date as filing date--Multiple dependent claims

Sec. No.
Mail date as filing date ..........ccceveerienieneececeeee e 513
Mail room date stamp.........ccceceeeverererienienierieenenn 608.02(0)
Mailing action .........c.ccecveeeverververienieneeieenienns 707.12, 1303
In ex parte reexamination............ceceeeeevverenenereenns 2264
Mailing Address Labels.........ccccoceverienieninincncnennenne. 1306
Mailing, Certificate of .........ccoecvvecvivierieenne. 512,711.03(c)
Maintenance fees (See also Fee; Refunds) .................... 1730
........................................................ Chapter 2500
Attorney or agent

Handling of requests to withdraw ..........c..cc.ce..... 2560
Revocation of power of attorney.........c..c.cceceeueeee. 2560
Change of correspondence address...........cccueenneeee. 2542
Credit card used for payment of ............ccoeevvrerrnnnnnne. 2522
Due dates for payment...........cccceeeverienienieneeirenne 2506
Facsimile transmission ..........cc.ceceeverenencneneeeenns 2510
Fee address......coveveienenenincnieiccnccceeseeee 2540
Fee amounts...........ccoceeieiieiiniiiiiniinnccccees 2520
FOIrmS ..o 2595
Information available from Status and Entity Division....
..................................................................... 1730
Information required with payment...........c.............. 2515
Intervening rights in reinstated patents..................... 2591
Mailing address for maintenance fee documents...... 2510
Method of payment ............ccceeevevierienienieneeeeene 2522
Notices — Expiration, Receipt, Reminder................. 2575
Patents subject to payment of ...........cccevverienirennn. 2504
Payment informalities..........ccccocevenenenencnenieenenens 2530

Refusal to accept and record payments,
ReVIEW Of ..oviiiiiiiiicicccc e 2580
Reinstatement, delayed payment ............cccccveernnenne 2590
Unavoidable delay basis .........cccoeevervenienierirennns 2590
Unintentional delay basis.........ccccervervenrenirennnnns 2590
Small entity status requirements...........c..cecceeeueeneene 2550
Status TEQUESTS ...eeereveerieeriieeiee et 1730, 2570
Mandatory Classification...........ccccoceeerererceenicnenenne. 903.07
Manual, authority of .........cccceeevviierieniee e foreword
Manual, subscription address ..........coccevevervenreennnnne. title page
Manual of Classification........................ Introduction, 902.01
Manuscript deCISION ......ccvveveeveererierieseienereieeeeeenns 707.06
Margin, application papers.......c..coceeeeeevvervenerenennee. 608.01
Mark of applicant ............ceccvevverercenierienieieenens 605.04(d)
Marking in application, erasing at allowance............ 1302.01
Marking patent Copy........ccvererererereereenienenenenennees 905.04
MarKing, SECULILY .......ccuveeverierieiierieeieeee e enee e 121
Markush claim..................... 803.02, 2173.05(h), 2173.05(0)
Antedating reference for.........ccocevevviencncncncnnn. 715.03
Supporting disclosure.......... 608.01(p), 2163.05, 2164.03
Master classification file (MCF) ............... 902.03(a), 903.06
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Sec. No.
Materiality of information disclosed............c.ccoenee 2001.05
Mathematical algorithms .............ccccvenenneen. 706.03(a), 2106
Matter not in original disclosure..............cccuene...e. 608.04(a)
Matter not original claimed...........coccveevirienieniieiieiene 603
MEANS .....eoniieniieiiiiiieieeetee et 2181
Broadest reasonable interpretation...............cceevvenenn. 2181
Equivalent compared to Doctrine of
Equivalents ..........ccecveeiinierieniee e 2186
ODVIOUSNESS ...ttt ettt sve oo 2183
Prima facie case of equivalence ..................... 2183,2184
Related issues under 35 U.S.C. 112, first
or second paragraphs ...........cceeevereverevernenns 2181, 2185
Scope of the identification of prior art...................... 2182
Single means claim ......c.cccccecevercnenee. 2164.08(a), 2181
Means plus function limitations.................. 706.02(m), 2106
............................... 2111.01,2114,2181 to 2186
Mechanical patent (See Utility patent)
Mechanical S€arch ........c..coceeveeveevieneninicnincneeieeenen 719.05
Memorandum, CitatioNn.............cocveeeeeveeeeeieeeeeereeeenns 707.06
Merger of reexamination and reissue........c..cccceevervennenne. 2285
Merits, Appeal to Board of Patent Appeals
and Interferences.........ccceoevverenencncricniennenn. Introduction
Method of making and apparatus or product......... 806.05(e)
...................................................... 806.05(f), 820
Metric (S.1.) SYStem USAZE .....ccvevveereeereeieeieneeeeeenens 608.01
Microorganisms (See Biotechnology)
Microorganisms, deposit of .............. 1823.01, 2402-2411.05
Microorganisms, patentability of.............c.cceeeneene 706.03(a)
....................................................... 2105, 2164.06
Military officer nOtary ..........cceevevverveneenereeeeiens 604.03(a)
MINOT, INVENLOT ......eeeieirieeeeteeeeeeeeeeeeeeeeeeeveeeeeneeeeeereeeas 409
Misjoinder, Effect on patent ............ccooceevverevecirecieenennnnne 805
Misjoinder of Inventors ........... 201.03, 1402, 1412.04, 1481
Missing patent copy, Replacement ...........ccccccceeuennenne. 901.09
Mistakes (See Correction of patent; Errors)
Mode, Best (See Best Mode)
Mode of OPeration ...........cceeeeeveerieeriercieseeseeeeenne 608.01(h)
MOl 608.03
Model, TEtUIM .....eeeieieiieieeeee e 608.03(a)
Model at INtEIVIEW .....cvevviririeriieieieice e 713.08
Model filed in priority COUNtry ........cceeeverververnnnne 201.14(b)
Months, foreign language names ...............ccoe........ 901.05(a)
Months, foreign language names ................c.o........ 901.05(a)

Motions in interferences (See Interference: Motions)
Multiple dependent claims

Fee calculation........ccccccevvevinincncncnnene. 607, 608.01(n)
Handling .......ccoovevieiieicee e 608.01(n)
Restriction practice...........coceverererceienicnennenn 608.01(n)
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Multiple papers on same issue in protest---Nonpatent literature

Sec. No.
Multiple papers on same issue in protest.............. 1901.07(b)
Multiplicity of claims .........ccoceeveeverieeriennnne. 408, 707.07(g)
........................... 714.16, 2173.05(h), 2173.05(n)
Multiplicity of species.........ccoevvvrrennnnne 808.01(a), 809.02(d)
N
NAFTA .ot 715.07(c)
Name
Change.........ccoeevevierienieieeeeene 605.04(c), 719.02(b)
COITECtION ... 201.03, 605.04(g)
(0 1<) S 605.04(f)
Translation, typographical error .........c..c.cceeuee. 201.03
Change, file sent to Office of Initial Patent Examination.
.............................................................. 605.04(c)

Corrected by amendment............ccoeceeeeeneenennee. 605.04(g)

Full first or middle required ..........cccoeevvrvennenns 605.04(b)

MaTK ..o 605.04(d)

ORI et 605.04(f)

Signature (See Signature)

Uniformity with signature............cccocevevereveneene 605.04(b)
Names used in trade .........cceeeevveveieciencieeieeieeenee. 608.01(v)
National Aeronautics and Space

Administration (NASA) .....cccevvevveiieee, 115, 150, 151
National appliCation ..........ccceceeeeieierienenenenenenceeenens 201
National security, application affecting........... 115,120, 121

............................................................... 130, 140

National stage application (35 U.S.C. 371)..ccccocevercrnnen 201
............................................. 1893.03, 1893.03(a)

Compared with national application......................... 1896
Continuation or continuation-in-part........................ 1895
...................................................... 1895.01, 1896

Drawings ......c.ccceeveeviveeienieiiesieseeee e 1893.03(f)

Filing date........ccoevveeieeieriecieceee e 1893.03(b)

Information disclosure statement............. 609, 1893.03(g)

Order of examination.............cccccceeeuveeeennnee.. 708, 1893.03

Petitions related to.............ccuveen. 1002.02(b), 1002.02(p)

Priority c.oeeeveeieeieeeeeeee e 1893.03(c)

Unity of inVention ...........cceeeeeveereereeereeeeennnnns 1893.03(c)
Naturally occurring article...........ccoocvevvereeniennnnnee. 706.03(a)
Negative limitation........cccooceevererienienenenenenenn. 2173.05(1)
Negotiation authority.........ccceevvveeeeeierierieeereeeeeee. 713.05
New application (definition).........ccccecveveevuenenencnenne. 203.01

Assignment to examiner for examination.......... 903.08(b)

Assignment to examiner in TC

for examination ............. 903.08, 903.08(a), 903.08(e)
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Sec. No.
Classification by primary examiner .................. 903.08(b)
Examiner review for completeness...........c.cceevveennenen. 702
INSPECHION ..eovvienieiiieieeieeeee e e 903.08(a)
Transfer.......ocveveieeiieeeeeeeee e 903.08(a)
Transfer refused.........cccoevvevienienienieeeeee 903.08(d)
New examiner, action BY .........cccoeeveeverieneeneenieeeene 707.01
New ground of rejection by the Board of Patent Appeals
and Interferences........c.coceveeievienenicncncnceienene, 1214.01
New ground of rejection on appeal prohibited.......... 1208.01
NEeW MAatter.....ccvveiriieieeriieieeieeeieee 706.03(0), 2163.06
Amendment of disclosure ........ 608.04, 2163.03, 2163.04
Claim ...ooovveiriieceeeeeeen, 608.04, 706.03(0), 2163.03
Appealable.........ccooeieiieieieee e, 608.04(c)
Claim terminology .........ccceccveeverveneenernieenenne 608.01(0)
Continued prosecution application (CPA)........ 201.06(d)
Continuing application.......... 201.06(a), 201.07, 2163.03
Design application ...........ccceeevevverererireceeerennenen. 1504.04
DiSClOSUIE ... 608.04, 2163.06
Divisional application...........cceeeververveneervenieenenns 201.06
Drawing ........ccceevevieneenieeeee e 608.04, 706.03(0)
File wrapper continuation (FWC)........c.ccocceuee. 201.06(b)
Inherent characteristics .................. 608.04(a), 2163.07(a)
ODBJECHION ..o 706.03(0), 2163.07
Petitionable........ccoccevierienieieeeee 608.04(c), 2163.06
Preliminary amendment ............ccccceeveneveneennen. 608.04(b)
PriOTity coeeeeeieeeeceeeceeee e 2163.03, 2163.05
Reissue application ...........ceeveveererereeeienreneennen. 1411.02
Rejection.......covveeeveeniecenenne. 608.04, 706.03(0), 2163.06
Specification, petitionable .............ccceeereennnee. 608.04(c)
Substitute specification...........cceecvereereereenennnne. 608.01(q)
Supplemental 0ath ..........cccoceveierienienieeeeeeee 603
Trademark definition ..........ccceecvereenierieeieenens 608.01(v)
When entered........c.oooevveeivvineeeeeiieeeenne. 714.19,714.20
Nonanalogous art..................... 904.01(c), 1302.14, 2131.05
Nonelected invention
Claims to
Added......ooiiiiii 821.03
Canceled.........ccoeerenennne. 821.01, 821.02, 1302.04(c)
Withdrawn..........coceeevvinenniinenncneenne 821.01, 821.02
Interference. .....ccecvevvererenenceicenenerceeeeee 2303.01
Nonelected species
Claims to
Canceled.........ccoeeruenennnn. 821.01, 821.02, 1302.04(c)
Withdrawn..........ccccevnneee. 809.02(c), 821.01, 821.02
Non-English oath or declaration...........c.cccccoereeeenene 602.06
Nonnaturally occurring manufacture or composition of
INAET ..ottt 2105
Nonpatent [Hterature ...........cceevevevereeecreeieseeneeeeeee e 901.06
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Nonprofit organization, claiming status as--Oath, Original, Rule 1.63

Sec. No.
Nonprofit organization, claiming status as.................. 509.03
Nonprofit organizations............ceeeeeeeveeververveneeneeennes 509.02
Nonprovisional application (See also Application)...............
.............................................. 201.04(a), 506, 601
Nonreceipt of Office letter .......ccooovevveviveiieeiennnne. 711.03(c)
Nonsigning inventor’s rights ............cccceeveeveenennee. 409.03(1)
Nonstatutory claim ..........cceeveevveirnnenen. 706.03(a), 2107.01
Nonstatutory claim, canceled ...........ccccceevivenrnnnen. 1302.04(b)
Nonstatutory subject matter.............cceeververeeneenne. 706.03(a)
................................................... 2105 to 2107.01
Not fully responsive amendment................. 714.02, 2266.01
Notary JuriSAiCtion.........cecverveereeriieieeienieeee e 604.02
Notary jurisdiction, military officer........................ 604.03(a)
Notary jurisdiction, venue agreement................c....... 604.02
NOAry SEaL ....vveeveeeieeiieciieciiere e 604.01
Notation of possible interference.............cccue...... 2301.01(b)
Notation on file wrapper
Foreign application............cccevveveieveieienrenienienee. 202.03
Parent application.........cccceceevevencneneenee. 201.11, 202.02
Notice, CItAtION .......eeeeevveeeieieeeeeieee e 707.06
Notice of allowability.........ccccevieriecirnienierieieenene 1302.03
Notice of allowance (See also Allowance and issue) ...... 502
..................................................................... 1303
Assigned application ..........cceeeeeeeeriereenieesieeieeee e 308
Deceased iNVeNtor .........cceeeveeeeienenienenenenenns 1303.03
Reissue application..........c.eeceeeveeeerienieneenieeieeeeane 1444
Secrecy order application......................... 120, 130, 1304
Undelivered.........coevererieienincninenceicicnenee 1303.02
Notice of apPeal ......ceevveeviieriiiiieieeieeeee e 1205
Reexamination..........ccoeeereeienienienenenenceeeeeienens 2273
Notice of non-compliant amendment ........ 714.01(e), 714.03
.................................................................. 714.22
Notice of informal patent application
form (PTO-152)...cceiiieiiiieiieeeeeeee 707.07(a)
Notice of references cited form (PTO-892)........ 609, 707.05
......................................... 707.05(a) to 707.05(e)
Notice of reissue application placed in original patent file ...
..................................................................... 1431
Notices (See also Publications)............. Introduction, 707.06
Notices, maintenance fees .........ccoceovvvvveeeviveeeecineeeeenne.. 2575
Nuclear material application .................. 150, 151, 706.03(b)
Nucleotide sequences (See also Biotechnology; Sequence
TULES) ceveneeeiecicceeeer e 803.04, 1823.02, 1848
.................................... 1850, 1877, Chapter 2400
Restriction practice..........ccecverveennenne. 803.04, 1850, 2434
Nullification of double patenting rejection................. 804.01
Number, Application..........cccvevvereeerireeeereeieneenenn 503, 506
Number, Drawing reference character.................... 608.01(g)
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Sec. No.
Number, Serial...........coovviiiiiiiiieiiee e 503, 506
Numbering of papers in file wrapper..................... 719.01(a)
Numbering paragraphs of letter............cceceeeeennenne 707.07(k)
(0}
Oath (See also Declaration)
After appeal ......c.oecvevieiieiieee e 1212.02
Antedating patent for interference
(Rule 1.608)....cc.cocveeininininirieiens 2308 to 2308.02
Antedating reference (See also Affidavit, swearing back
of reference (37 CFR 1.131)).cccecieciieiiiieieee, 715
Inspection during interference (Rules 1.131,
and 1.608(D)..cc.ceverenininiiieicreneeeeeeeeee 2312
MINOT, DY oot 409
NON-English.......cccccvvviiriiiieiieieeie e 602.06
Original (See also Oath, Original, Rule 1.63)............. 602
Plant application (Rule 1.162) ......cc.cocevereriencncnnne 1604
Reissue (Rule 1.175)...cccvevveennnen. 706.03(x), 1414, 1444
Supplemental ..........ccoecveeeieriieiierieneei e 1414.01
Supplemental ..........cceeverierienieieieee e, 602.02, 603
Supplemental and allowance..............ccoecverveneeennen. 603.01
Traversing rejection (Rule 1.132)....c.ccoceneniniiicnnenne. 716
Oath, Antedating reference (See also Affidavit, swearing
back of reference (37 CFR 1.131)) c.occvvvevveeerieienne, 715
Oath, International application ............cccceevennee. 1893.01(e)
Oath, Original, Rule 1.63........cccoooiriiiiiiieeeeeeeee 602
AdMINIStEIING .....eevveeeieiiieciieieee e 604
AMENdment.......cceeveeienierinininieeee e 602.01
Attorney adminiSters.........cvevververeereeneererereeenenns 604.06
Consular certificate.........coevereeierenenenenereeienaens 604.04
Continuing application..................... 201.06(b), 201.06(c)
Date of eXeCution........ccceeereriireeienenenenceieeenen 602.05
Declaration in lieu of, Rule 1.68..............cocvvveeenneeennn. 602
Defective.....cooeveeienieneniniencenn 602.01, 602.02, 602.03
Delayed filing .......cccoeevevienienieieiieieeeee 506, 602.05
Divisional application...........cceccveveveeveeveneenenans 602.05(a)
EXECULION ..ottt 604
Facsimile........cccooeiiiiiiiniiiinnencccceen 602
Foreign eXecution ..........ccecveeeeeeeervesveniereeeeeeneenns 602.04
Foreign filed applications listed........... 201.14, 201.14(c)
.................................................................. 202.04
Invalid, By attorney in case ..........cccceeeveervercvennnenne 604.06
JOINE oo 602, 605.07
Jurisdiction of notary ..........cccceeeveennnne. 604.02, 604.03(a)
New required ......ooevveeeveeeeeieeieeieeeeeeeene 602.01, 602.02
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Oath, Supplemental, Rule 1.67---Office of Initial Patent Examination (OIPE)

Sec. No.

JA\L0]7: ¢ 2R 602, 602.01, 602.04(a), 604.01
.................................... 604.02, 604.03(a), 604.06

Notary certificate.........occvevvereerienieerie e 602.01
Notary jurisdiction............ccoecueeveenennen. 604.02, 604.03(a)
Old at time of filing.........ccoevvvvierieiieieeie e, 602.05
SCAL..eiiiieire e 604.01
Seal, Foreign application............c.cceeceervenerennnnne 602.04(a)
Seal, Not required.........ccceeeeeveeeveeennnnne. 604.01, 604.03(a)
SOLE e 602
SHALC.... ettt 602.05
SUDSHLULE ...t 602.02
VBIUE ..o 604.02
Oath, Supplemental, Rule 1.67.......cccceeeeevcieriereieene 603
After allowance ............cccceeveeeeeeeeeeennennn. 603.01,714.16
Change of inventorship...........cccoceevverienieenennnnen. 201.03
NEW MALET ..c..oeniiiieiieiieieeieeeeeee et 608.04
Rule 60 application, Former.............cccceevuvenenne. 201.06(a)
Oaths, Conflicting ..........cceveeriveierieiierieeeeeeee e 201.03
Object of INVENTION........eevieiieiieieeie e 608.01(d)
Objection contrasted with rejection..............cceeueeneen. 706.01
Objection, Dependent claims ..........cccceevveeeennnnen. 608.01(n)
Objection to formal matters,When made................ 707.07(a)
................................ 707.07(j), 710.02(b), 714.14

Obvious error, COrreCtion ..............ceeevveeeennne... 1302.04, 1305
Obviously informal application..................... 702.01, 704.10
ObVIOUSNESS ......evveeeeenrreeeennnee. 706.02, 706.02(j), 2141-2146
Age of reference.........occvecvvecieeieiieniecieeeee e 2145
Analogous prior art..........cceeeeeeeveeveennene 2141.01(a), 2145
Form paragraphs used for rejection.................. 706.02(m)
Number of references ..........coceeeeeverenienenicncneeneenne. 2145
Ordinary skill, level of.........ccccovviiiiiiieiiie 2141.03
Prima facie case............ocue.n...... 2142-2143.03, 2144.02
Predictability.......cccoeevereienienieieeeeeeeeee 2143.02
Rebuttal against ..........ccceeveeviercieriienierieeee e 2145
Process claims, nonobvious product.................... 2116.01
Provisional rejection............cceecueeevereverierienienns 706.02(k)
RaNGES ...cooviiiiiiieeceeee e 2144.05
Rationale for.........ccoevevierierieeeeeie e 2144-2144.09
Adjustable, making...........ccecveveiriirnienienenne. 2144.04
Aesthetic design changes..........c.ccccoevevvennennne. 2144.04
Automating manual activity ........c.ccccevererenneee 2144.04
Duplication of parts .........ccceeevevereenvervenerennnns 2144.04
Elimination of element or step...........ccceeueeneee. 2144.04
Equivalence, art-recognized...........ccoceeerueeneee 2144.06
GENUS-SPECIES ...vvenererrienrieeeeeesresieeseeeneeeeeeneens 2144.08
Integral, making...........cccecvveeevcvercienierceieeene 2144.04

Rev. 1, Feb. 2003

Sec. No.
Omission of element or step.........c.cecververveennen. 2144.04
Portable, making ...........ccocevevienieniieiinieeneen. 2144.04
Proportion changes............ccoceevvieiinienienieennen. 2144.04
Purifying old product .........cccoeeviriirciinieiienen. 2144.04
RaNGES.....veiiiiiiiiiiieeece e 2144.05
Rearrangement of parts ..........cccceeevvecveeeenenenen. 2144.04
Reversal of parts........ccccceevvevienieciieceeieeeeenn 2144.04
Separable, MaKing...........ccoeeveveververienienireinnns 2144.04
Sequence, change in..........cccceeeveviereenieniieienns 2144.04
Shape changes .........ccecveeereeicieiierieeee s 2144.04
SiZ€ Changes .......cccvevveevieeriieieeie e 2144.04
SPECIES-ZENUS.....evieniieiieieeieeee e seeeneeeneeeeens 2144.08
Rebuttal arguments by applicant............cccoeevvennennenn. 2145
Teaching away in prior art............ccceenee.ne. 2141.02, 2145
Offenlegungsshriften............cccoccevvievienieneenieee, 901.05(b)
Offensive [anguage ..........cceceeceeeveneereece e, 608, 1504
Offer to sell...ccoceevieeieieeieieeeeee, 706.02(c), 2133.03(b)
Offer to surrender original patent ............cccceevvverevennnnne. 1416
OffICE ACHION ...ttt 707
Office action in reexamination................ccoeeeune. 2260, 2262
Office date stamp...................... 505, 506, 710.01(a), 714.18
OffICe NOUTS ... 510
Office of the Assistant Commissioner for Patents . 409.01(b)
............................... 409.03, 409.03(h), 409.03(i)
........................ 409.03(j), 506.02, 1721, 1901.03
............................. 1902.01, 2000, 2001.03, 2013
Office of the Deputy Assistant
Commissioner for Patents...........cccocceeeveveeerveneennnne 1721
Office of the Deputy Commissioner for Patent
Examination Policy.......c...ccoevenvennen. 502.03, 720, 720.01
.................................... 720.03, 1002.02(b), 1721
............................. 2239, 2242, 2307.04, 2307.05
Office of Electronic Information Products
and ServiCes.......covevvervieierierieieeieene e Title Page, 1730
Office of Enrollment and Discipline........ 406, 407, 410, 510
........................... 512, 601.03, 604.06, 714.01(a)
......................... 714.13, 1002.02(m), 2205, 2220
Office of FINANCE ......ccuvveeeeiiiiecieeeceeeeeeeeeee 502, 2248
Office of Initial Patent Examination (OIPE)............... 201.03
............ 201.06(a) to 201.06(d), 203.08, 502, 503
....... 506, 508, 508.03, 601, 601.01(d), 601.01(f)
......... 601.01(g), 601.01(h), 602.05(a), 605.04(c)
............. 607.02, 707.07(a), 714.16(d), 719.01(b)
..................... 719.02, 719.02(b), 903.08(a), 1706
Customer Service Center.........c.ecverveereeerverevervennenns 1730
Petitions handled..........cccooceeienienieieee 1002.02(q)
1-58



Office of National and International
Application Review--Order, citation of

Sec. No.

Office of National and International
Application REVIEW .........cecvveiiiieiieiiecieneeie e 2226
Office of Patent Classification.. 903, 903.05, 903.09, 905.02
Office of Patent Legal Administration (OPLA).......... 409.03
........... 409.03(h), 409.03(j), 506.02, 720, 720.01
.......... 1002.02(b), 1449, 1451, 2281, 2284, 2285
Central Reexamination Unit (CRU)............... 2225,2226
................................................. 2227,2228,2229
Office of Patent Publications (See also Publishing Division)
................................................... 101, 2283, 2287
Petitions handled ..........ccccoevveiieciieiiiee. 1002.02(r)
Office of Patent Quality Review................ 1302.04, 1308.03
Office of Petitions ................... 201.03, 502, 609, 1002.02(b)
Location and phone number.............cccccevvererenerennnne 1730
Office of Solicitor........... 302.04, 311, 601.03,1002.02(k)(3)
.............. 1216.01, 1216.02, 1701.01, 1721, 2207
Office Services DiviSION........ccceeeveeeeienenencnenieenee. 608.02
Official @CtION......evviveriiriirierieeiicecteeeee e 707
Official cross-reference, order of ..........cccoeveeveeennee. 903.06
OfficialGazette (O.G.)................. Introduction, 409.03, 1703
As prior art reference..........ocvveveeevereenvenieneeeenn 903.06
Claim published..........ccoooeriiriienieieeee e 1302.09
From a reissue application...........ccccceevvererenurennnne 1455
From ex parte reexamination certificate............... 2287
Copies and Subscriptions ...........ceeverveerveerversvesnenne 1703
Defensive publications ............ccceeeeeeervereveneenne 711.06(a)
Designating classification............ccoccevevererennene 1302.09
Drawing figure ........ccoeeeeeeerieiieniere e 1302.09
Issuing as U.S. patent .........ccocevververeenieesieneeenn. 901.05
Notice of Board title changes...........cccoceeveeiernennen. 1203
Notice of certificate...........cocvvveeevereeeneeeenee. 2288, 2291
Notices of maintenance fees due..................... 2501, 2575
Notice of reexamination request...........cceecververeeenen. 2229
Publishing disclaimers...........cccevveriierienienieeireeeans 1490
Reexamination..........ccccccoeeeevveeeevineeeeeineeeenee. 2239, 2287
Status of oldest application............cccccveveverrrenennnne 203.08
Statutory Invention Registration (SIR)..................... 1111
Trademarks......c.ccoeeeeeeiieniniiineccececene 1703
Official INQUITIES ....cceveveeieeieeieeieeeeee e 203.08(a)
Official NOICE. ...cc.eeueeieiiienieriericeteeeere e 2144.03
Old application (definition)...........ccceevveceeeeenvenernnnene 203.03
Old combination..........c.cevervverieenieesieerieeee e 2173.05()
Old combination, restriction...................... 806.05(b), 820.01
Omission in reply, inadvertent................. 710.02(c), 2266.01
Omnibus claim ........ccoccvereieriecireienns 706.03(d), 2173.05(r)
Cancellation...........cceevveeeieieienienieneee e 1302.04(b)
On-line search (See also Electronic databases) ....................

Sec. No.
........................... 706.02(e), 901.06(a), 902.03(e)
On sale (See also Public Use)......c.cccceeverveerennnnne. 706.02(c)
............................................. 2133.03, 2133.03(b)
Affidavit or declaration...........cocceceecvenenencnennenne. 715.10
Anticipation rejection ...........ceeeeevveevervenenenne 2133.03(b)
BUYCT oo 2133.03(b)
Commercial activities ...................... 2133.03, 2133.03(c)
................................... 2133.03(e), 2133.03(e)(1)
Completion of the invention ............ 2133.03, 2133.03(b)
........... 2133.03(c), 2133.03(e)(1), 2133.03(e)(3)
Admission of completion by 37 CFR 1.131
affidavit ....ocoveeeeieiee e 2133.03(c)
Definition of .......cccoeevvieiiieiieieeeee e 2133.03(b)
Conditional sale..........cceevverierienieniieieeiene 2133.03(b)
Nonprofit sale........ccceerverieriecieiieieeieeeenns 2133.03(b)
Sale of rights ......ccvveeiveiiiiececeeeee 2133.03(b)
Single sale .....ooovvevieiieieee e 2133.03(b)
Delivery of offered goods........cccecevevervennnnnee. 2133.03(b)
Evidence of (prior art publications)................ 2133.03(b)
Experimental use (See also Experimental Use) ................
............................................ 2133.03, 2133.03(e)
Goods “on hand” .........cccocvevievieciieieeieeee, 2133.03(b)
“In this COUNIY”.....oovireieiieiieeeie e 2133.03(d)
INVENtION ....eoiiieiieiee e 2133.03(c)
Intent to sell........ccceevvveeeennnnne. 2133.03(b), 2133.03(e)(2)
Offer for sale........cceevveeiieieieiieeeeeeee, 2133.03(b)
Policy considerations............ceeeevereveeevenvenieennenn 2133.03
Reduction to practice................... 2133.03(c), 2133.03(e)
Sale by inventor or associate ................eceeeeue. 2133.03(b)
Sale by third party.......ccccceveeveercencierieeeenns 2133.03(b)
Testing by third party........cccccceeevvrevernne 2133.03(e)(5)
....................................................... 2133.03(e)(7)
Sale 0f @ Process ....cceevvveveiereeriieiieieeie e 2133.03(c)
SECTECY wvvvverieiieieeiesie st eeeieeeens 2133.03, 2133.03(b)
Supervision and control over invention ......2133.03(e)(5)
....................................................... 2133.03(e)(7)
Test for determining if impermissible
sale occurred......ooovevvvereieriieieee e 2133.03(b)
Operating hours (See Hours of operation)
OPETAtIVE c.eeeeeeeeie e 2164.07, 2164.08(b)
Operative eXample ........ceeveriereeneeneesieeee e 608.01(p)
Operative, ShOWING ........ccovevverienieiieieeie e 608.03, 716
Opposition to issue of patent (See protest)
Oral hearing in reexamination..........c.cceceveeeeeenvenennenne 2276
Oral hearing on appeal.........cccoccveiereieicierieniecieeeene, 1209
Order, citation Of.........c..coooovviiiiiiiiiiee e, 707.06
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Order, Classification---Patent

Sec. No.
Order, Classification..............coevvveeeeeveeeeeineeeeeieeeeenns 902.04
Order of examination.......................... 707.02, 708 to 708.03
Patentability report.........cccevverierieniiereieeiene 705.01(b)
Order of papers in file wrapper ..........ccceccveverenennen. 719.01(a)
Order for compliance ..........cceevevveereerieneieiieeieeeenne 1210.01
Ordering
Abandoned file........cccoeeeviieeiieiiien, 711.04(b), 905.03
Allowed applications...........cceeevevverveneeereeeneeennns 1306.03
CroSS-TEfEreNCeS ....eveverviriieiieieienie e 903.06
Foreign patent...........cecveeieecieecieriienieneeseeeeenes 901.05(c)
Patented file.......ccceoeverevieirieiieee 711.04(b), 905.03
Publication .........ccceeeerieniieniieiieie e 901.06(b)
Reexamination, decision.................. 2246, 2247, 2247.01
SOt COPY ettt 905.02
SUDCIASS TSt ..uvrenereeiieeieeiiecieecieeie e 902.03(c)
Orders (See also Publications) .............. Introduction, 707.06
Original application (See also Nonprovisional application)..
.............................................. 201.04(a), 506, 601
Original carries title to some continuing
APPLICALIONS ...ttt 201.12
Original disclosure, inherent characteristics........... 608.04(a)
Outstanding requirements............ccecverveerreesvernennnns 707.07(e)
Overcoming a reference, Right of priority.................. 201.15
.............................................................. 706.02(b)
Overlapping applications
Same applicant ..........ccocceerveennnen. 709.01, 715.01(a), 804
.............................. 804.02, 822, 822.01, 2315.01
Same assignee .......ccceeeevvereeenenne. 706.02(£)(2), 706.02(k)
......................... 706.02(1) to 706.02(1)(3), 709.01
............................. 715.01(b), 822, 2315.01, 2302
Overlapping claims............cccoeevereierienieneee e 804.02
OWner’s 1epresentative.........c.eeveeeerveereeevesnennnn. Chapter 400
Ownership and assignment........... Chapter 300, 706.02(1)(2)
.......................................................... 706.02(1)(3)
Ownership at time invention made ................c........ 706.02(k)
...................................... 706.02(1) to 706.02(1)(3)
Ownership of applications filed subsequent to recording of
Fi R 141100111 | SR 201.12, 306
P
PATR .ottt 102
PALM...ccoviriennne 102, 508.01, 508.03, 711.04(b), 1893
............................. 2232, 2233, 2235, 2237, 2289
Application 10cation ...........ccevverererereceenvenienneenne. 905.05
Application records and reports .........c.cceeverereennee 1704
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Application StAtUuS .......c..cceevereninienenineeieeeeeeen 102
Examiner Docket, Time, and Activity Reports.......... 1705
Paper Correlating Office........cccceoeveninenininccnicnnenne, 508.03
Paper, easily erasable........... 608.01, 714.05, 714.07, 714.19
Paper number..........cccevvevieiieiee e 714.18, 714.21
Paper number of print..........ccccevverienieneeieee, 719.01(b)
Paper size (See also A4 size paper)
ApPlication PAPETS ......c.cecverviriereeeeieneeneneeieeeeneen 608.01
Computer LiStings........ccveeeververieniereereenreeeeeee e 608.05
DIrawings.......ccceevereesiierieeieeiesee e see e eeeens 608.02
Photographs ........cccveevieieeieiieeie e 608.02
Substitute drawings...........ccccvevveveeeeeeeveneennennn 608.02(h)
Papers
Associated with file ........cocevinininniiiiicce, 101
DEPOSItING....ocvveiieiieieeie ettt 502
DIStrIbULION ....cuveeciiicciictccecee e 508
File Wrapper.......ccocveveeeeeeceeeieeie e 719.01, 719.01(a)
Identification............oovvveeeeieieeeeiee e, 502, 503
Receipt and handling ............ccoocvevvecireinnn. Chapter 500
Received after patenting and handling................... 508.02
Signature required.........ooceeeeereereenieneeee e 402
Submitted in reissue litigation...........cceveereerveneennne. 1403
Unmatched........cooeeieiienininiiiiciccnceeeeeen 508.03
Wrong Technology Center............ceecververerenirennnnne 508.01
Parent application .........coccoceveeeeieneninenenenccieeen 201.04
Parent application data, Cross-noting ..........c..cecceueee. 201.11
..................................................... 202.01, 202.02
Parent application carries assignment
to some continuing applications.............cccceeevernenne. 201.12
Parent application review...........coccvererenneene 707.05, 719.05
................................................... 904, 2001.06(b)
Paris Convention (See also Treaties).............. 201.13, App. P
Article 4 Cited ................... 201.13, 201.13(b), 201.14(b)
Partial signatory authority.........cccccccevenenerenienecncnenne. 1005
Patent
1836 (PIesent) SEriCS.......ccuereerreerreeverreenreeeeneneens 901.04
AL SETICS ..ottt 901.04
Arrangement in Examiner’s Search Files............... 901.07
ASSIZNMENL ...t enee e eenes 301
Borrowing from Examiner’s Search Files.............. 901.08
Citation handling ............cccooovevievieiiie e, 1920
Citation of prior art in.........c.cceceeveevencncneenee. 1920, 2202

Claim copied (See Claim presented corresponding to
claim of patent)

Classification change ...........ccoecveveereereeseeceennee 903.05

Classification indices ...........ccoeeverunennen. 902.03, 902.03(a)

Classification Home Page on the Internet......... 902.03(a)

Classification Home Page on the USPTO Intranet ...........
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Patent Academy--Patent Cooperation Treaty (PCT)

Sec. No.

.............................................................. 902.03(b)
Classification Insight on USPTO LAN ............. 902.03(c)
Copy, Reexamination certificate on ..............c.c........ 2292
Copy in reexamination request ...........ceeeveerverrverenenne 2219
COPY OILIS .vvieniieeieeie ettt 1730
Correction Of ......cceeveevienierieeeeee e Chapter 1400
COSt OF COPY wvenvvenrieieeieee et 905.02
Definition .......cceeevveeieeeiiieirieeies Introduction, 2135.01
DESIZN . Chapter 1500
DESIZN SCTICS ..vvveveeeeieeiieeie et 901.04
Design vs. Utility.....cceveerieieiieeiereeeeeeeeeeie 1502.01
Effective date ................ 706.02(a), 715, 715.01, 2133.01
Extension (See Term, Patent)
FIleS oo 905.03
Foreign (See Foreign patent)
General Information About, booklet .......................... 703
INAEX..eeiieieeieee e 902.03(b)
Interference ........coceeeveecvenencncnencenenn 2306 to 2308.02
INVeNtOrship.......ccvevvieiieiieiecieeeeee e 2137.01
JUISAICHION ..o 1305
Law, opinions not giVen ..........cceeveveervereeeneeenenns 713.02
Laws (See also Statutes).................. Introduction, App. L
LICENSING ..ottt 301
Litigation relating to reiSSue.........oceeeveeeeeennene 1442.04
Marking eXxaminer’s COPY.....ceeeververuerevereereeereeenns 905.04
MISSING COPY wvevvvervreneranriereereeresresneseeesseesseeseenes 901.09
Ordering SOft COPY...vvrrveerveieirieeieeieeieeeeseeeeene 905.02
Owner, appeal BY.......cccvveverierierieeee e 1205
Owner, service of citation ON...............cecveeeeeveeeenn. 2208
Owner’s address in reexamination..................eveen... 2222
OWNETSHIP ... 301
Papers received ......oovvvieiieieeieeie e 508.02
Plant Series .......ccoecvevvereeneenreeene, 901.04, Chapter 1600
Post-issuance information updating.......................... 2501
Prior art citation in ..........cceeevevevevvenienieeeieeeene 2003.01
Printing priority........cceeveeveeeieeiesiesieseeneese e 1309
Reference (See Reference)
REISSUE SCTIES ..ot 901.04
Reissued, effect Of .....c..ooviviiiiieiiiieeieeeee e 1460
Right to exclude others............ccoevevveinnnnen. 509.02, 1111

........................................................... 1601, 2162
Rules (See also Rules, Patent (Code of Federal

Regulations)) ......cceeverienieniieieeie e App.R

Simultaneous iSSUE ........cccuevererereeienienerenennes 1306.02
SOt COPY wvevreeieiieii et 905.02
Statutory subject matter.................. 706.03(a), 2107,1601
Surrender of original in reissue .........cccccveverereenene 1416
Statutes (See also Statutes).............. Introduction, App. L
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Sec. No.
System, Constitutional basis for.................... Introduction
Term adjustment ..........ccoeceeeveeveneeennnnns 2710, 2720, 2730
Terms (See also Term, Patent).........cccoceeveevencncnnene 2701
TTanSTer......ooevevieieccc e 903.05
Transfer of rights in .........coocvevierienieieeee e 509.02
Type, Design vs. Utility....ccccoceeeecveneneneneneenenn 1502.01
ULILItY SETICS...vvevienrieieeieeieere e ere s 901.04, 1502.01
Utility vS. deSiZN..cuerreriieriieiieieii e 1502.01
XUSETICS cevvnvenrererienieeiteeete sttt ettt 901.04
Patent Academy .........ccccoeevevevevvenieniiene Title page, 713.01
Patent and Trademark Assignment System................. 302.09
Patent and Trademark Copy Sales ............cccueenee..e. 707.05(a)
Patent and Trademark Office (PTO or USPTO)
AAIESS...ooeieeeeeeeeeeeeeeeeeeeeeee e 501, 502
BUsiness hOUTS ........ccccoeverieieniinenennccccicce e 510
Employees, property interest in patent..............cc....... 309
Matters decided by various officials............ Chapter 1000
Publications .........cccceeeeveninincnenieieieienne Introduction
Attorneys and Agents Registered to Practice Before the
United States Patent and Trademark Office ..............
............................................ 401, 902.03(d), 1706
Development and Use of Patent Classification
SYSTEMS ..ottt 903.02

Official Gazette of the United States Patent and
Trademark Office (See also Official Gazette

(0.GL)) et 1703

Receipt and handling of mail........................ Chapter 500
Telephone MUMDETS..........ccccveviieiieierie e, 1730
WED SItE ..eoiieiieiieiicieee et 1730
Patent Assistance Center..........ccoocvevvereverieereeeeenneneeenne 1730

Patent attorney or agent (See Attorney or agent)
Patent classification (See also Classification;

Prior Art) .ooceeceeeeeeiecieceeeee e Chapter 900
ClIaSSES . .veveeveeieeie et 707.05(¢e), 902.01
............................... 902.02, 903.02(a), 903.02(b)
Cross references..........cc...c...... 903.06, 903.07, 903.07(a)
DHZESES vttt 903.06, 903.07
ISSUE SIP v 903.07
Manual of Classification.................. Introduction, 902.01
Master classification file (MCF).......... 902.03(a), 903.06
OTAETS ..ottt 902.04
Post classifier (See Post classifier)
Shoes.............. 510, 901.05(c), 901.07, 902.02(b), 905.04
Statutory authOority ........ccceevveviieriieieeieeieseeeenn 903.01
SUbCIASSES....vveeeeeieiieieeie e 707.05(¢e), 902.01
............................... 902.02, 903.02(a), 903.02(c)
Patent classifier’s decision...........cceeevevververevennnne. 903.08(f)

Patent Cooperation Treaty (PCT) (See also International
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Patent Cooperation Treaty (PCT)---Patent Cooperation Treaty (PCT)

Sec. No.
application; Treaties)........c.cceervnn.e. Chapter 1800, App. T
Administrative Instructions .............ceeveeveevennnnns App. Al
AGENL it 1807
Amendment before the designated office.. 1893.01(a)(2),
............................................................... 1893.01(a)(2)
Amendment of claims before the International Bureau
............................................................................. 1853
ApPPlicant ........ccceevveriieiieeeie e 1810, 1817.01
Applicant for United States Receiving Office........... 1805
Basic flOW.....coeeieiiiinininiecc e 1842
Classification of application...........cccceeveennee. 903.08(b)
Classification of subject matter ...................... 1844, 1879
Common representative. ........oveeevereeeveeeveecvesvesenenes 1807
CoNCEPLS, MAJOT....eeveeneeereeereeereneeeneeereereeaesaeseee e 1801
CoUNtrY COUCS...oonviriiririiieieeeieeieeieeie e 1851
Definitions.....c.covvervirerenirieieieeeseeeseee e 1802
Design patents .........cceeveerveeiieerieriieiie e 1501
Designated office........ccovvvvvvierienienieieeeene 1893.01(a)
Designation of States .........cccceeeveveeerierierieerieennens 1817.01
FeeS oot 1827, 1893.01(c)
Reduced basic fee by filing sequence listing and/or
tables on compact disSc ........ccceveverierrernenne 1823.02
Filing date requirements............c.ccoeeververeeneenerennenns 1810
Foreign filing license.........cccevevereieriienienienieireee 1832
Foreign patent citation codes..........cccevvervenieenerennnns 1851

Forms
Compact Disc Transmittal Sheet For Submission of
Sequence Listing and/or Tables To The United
States Receiving Office Under Pct Administrative

Instructions-Part 8............cccoeeevvieviienineenns 1823.02
IB/307 oot 1893.03(e)
IB/308 i 1893.01(a)(1)
PCT/DO/EO/903 ....vveeeeeeeeeeeeeeeeeeee 1893.03(a)

............................................. 1893.03(g), 1895.01
PCT/DO/EO/905 ................. 1893.01(a)(1), 1893.01(¢)
PCT/DO/EO/1390 .....coovveeeeiicieeeeeeeeee 1893.03(a)
PCT/ISA/201 ..o 1852
PCT/ISA/203 ..o 1849
PCT/ISA/206 ..o 1850
PCT/ISA/210 ..., 1843, 1844, 1893.03(¢)
PCT/ISA/2L6 e, 1836
PCT/ISA/2LT oo 1836
PCT/ISA/2L9 e 1844
PCT/ISA/220 ..o 1844
PCT/IPEA/401 ..o 1864, 1865, 1866
PCT/IPEA/405.......ocoveeeeeenenen. 1850, 1875, 1875.01
PCT/IPEA/408.............. 1860, 1874, 1876, 1878, 1879
PCT/IPEA/409........ccoevveenen. 1871, 1878, 1878.01(a)

Rev. 1, Feb. 2003

Sec. No.
................................................. 1879, 1893.03(e)
PCT/IPEA/AL0 ..ot 1864.04
PCT/IPEA/ATT oo, 1836, 1876
PCT/IPEA/A12 ..o 1836,1876.01
PCT/IPEA/ALG ..o 1879.02
PCT/IPEA/A20 ..ot 1875.02
PCT/IPEA/A28 ...t 1878.02
PCT/RO/I0T i 1812, 1840.01
PCT/RO/TT ot 1893.03(e)
PCT/RO/136 ..o 1893.03(e)
PTO-1382 i 1830, 1832
USPTO/299....ciiiiiiiiicieeeseseseeeeeeee e 1850
USPTO/499...c.oiiieieeeeeeeee, 1850, 1875.01
GAZEE .o 1801
Guidelines on qualifying for reduced basic fee by filing
sequence listing on compact disc.................... 1823.02
Help DesK ..ot 1730
Information SOUTCES ......c..covevvereeienienienienienieeeeienens 1730
International Bureau ...........c.ccoceveeeeienienienincncenne 1801
International preliminary examination...................... 1860
International preliminary examination report ........... 1879
Written OPINION ....ccveevieiieieeie e 1878
International publication.............ccceeeevieeviereiercnernenne 1857
Prior art effect......... 1857.01, 1895.01, 1896, 2136.03
International search report..........ccecevevereervenieenennne. 1844
International searching authority ............ccccccevuveneene. 1840
MembET COUNLTIES ...c..eveeeenieiieeiienieeeeeieeteie e 1817
National procedure ...........ccoeeveeeeciercierieneeeeeeene 1893
National stage (See National stage application (35 U.S.C.
371))
Nucleotide SEqUENCES.........ceevverierieriieriieieeieeeeeee 1850
Guidelines for submitting sequence listings and tables
on electronic media.......ccceoeverenerceieneenne. 1823.02
Numbering of Sheets .........ccvevverierierierieeeeeeeeee, 1812
Priority.....cccecvvenuenenne. 201.13(b), 1828, 1893.03(c), 1895
Priority document ...........ccccoeeveriernennnnne 201.13(b), 1828
PUblication........cocoeerereeieiiiinicsccececeee 1857
Receiving office.......ooverieriieniieiieieeeeeeeeee 1801
Receiving office procedure...........ceeveveveceeeveneennnnns 1801
Record copy transmittal ...........ccceeeevveieeienienieieenen. 1801
Regular filing in each designated state..................... 1801
Representation before the designated office................ 402
Response to invitation concerning lack of unity of
INVENtioN ...oveeeeereivennenn 1850, 1875.02, 1893.03(d)
Reply to written opinion ...........cceeveveeereeeveenennen. 1878.02
Revocation of agent ..........ccoecveveveveenienienieeeieeene 1808
Schedule of fees.....ccovireriiriiiinininecicerceseee 1827
Search report.......ccoecveceeeciercierieeieseeeeiens 707.05, 1844
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SECIECY OFAET....c.eieeieiieiieieeie et 120 4.11. Reproduced ........ccevveviienieeniieiieeeeieeeeeieins 1819
Sequence listings .......ccceeveeeverververeenieennenn 1823.02, 1848 4.14. Reproduced ........ccevverienieiieiieieeieeeeenn 1817.02
On electronic media.........cecevevverieneeecereiennnans 1823.02 4.15. Reproduced ........ccevvevieniieniieieeeeeieeeeeins 1820
SigNature MISSING ......c.eeverevereerreerieereeereereneeenieeeens 1820 5.1. Reproduced .......ccooevveeiieiiiiieieieeeeee e 1823
Unity of invention ............... 823, 1850, 1875, 1893.03(d) 5.2. Reproduced .........ccoeeveeieiieiieiienieeeieee 1823.02
Written opinion, preparation ...........cc.ecceevereeererennenns 1878 6 Reproduced ........coceeveevieniieieieee e 1824
Written opinion, time to reply to .........ccceevereererennne 1878 6.1. Reproduced ........cccoevvieiieiieiieieee e 1824
Patent Cooperation Treaty Administrative Instructions ........ 6.2. Reproduced ........c.ccooevivereeiinininininiccce 1824
................................................................ App. Al 6.3. Reproduced ........cccevvevivevieciieeeieeie e, 1824
105 Reproduced .......ccceeeveeieeieniieiieieeieeie e 1834 6.4. Reproduced ........cccoevvieriieiieiieiecie e 1824
204 Reproduced ......coocveevieieeieiieeiereee e 1823 6.5. Reproduced ........cccoevvieviieiieiieieee e 1824
205 Reproduced ......coocveeiieieeieiieeieeeeeee e 1824 7 Reproduced ........coceveevieniieiieieeie e 1825
208 Reproduced .......coccveeveeieiieiienieeeeeeeeene 1823.02 7.1. Reproduced .......cccceevieriieiieiieieee e 1825
209 Reproduced .......ccveevieeieeieiieiieneeeee e 1823 7.2. Reproduced .......ccceevieiieiieieeieee e 1825
326 Reproduced .......cccoeevveiieienieieeee e 1859 8 Reproduced .......cccoeevevieiieiieieieeee 402.09, 1826
404 Reproduced ......coocveevieieeieiieiieeee e 1857 8.1. Reproduced ........cccevveiiriiiiiicieieeeee e, 1826
502 Reproduced .......ccoecvevievienieiieieeeeeeeenn 1850 8.2. Reproduced ........cceevvveiieiiiiicieieeee e, 1826
513 Reproduced .......ccoecveeievieniieiieiieieeeeeeeenn 1848 8.3. Reproduced ........ccoevvveiiiiiiiicieieeeee e, 1826
603 Reproduced ........ccoocvevierieniieiieieeeeie e 1875.02 11 Reproduced .......ccoeveeeieriieiieieeiece e 1825
604 Reproduced ........ccoocvveiieienieieieee e 1879 11.5. Reproduced .......ccooovveiveiieiieieeie e 1825
605 Reproduced ........ccoeevveierienieieeeeee e 1872 11.6. Reproduced ........coooveiieiieiieieeie e 1825
606 Reproduced ........ccoocvveeeeienieieieeeee e 1880 11.11. Reproduced ........cccoevveeiiecieeieiiecieceeeeeeene, 1825
607 Reproduced ........ccoocvveiieienieieeeeee e 1876 11.13. Reproduced .........ccoevveiiiecieeienieeieceeeeeene 1825
801 Reproduced ...........coooveeeveeeeeeeeeeseeeereres 1823.02 13%5 Reproduced ..........ocooveeeeeeeeeeeeeeeeeeeeesenan 1823.01
803 Reproduced ...........coooveeeeeeeeeeeeeseeeeseres 1823.02 13%5. 1. Reproduced .........o.oveeeeeeeeeeeeeeeeeeesrenan 1823.01
Patent Cooperation Treaty Articles.........c.ccoeeveruiennene App. T 13%5.2. Reproduced .........o.oveveeeeeeeeeeeeeeeeesrena. 1823.01
3 REPrOAUCEA ..o 1812 13%5 .3, Reproduced .........ooveeveeeeeeeeeeeeeeeesrnan 1823.01
5 REProdUCEd .....oe.oveeeeeeeeeeeeeeeeeeeeee e 1823 13 %4, Reproduced ........oo.oveevveeeereeeeeeeeeeesrenan 1823.01
6 REProduCed ........veveeeeeeeeeeeeeeeeeeeeeee e, 1824 13%5.5. Reproduced .........o.oveeeeeeeeeeeeeeeeeeesrean 1823.01
7 REProAUCEd ... 1825 13%5.6. Reproduced ..........o.ooeeeeeveeeeeereeeeerrenan 1823.01
11 Reproduced ..................... 506, 601.01(a), 1810, 1896 13%5.7. Reproduced ..........o.oveeeeeveeeeeeeeeeeesrnan 1823.01
17 Reproduced .........coeveeeevivveieiiiiiieeieiiieeereieaenes 1843 13" Reproduced ........ccoovveveeeeeeeeeeeeeeeerennnn. 1823.02
18 Reproduced .........cooveeeeviiveieeiiiiieeeeiiieeeereveennes 1844 13" .1 Reproduced ..........cccovevvrerevennnnnnn. 1823.02, 1848
19 Reproduced .........coeveeeevivveieeiiiiieeeeieeeeeeveieeenes 1853 13 .2 Reproduced ..........cccovevveevevereeeeeerernnnn. 1823.02
21 Reproduced .......ccoeeveeveeeeiieiierieeieiieins 103, 1857 17 Reproduced .......ccoeveeieviieniieiieieeie e 201.13(b)
29 Reproduced ........cocveevieieeieiieeie e 1857 17.1. Reproduced .......cccoceevveriieviieieeieeieeeene 201.13(b)
30 Reproduced ......coeveeeveniieiieieeeeee e 110 17.2 Reproduced ........cceeevveviveniieniieieeieeieeenne 201.13(b)
31 Reproduced ................ 1864.02, 1864.03, 1865, 1869 33 Reproduced ......oocveeeeeeiieiieiieieeie e 1843
32 Reproduced .....oceevveiieiieieieeeeee e 1862 33.1. Reproduced .......ccooeveviieiieiieiecie e 1843
33 Reproduced ......ooveveveiieieeieeieenee, 1860, 1878.01(a) 33.2. Reproduced .......ccoevieiieiieiieiece e 1843
............... 1878.01(a)(1), 1878.01(a)(3) 33.3. Reproduced .....ccooeeeeiveneeineiecsereceieennn. 1843
34 Reproduced .......ccccvenenne 1862, 1874, 1878, 1878.02 39 Reproduced ......ooveeeeeeeieiieiieieee e 1843
35 Reproduced ......ceevvveiieiieieeieeeeee e 1879 39.1. Reproduced .......ccoeeveiieiieiieiecie e 1843
36 Reproduced .......ccoeevevvevieniieiiennns 1879.02, 1879.03 40 Reproduced ........ccevvevieiienieieeee e 1850
37 Reproduced .....ccoeveveeveiinieieeeeee e 1880 40.1. Reproduced ........ccevvevieniieniieiieieeeeeieeeeiens 1850
38 Reproduced ......ceecvveiieiierieiieeee e 1879.04 40.2. Reproduced ........cceeveviienieeniieiieieeieeeeseeins 1850
40.3. Reproduced ........cceeverieniieniieiieieeieeiesiieins 1850
Patent Cooperation Treaty Rules 41 Reproduced ........cceeveiieiienieieeee e 1852
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66 Reproduced ...
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66.8. Reproduced
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Sec. No. Sec. No.
.................................................... 1852 72.1. Reproduced .......cccoovevevecieeienienieneeieene... 1879.03
..................................................... 1853 72.2. Reproduced .......ccceevevivecieeieniesienieieene... 1879.03
.................................................... 1853 72.3. Reproduced .......cccoeveveiecieecienienieneeiene... 1879.03
.................................................... 1853 82 Reproduced .......ccoecvevievienieiieieeieeieeeeeennn. 1834.02
.................................................... 1853 82.1. Reproduced .......ccccceevvevieriieieeieeieieenennn. 1834.02
.................................................... 1853 82.2. Reproduced .......ccccceevvevieniiecieeieeienieennnn. 1834.02
.................................................... 1853 90. Reproduced .......ccccevvevieciiecieeieniesieseeeeenennn. 1808
............................................... 1864.02, 90.6. Reproduced ........ccocveveveciieieeienienieneeeeenenn.. 1808
............................................... 1864.02 90" Reproduced ..........co.oveevreeereeeeeeeeeesresresnennn. 1880
............................................... 1864.02 90" 4. Reproduced ...........cccoeveveeveveeeereeresrrnnn.. 1880
................................................ 1864.02 91 Reproduced .......ccocevierienieiieieeiesie e, 1836
............................................... 1864.02 91.1. Reproduced ........ccoocveveveviieciieieeieniesie e, 1836
..................................................... 1873 92 Reproduced .......ccocevvevienieniieieeiesie e seeeneennn. 1834
.................................................... 1873 92.1. Reproduced ........ccoocveveieviiecieeieeieniecieseeeneennn. 1834
.................................................... 1873 92.2. Reproduced ........ccoecveveveviieciieieeieniesieseeeneennn. 1834
.................................................... 1873 Patent and Trademark Depository Libraries (PTDLs)
.................................................... 1873 Accepting documents under the Disclosure Document
.................................................... 1873 Program .......ccocceeveieeviiiniiniiciiceieeieeeeeeenn 1706
..................................................... 1868 Patent application publication (See Application Publication)
.................................................... 1868 Patent pending (See Statutes: 35 U.S.C. 292)
.................................................... 1868 Patent search room........c..ceceevvevveninencnccnicncncncneenen. 2229
..................................................... 1881 HOUTS .. 510, 1730
.................................................... 1881 Regulations for public US€ ........cccccvevcveriervenireirennn. 510
.................................................... 1881 Patentability (See also Reasons for Allowance; Rejection) ...
..................................................... 1871 rteerteerteneenteenseesesneseeseenseenneenneenne. ChAPtEr 2100
.................................................... 1871 Patentability 1eport .......ccoccvevvevieciecercecieseeeeie e 705
.................................................... 1871 Appeal......ccevereirieeeneeeneeeenenene. 705.01(a), 1208
............................................ 1878.01(a) COoUNt ... 105.01(C)
........................................... 1878.01(a) Date status........ccceveeriereenieriescieseeseeseeneeennen. 705.01(c)
........................................... 1878.01(a) Dispute between examiners .............................. 705.01(a)
........................................... 1878.01(a) Drawing ........ccceeceeeveveerenencnnenee....008.02(n), 705.01(d)
....................................... 1878.01(a)(2) Final action .........cccceccvvvvecierciercesienieieeenne. 705.01()
...................................... 1878.01(a)(2) IMPrOPer ....cccvvvveeieciecieeieieieeieee e seeeeeene 105.01(€)
...................................... 1878.01(a)(2) INTHALE ..o eeeeeesieneeneens 105,01
...................................... 1864.01, 1870 INtEIVIEWS ..vevenieniieiecrieieieiesieeeeene. 705.01(F), 713.01
............................................... 1878.02 Limitation as to US€.......cceeeververververeererennennne. 705.01(€)
............................................... 1878.02 Practice used only in extraordinary situations............. 705
............................................... 1878.02 Primary decides propriety........cccccceeveerevercvereennnnn... 1004
.................................................... 1870 Print of drawing................................608.02(n), 705.01(d)
................................ 1864.01, 1878.02 PUIPOSE ...ooveeeeiiieeceeeseeeeeenens 105.01(€)
............................................... 1878.02 Recording ........ccceeevvecivecieeieiieniesieseeeeeene.. 705.01(c)
...................................... 1875, 1879.01 Restriction, Effecton.........cccccceeeeviveeeeviieceneneene..... 807
............................................... 1879.01 Search ......ccoceeevevevecnineirieinenn.. 705.01(a), 705.01(b)
............................................... 1879.01 Sequence of examination...............ccecueeueneeen... 705.01(b)
................................................ 1879.02 Transfer of appeal........cccccoocvvvierieinieenne... 705.01(a)
............................................... 1879.02 Patentability statement................cceevenneeeenn.... 609, 1302.14
............................................... 1879.02 Patentable novelty, pointed out..............ccoeeuvneeeeen.... 714.04
................................................ 1879.03 Patentable subject matter
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Patented file--Petition

Sec. No.
COmPULET PIOZTAMS ..ccvvveeerieeieeeireeiieenireeieeesireenaees 2106
Disclosed but not claimed .........cc.cocevenerenencneenenne. 706
Living subject matter..........cccevererereeveneenne. 1601, 2105
Mathematical algorithms..........cccceveverienienieirens 2106
PIants......coeeceevieninineneecce e 1601, 2105
Patented file........cocuevievenininiiiciiecee 905.03
Patented file, ordering ...........ccceeeveveverienienieiiennen. 711.04(b)
Patented file, Reissue application notice.............c.e.e.... 1431
“PatentIn” computer program (See also Sequence rules)......
........................................................... 1730, 2430
Patents of addition, foreign .........ccocveevevvenveniennnen. 901.05(b)
Payment of fees .......ccecvevierinininiiiciccce 509
Payor number (See Customer numbers)
PCT (See Patent Cooperation Treaty (PCT))
Pencil notations, erased at allowance........................ 1302.01
Pending application as prior art (See also Application
publication).................... 706.02(£)(2), 706.02(k), 901.03
Pending application charge location............cc.cccenenee. 905.05
Pending application preserved in confidence................... 101
Pending applications as references (See also Application
publication) ..........cccceruenne 706.02(£)(1), 706.02()(2)
......................................................... 706.02(k), 901.03
Period for 1ePLY .ovvvveeeieieeeeee e 710
After Board decision .........cocceceeievieninincneneene. 1214.01
After final .......oocoovieeiiie e 706.07(f)
In transitional application..........c.ccoceeereeneee. 706.07(g)
After interference ..........ccceeeveeveveeennen.. 710.02(b), 2363.02
Amendment after..........cocecveveiininininiicce 714.17
Claim copied from patent.............ccceeevrcvernennen. 710.04(a)
Claims all allowed.............. 707.07(a), 710.02(b), 714.14
Computed ......ccoveeieiieiieiereee e 710.01(a), 710.05
Copying claim from patent does not extend statutory
PEIIOA ittt 710.04(a)
Correction of citation .............cceeeveeneenn. 707.05(g), 710.06
Date of receipt of amendment .............. 710.01(a), 710.05
Defective Office action ...........cccueeneen. 707.05(g), 710.06
Difference between shortened statutory period and time
T et 710.02(d)
Extension..........cccocveevvenrennnne 710.02(d), 710.02(e), 1003
Holiday, Saturday, or Sunday expiration of time ....... 505
................................................. 710.05, 710.01(a)
Incomplete reply.......ccccvevvevirenrannen. 710.02(c), 711.02(a)
................................................... 714.03, 2266.01
Less than six months .......... 710.02, 710.02(b), 710.02(c)
............................................ 710.02(d), 710.02(e)
Miscellaneous factors..........cccccevererereeneenenennns 710.06
Petition ...cc.eeveiiniiniininieeeccteeeee e 1002
Property rights under AEC and NASA Acts .............. 150
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Remailing.........cccevvevienieniieeeieeieeeenn 707.13, 710.06
REStArting.....ccvevvieiieiieieeie e 710.06
Saturday, Expiration of time......... 505, 710.01(a), 710.05
Secrecy order application ...........ccoeceevvereiecieeieniennnnns 130
Shortened, Approval..........ccocceveierienieneeneeieeieeen. 1003
Shortened, Extension....................... 710.02(d), 710.02(e)
Shortened statutory period................... 710.02, 710.02(b)
............................................................. 710.02(e)

Shortened statutory period, Distinguished from time
TME e 710.02(d)
Shortened statutory period, When used ............ 710.02(b)
Statutory Period .........cceeevereerieeiieeieeieeeee e 710.01
How computed ........ccceevevienieniieiieieeiees 710.01(a)
Suggesting claims .........cccceevererenennee. 710.02(c), 2305.02
Sunday, Expiration of time .......... 505, 710.01(a), 710.05
Supplemental aCtion...........cceevvereierieerreeienieniennenn 710.06
Time computation...........ccceeeveeverenennen. 710.01(a), 710.05
Time limit aCtion........ccevvevererieiienienincnercerens 710.02
Time limit action, When used.........c..ccceoevernenne 710.02(c)
Two periods running............c.eceeevenene 710.04, 710.04(a)
Withdrawal of attorney or agent during.................. 402.06
Periodicals ........ccevverieniieiieieeeeeee 901.06, 901.06(a)
Period of enforceability ...........ccceveveeeerienienieenen. 2204, 2211
Permanent ink.........cocooeevvenieenenee. 608.01, 714.07, 714.19
Perpetual motion..........ccoeceveveerennnne 506, 608.03, 706.03(a)
.............................................. 707.07(g), 2107.01
Persons who may cite prior art relating to an issued patent ...
..................................................................... 2203
Pertinent prior art............oceeeveveeneeneeneeieeieseeseeeen 904.02

Petition

Abandonment holding......... 711.02, 711.03(c), 711.03(d)

Abandonment holding, examiner’s statement ... 711.03(d)

Accepting late issue fee ................. 711.03(c), 1002.02(b)
Access to application............cceeeeeeveennnnne 103, 1002.02(b)
Access to interference application.................... 1002.02(f)
Add inventor in provisional application.......... 1002.02(q)
Amend after appeal decision.............ccccueenee..e. 1002.02(c)
Attorney withdrawal .................... 1002.02(b), 1002.02(c)

........................................................... 1002.02(p)
Biotechnology processes under 35 U.S.C. 103(b).............

............................................................. 706.02(n)
Board of Patent Appeals and Interferences involved........

..................... 1002.02(f), 1002.02(g), 1002.02(j)
L0711 To7<) RS 1002.02(c)
Certificate of Correction.............. 1002.02(d), 1002.02(1)
Change in inventorship................ 1002.02(d), 1002.02(e)

..................... 1002.02(1), 1002.02(p), 1002.02(q)
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Petitionable matter---Plant patent

Sec. No.
Commissioner’s duties ..........cccveeeennne. Introduction, 1002
Common ownership situation.............cceceeeeenee. 706.02(k)
Converting a nonprovisional to provisional ...1002.02(b)
.................... 1002.02(c), 1002.02(p), 1002.02(q)
Correction of inventorship.................. 201.03, 1002.02(d)
......................................... 1002.02(e), 1002.02(1)
........................................ 1002.02(p), 1002.02(q)
Counter-terrorism inventions.............. 708.02, 1002.02(c)
Defer iSSuance .........cceeveveveveeeienieeiesieieenenn 1002.02(b)
Delegation of Commissioner’s authority ............. 1001.01
Denial of reexamination request............cocvevueererennenne 2248
Divisional reiSSUC .......ecveeverrerierierieeiieieeneens 1002.02(b)
Entry of amendment ............c.ccceeueenne.ne. 1002.02(d), 1207
Expedited examination of design applications .................
....................................................... 1002.02(c)(3)
Express abandonment after payment of issue fee.............
............................................................ 1002.02(b)
Expunge papers from file ..........ccccoceverceieene 1002.02(c)
Expunge information...........c.cccceeuennene 724.05, 1002.02(c)
Extension of time.............. 710.02(e), 714.17, 1002.02(c)
............................................................ 1002.02(q)
Filing date.........ccoevveerennecnienene, 502.01, 506.02, 601.01
.......................................... 601.01(b), 1002.02(b)
Final rejection......c..ccceveverireiceiciciene e 1002.02
Foreign filing license........ccoocvevvveeeeeienieieeieeieeeenenn 140
HIV/AIDS ..o 1002.02(c)
Information..........cceeveeeeeienienieieeee e 1002.02(b)
INSPECHION ...ttt 103
Interference ........ccoeveeeevvereeennnne. 1002.02(f), 1002.02(g)
Late paper in ex parte reexamination ....1002.02(b), 2268
Late payment of issue fee.........ccccceerenereenee 1002.02(b)
Late priority Papers ......coccveeeeveercververeereeennens 1002.02(b)
Maintenance fees, accept and record............... 1002.02(b)
..................................................................... 2580
Maintenance fees, delayed
payment/reinstatement...................... 1002.02(b), 2590
Make special (See also Special application)
............................................... 708.02, 1002.02(c)
Matter subject to............c........ Introduction, 706.01, 1002
Merge reeXaminations ...........eeeveeeververeeereeesseeseeennenns 2283
Modification of secrecy order ..........occevcvervenrenirennen. 120
NEW MALET ....veeveeeieeiieciieieeie e 608.04(c)
Nonsigning inventor ..............ceecveeneenn. 409.03, 1002.02(b)
............................................................ 1002.02(p)
Patent term eXtension ..........cccocceveververvenieennens 1002.02(b)
Period for filing........cccccvevieiieiiiiee e 1002
Premature final rejection ..........cccceeevevveneeennnnne. 706.07(c)
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Preliminary amendment as part of

original disclosure............cceeeververvenivenerennen. 608.04(b)

Procedure.......cocooeveeienininiiieieceeece 1002.01

Public use proceedings ...........cccveveveverrennnnne. 1002.02(b)

Publication DiviSion .........c.cccccvevereneeneennennns 1002.02(r)

Rescission of secrecy order..........ccoocvevvenvenieevennenen. 120

Refused assignment ...........cccceeveveeeeeciennennenenenne. 313,317

Refusal to enter amendment............................ 1002.02(c)

Registration to practice.........ccocoverververurennnnne 1002.02(m)

Reinstatement ..........ccceeceeeeeeeierienienieseeine 1002.02(m)

Relating to PCT international application and/or

national stage application...............c.ccueunee. 1002.02(p)

Restriction requirement holding..........ccccocceeennenee. 821.01

Retroactive foreign filing license.........c.ccocevenencnnenne. 140

Revival....cooveveiiieiiecee 711.03(c), 1002.02(b)

Sequence rules ......oocvveevereerierieieeeeeenn 1002.02(c)(2)

Special status ...........c.......... 708.02, 1002.02(c), 1504.30

Supervisory authority................... 1002.02(b), 1002.02(c)

Suspend rules........cccveeeerieicieiierieeeeeeenn 1002.02(b)

Rule 1.48 (inventorship) .......ccocevevvereeneerirerieenenns 201.03

Trademark related............ccoevveeiecienienienieen. 1002.02(1)

Time for filing........ccccveieeierieieeee e, 1002

Unavoidable abandonment ..............c.cccevvennens 711.03(c)

................................... 1002.02(b), 1002.02(c)(3)
Unintentional abandonment..................ccocvenenn. 711.03(c)
................................... 1002.02(b), 1002.02(c)(3)
Unintentionally delayed claim for foreign priority ...........
........................................................... 1002.02(b)
Unintentionally delayed claim for domestic priority.........
........................................................... 1002.02(b)
Withdrawal from issue, after issue fee paid.........c............
................................................. 1002.02(b), 1308

Withhold from issue, before issue fee paid..... 1002.02(c)
Petitionable Matter...........ccceverinenenencnieiccenee 706.01
Pharmaceutical subject matter

Safety review by FDA........cccoooiiiiierieieieeee 2107.03

Statute (See Statutes: 35 U.S.C. 155)

UHEY v 2107.01
Phi, Greek letter usage.........ccevvevevevieeiierieerieeeene 608.01(g)
Philippines-United States search exchange.................... 1711
Photograph as drawing.......... 507, 608.02, 1503.02, 1504.04
Piecemeal prosecution ............ccevveveenieeseeeceeenenne 707.07(g)
Plant Breeder’s Rights .........cccecveivriieiiieiierieeeee, 1613
Plant Convention, UPOV ........ccccooeiiviiieeiieeeeeeeeen 1612
Plant patent...........ccoeevveeeeeienieeiecieeenee 201, Chapter 1600

ACHON ..ottt 1610

AdVETtISING ...ttt 1610

ASFIAAVIL..cooeiiiiii 1610
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Plant patent series--Primary examiner

Sec. No.
Agricultural Research Service (ARS)............. 1608, 1609
ATLOWANCE. ... eeeeieeieiieiieieeie et es 1611
Asexual reproduction ............cecceeveeeveeeneeennnne 1601, 1605
Bacteria ....c.occvevieeiieieeeeee e 1601
ClaiM .o 1605, 1610
Color drawing.........cceeeeevevereeecieeieeieeieseeenn 1603, 1606
Color identified .........cccveveieeiieieeieieeeeee e 1605
Declaration.........cccueeeeeierienieneee e 1604
Definitions.......ccuveveeieeierieeeeee e 1601
Department of Agriculture ..........ccoocevvevvervenirennnns 1608
DEPOSIt .t 1605
DeSCIIPION ...ttt 605
Duplicate papers........cccceeevereverveneenennns 1603, 1605, 1609
Elements of application...........ccoccevvvervenieneenirennnns 1603
EXamination ..........cccccevveriieiieeieniesie e 1608
Examiner’s amendment ...........c.occevevenieniienieeieenenne 1610
Executive Order ........ccocveevieeieeieiieiienieesieee e 1608
ISSUE ..o 1611
Laudatory eXpressions.........veeveevereerieenieeneeeneeenenns 1610
Method claim improper..........eceeveveereeeneenieereeenenns 1605
OatH..ceiieic s 1604
PartS....covoiieie e 1603
Plant varieties excluded.........ccccoeeevviinienienieiree 1601
Priority Claim.......ccceeiereieiieieeie e 1613
Report of Agricultural Research Service........ 1608, 1609
Rules applicable .........cccoeeviveeeieiieiiesieeeeeee 1602
SIGNATULE ...t 1603
Specification.........ccveveeriereeneeee e 1605, 1610
SPECIMENS ...eevvieneieniieiieeiie et 1607
Statutory DASIS .....eevveeeeeieeiieieeie e 1601
TOIM.iiiiiiiiieeccccc e 2701
TUDCLS .ot 1601
UPOV COoNVENtioN .....ccveevieieeieeiesieseienieeseeeeeenens 1612
Plant patent SErieS........ceevveerueeverrerierieenieeeeeeeenenenens 901.04
Post classifier ..........ccoecveeeennen. 902.04, 903.02(c), 903.07(b)
........................... 903.08(d), 903.08(e), 903.08(f)
..................................................... 903.09, 903.10
Requesting consideration by..........c.ccecceervereenne 903.08(d)
Post Office, Depositing papers in...........cceeeveevereererennnnne 502
Post Office address (See also Box, Mail)
Applicant........cccoeereneenenn 409.03(e), 605.03, 719.02(b)
AOTNCY ..ttt 601.02
Petitioner ....covieeieeeieeiieieee e 103
Postal Emergency (Public Law 92-34) ........cccocceveeenene 511
Postal Service Emergency Contingency Plan.................. 511
Postcard, self-addressed ..............ccevveeenn.e. 203.08, 503, 512
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Sec. No.
........................... 601.01(d), 601.01(f), 601.01(g)
.......................... 719.01(a), 1205, 1901, 1901.05
Power of attorney........cccvevvveviieeiirieeiecieeeee e 402
Application in interference ...........ccccceeverereenennen 402.08
Application oath or declaration includes ............... 601.02
ASSIZNEE TEVOKES ....oovvieeieeeieeiieeiie et 402.07
Associate attorney........ocveeeveeverveneeeneenns 402, 402.02, 406
Attorney not of record ..........cooeveviieiiinciiniennnnns 714.01(c)
Canadian patent agent..........ccceceeeervereerieerienseennenenes 402
Change in plurality of applications or patents............. 402
(@10} 110753 0110 ) oSSR 402.01, 402.10
Death of applicant...........ccceevvveeevrerennnne 409 to 409.01(f)
Death of principal attorney ...........ccecveeververeeenvernennen. 406
Exception as to registration...........cccceeeevereeeennenne. 402.01
General, for international application ....................... 1807
Invalid.....coooiiiiiii e 402
Joint applicant..........ccceeveveeiercieriienie e 402.01
Limited recognition............ceeveveveriieriiecieeieeienennns 402.01
Notice of TeVOCatioN ......cc.ceveuierieniinenenieeceieeenen 402.05
Post Office address ........ccccoeveveeeeiiencnencneeeennes 601.02
Provisional application ........c..ceccecevereveeienicncncnenne. 103
Revocation..........ccoc.e...... 402.05, 402.07, 402.08, 402.10
Secrecy order applications...........cccceevveeevecieeienvennnnns 120
Unregistered attorney or agent....................... 402, 402.01
Withdrawal of attorney or agent .............cceeevenenne 402.06
Withdrawn in patent...........cccceeeeeeieriercieniesieeeeienns 2223
Power to inspect.........cccveverennnee. 103, 104, 324, 402, 713.05
Power to inspect, approval.........cccevveerierierieecieeienieienns 104
Power to inspect, suspended attorney .............ccoeeeeevennnne 105
Practitioner (See Attorney or agent)
Practitioner’s names on patents ...........ccocceeveeecveeverenenne. 1309
Preamble, design application...........c.ccccevverrenurennne 1503.01
Preamble, effect of ......c..ooovviviiiiiiieeeeeeee. 2111.02
Preamble, Jepson claim ...........ccocvevveviieciiecieeiecieeee, 2129
Preliminary amendment..........c.cccccocerenenneene. 506, 714.01(e)
Preliminary amendment
Excess Claims........cc.ooeeeevveeeevinieeiecieeeeeieeeen, 506, 714.10
NEW MALET.....eeeeieereiieiieie e 608.04(b)
Preliminary handling of public use or on sale................ 2122
Preliminary hearing, public use proceeding................ 720.03
Premature final rejection...........ccecvveeevvervenerennnne 706.07(c)
Prima facie showing, public use proceeding .............. 720.02
Primary examiner..................... 705.01(a), 706.04, 706.07(c)
............. 706.07(d), 707.01, 710.02(b), 710.02(e)
......... 711.03(a), 713.01, 713.02, 713.10, 714.16
................. 714.16(d), 714.19, 715.08, 716, 2271
Actions requiring personal attention................. 705.01(a)
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Print of drawing---Proof, printer waiting

Sec. No.
.................................... 707.01, 707.09, 710.02(b)
....................................... 713.02, 714.16(d), 1004
Name on file Wrapper.......ccocveeveeeieeeeneeneeneeene 1302.13
Print of drawing (See also Drawings).................... 608.02(m)
Additional.........ccoccoeiiiiieiiie s 608.02(m)
ARCIatioN. ......ceovieeieiieiieieere e 608.02(m)
(7o) 1) (< S 608.02(m)
DIStrIDULION ..ot 508
Examiner’s notation ON............cceecververeeeneeeennns 608.02(m)
File WEapper ....ccevvvevveeiieieeie e 508, 719.01(b)
Kept in Technology Center .............cceevererennenne. 608.02(c)
Marking ........coevvevienieiieieee e 608.02(m)
New application.........c.cccvevveereieciieierienieneeseeee e 508
New or substitute drawings ..........ccecevvereerercvereenne. 508
Patentability report..........ccceeveennennee. 608.02(n), 705.01(d)
Returned drawing ...........cccveeveeciveciencienciesieeiens 608.02(y)
SKELCH ..ot 608.02(v)
Printed matter nonstatutory ............cceeveveverereerennnns 706.03(a)
Printer waiting.................... 708.01, 1302.04, 1305, 1309.02
Printing date, declassified material........................ 707.05(f)
Printing practitioners names on patents.............c..c....... 1309
Printing priority .......ccecvecvveeieeiieniesieneene e 1309
Prior art (See also Reference)..........cccccuevueneennene Chapter 900
AdMISSIONS @S...veveenriiinienienieeiieeetentese e 2129
ANALOZOUS ...ttt 2141.01(a)
Effects of international application publication....... 1857,
......................................................... 1857.01, 1895.01
Equivalents.........cccoecveeieeienieiieeieseeeee e 2144.06
Foreign application as ...........cccevvevevererecieenennnnns 2135.01
Information reasonably necessary for finding ....... 704.11
International application publication................. 706.02(a)
....................................... 1857.01, 2163, 2163.03
Kind codes......ccverieiieriieiieieeie e 901.04(a)
Level of ordinary skill .........c.ccccovvverienienireirenene 2141.03
Patents as........cccoeevveereenene. 706.02(a), 2126, 2132, 2136
Publications under 35 U.S.C. 122(b)......... 1895.01, 1896
...................................................... 2136, 2136.03
Scope and content of ...........ccceevveviiecireienienenen, 2141.01
Means [Imitations .........coceeceeeeeenieneneneneneenennes 2182
Search (See also Search) ...........ccoecveviveienne Chapter 900
Statutory Invention Registrations as............ 901.02, 2136
Suitability Of.....cccvvieiiiieieiee e 2144.07
Well-known in the art..........c.ccocevinencniencnennnn 2144.03
Prior art citation in patent...........cceccvevververireceeneesnennenn 2202
CONLENL ..ot 2205
Copies Of Prior art .........cceveeeeeerierieieeie e eee e 2205
English translations ...........ccccoeeereieniienienieneeees 2205
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Sec. No.
Explanation of pertinence ..........c.ccoceeeveeeeciencncnnne 2205
FIOWCRATLS ....oouveiiiiieniiciiccieeccececeee 2206
Handling .......ccovvevieniieieceece e 2206
Sample 1eter......ccvveeeiiecieciiee e 2205
Service on patent OWNET..........ccccveeceeeverveneenieeneeenne 2208
Time for filing........ccccveveerierieieeee e, 2204
Prior art copies in ex parte reexamination request......... 2218
Prior art filed by protestor ............cccee...... 1901.02, 1901.03
Prior art on drawing..........ccccceevveeiveciennennen. 608.02(g), 2125
Prior art statement............ccoeevveeveeieneenieennen. 609, 1893.03(g)
Provisional application............ccceeveeveeeerieneeniennenen. 609
Reissue application...........ceceereerieeniieieeieeiesieeeens 1418
Prior art used in determining reexamination
TEQUEST . eeeuvteeitieeiteeeiteeette st e eteesebeesbeesbeesbeesabeesareeens 2244
Prior examiner’s action..................... 704.01, 706.04, 713.01
Priority
Claiming in continued prosecution
application..........cceeververeeerieeieennnns 201.06(d), 1302.04
Foreign application (See also Foreign application) ..........
.................................................................. 201.13
Proper identification............cccceeevervenienneennen. 201.14(d)
Formal requirements..............ccovevevverveneererenireneenns 201.14
International application .........c..c.cc...... 1828, 1893.03(c)
Inventor’s certificate.........coccvevvereeerenesvenerennne 201.13(a)
Overcoming reference...........coocuevverieereeeseeneennenne. 201.15
Patent printing.........coccoeeveeeeienenieneneneeeeienene e 1309
Prior U.S. application ...........cceeeververvenienrerirennne 201.11
Provisional application.........c..ccceeeverenenneennn 706.02
Time Charts ......coceeveviinininiicccsceeee 2138.01
Time for filing.........cccvevvvriiiniiieeeeeee e 201.13
Priority document (See also Foreign application).......... 1828
Priority practice ...........cceeueen.... 201.14(b), 201.14(c), 706.02
Priority right .c..coeeevevienininiiieiciceeeeeen 201.13
Private use (See also Public Use) ...........ceevenenne 2133.03(a)
Proceedings, Termination of..................... 201.11, 711.02(c)
Process of making and product made ..................... 806.05(f)
Processing and retention fee ............. 202.01, 506, 601.01(a)
Processing of reexamination in Technology Center....... 2233
Product and process of using.............. 806.05(h), 2173.05(p)
Product by process........cceccveeeereierverveennne. 2113, 2173.05(p)
Product of human ingenuity............ccceeeververveneeneennnnnn 2105
Product of nature ..........ccoevevieiienieeee e 706.03(a)
Program Management System (PMS).......cc.ccceevevenenne. 2238
Programs, Computer (See Computer programs or software)
Prolix claim.........cccveiieienieieieeeeee e 2173.05(m)
Proof, burden of ..........c..oooveviviiiiiiinn. 2112,2112.01, 2113
Proof, printer Waiting..........ccceeevererenenieneeneeniennens 1309.02
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Proof of authority of administrator
or executor--

Sec. No.

Proof of authority of administrator
OF CXCCULOT ..euvveereereereeeeneeeneeenreeneesnaesseesseenseennas 409.01(b)
Proof of foreign filing..........cccovvevevierienienieieieeene 201.14
Proof of irreparable damage.............cccoevvvereveernnnn. 409.03(g)
Proof of unavailability or refusal to sign................ 409.03(d)
Proofreading of action............cceeevevverienieniieieeieene 707.08
Proper identification of foreign priority ................. 201.14(d)
Proper multiple dependent claim............ccccccevnee. 608.01(n)
Property rights statement.............cceceveeereeereeneeneeieeeeene 150
Contents Of ......coevevereeiinieneeere e 151
Property rights under AEC and NASA Acts ... 115, 150, 151
Proprietary interest, Proof of.......c..ccccoceevienininnne. 409.03(%)

Proprietary materials (See Protective order material; Trade
secret material)
Pro se applicant (See also Applicant; Inventor)

Appeal brief.........ccoovieiieieeeee 1206
Certificate of mailing...........ceceveverienieneiiesieeee 512
Change of address ........cccceevveeeveirennnnns 601.03, 719.02(b)
Death....c.ooiieieieieeeeee e 409.01(f)
Duty of disclosure ..........cccoeevevvevienienieeeieeeene 2002.01
Examination of application...........c.cceccecenenuence. 707.07()
EXaminer’s action.........cocceeeeeeeienienieneneneneneeeenes 707
INTETVIEW ..ottt 713.01
Legal representation ............cceecveevereeereeeeeeeeneenieennns 401
Telephone restriction practice ...........ccoceververeeunee 812.01
Prosecution
Closed, application allowable except for formal matters..
................................ 707.07(j), 710.02(b), 714.14
Closed, secrecy Order Cases.......cvuververeereeerueesuennenns 130
Prosecution after appeal ...........cccoeeeeveieriienieniene, 1208.02
Piecemeal ........ccovveeiieniieiieeee e 707.07(g)
Reopening after allowance ..........cccccceverenennenne. 1308.01
Reopening after Board decision ............cccceueneeee. 1214.07
Prosecution laches........c..cccevereneiieiencnininncneeeeen 2190
Prosecution of Secrecy Order application....................... 130
Prosecution reopened after court decision................ 1216.01
Protective order material (See also Trade secret material)....
....................................................... 724 to 724.06
SUDMISSION ..ottt 724.02
Protest c.vveveeieeie e Chapter 1900
Access by protestor .........ccevevevvererennnnne 1901.05, 1901.07
Acknowledgment of protest..........cccceevvvevereerennen. 1901.05
Certificate Of SEIVICE .......cvvevvererereeienieninienee 1901.03
Comments of applicant...........ccccceevvereevierciennenne 1901.06
(070 111) 1< TR 1901.03
Copies of documents ..........cceeeereerieererieesrernenne 1901.03

Sec. No.
Filed in reissue where patent is in

INterference ........cooovvveeveveeeeccieeeeieeeens 1449, 1901.06
Handling ........cooeeeeieiinininieicceneeseeccens 1901.05
Improper protest ........c.cceeveveeieriericnieneeneennens 1901.03
Information which can be relied on ..................... 1901.02

Involving fraud, good faith, lack of candor or
violation of duty of disclosure issue .....1901.06, 2013
Multiple papers on same iSSUe ..........c..ceveneeee. 1901.07(a)
Reissue application...........cceeeveeverennnen. 1441.01, 1901.04
Reissue litigation ...........cceevevveeceenenenen. 1901.03, 1901.04
Requirement for information ........c..cccceceevvecvencncnnene 1901
Review of adverse decision .........c.ceceveeeeienicncnnene 1906
Service on patentee or applicant.............c.ccveeenne 1901.03
Timeliness of Protest........cecveevvreeereverieerieneeneenns 1901.04
Trade secret information............c....cccvveeenne. 724,1901.02
Treatment by eXaminer ..........cccccceveverereneenenn 1901.06
Under Rule 1.291 ..o 1901
Who can file......ccccoceeieninininiiiicnineeecciene 1901.01
Protestor participation...........ceceeeververveseereeneeneenns 1901.07
Provisional application ............ccevveveerieerereceeennne 201.04(b)
Abandonment...................... 201.04(b), 201.11, 711.03(c)
ACCESS .t 103, 104
ASSIZNMENt OF .....eoevieiieieeiecie e 302.03
Assignment of application claiming benefits of.....306.01
Completeness.......cceeeveevereereeenieeennns 506, 601.01(b), 602
Conversion t0........ceecverververeeerveennnns 201.04(b), 601.01(c)
Correction of inventorship ..........ccecveeveeevereeernenne. 201.03
Cover sheet for.........cvveveeierierieiecee e 201.04(b)
Data, on file wrapper of ..........cccceeuvenenne. 202.02, 1302.09
Data, in specification of ..........cccceeeverereenicnennns 1302.04
DIrawing .....c.cocevveeiieniieriieieeie e 608.02
Effective filing date .........cccooeveeurnnenene. 601.01(b), 706.02
English language translation for benefit of date.....201.11
Filing reCeipt...c.ceueeeienieiiniinieniniereeiecteeeeeeseee e 503
GUIAEIINES ...t 601
Information disclosure statement...........ccccceeeveruennenne. 609
Joint INVENtOrS IN.....cc.ceveieniriniieeienceniceeeeenen 605.07
Last day of pendency ........ccccevvevvenienveirennen. 201.04(b)
Ordering of abandoned ...........cccocceevvveviieciencienne, 905.03
Priority ..coveveeevieieeeeeeeeee 201.04(b), 201.11
Revival.....oooiieieeece e 711.03(c)
Statutory Invention Registration ...........c.cceceeevenuennene 1101
Small entity Status........cccoeervreeierierieiieeeeeseenn 509.03
SPecification.........cecveeeieriecieriiere e 601.01
PTO employee restrictions, assignment..............c..coeeunee. 309
Public access to reexamination file..........cccccvevenenenne. 2232
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---Quayle practice

Sec. No.

Public domain (See also Public use; On sale; Disclaimer)....

................................................. 2121.03, 2133.03
.................................................. 2133.03(a), 2145
Dedication to publiC........cccccveeveeiierierierieee, 715, 1490
Public inspection, Application file ..........cccceeevervenerennnnne 103
Public inspection of assignments..............cocceereruenee. 301.01
Public Law (See also Statutes)
Public Law 92-34 (Postal Emergency)...........cccc........ 511
Public Law 96-517 ....cvviviiieiiiieieeeeeeeee 509.02
Public Law 97-247 ....coevviieiniens 509.02, 711.03(c)
Public Law 98-622 .......ccovvvvieiiieeiene, 201.03, 804
Public Law 103-465 .................... 201.03, 201.11, 804.02
Public Law 106-113 ........... 201.04(b), 706.02(a), 201.11
..................................... 505, 510, 512, 715, 2501
Public Law 107-273 ..c.ooiieiiieieeeeeeeeee 706.02(a)
PUbLic POlICY...cveiieeiecieeieeeeeee e 706.03(a)
Public right to inspect files..........cceoeverieririeeiierieiene 103
Public sale (See also On sale; Public use)................ 2133.03
Public search room (See Patent search room)
Public Searchers.........ccccoeverererenieieiceneesc e 101
Public use (See also On sale) ........ccceevvvecverrerenennen. 706.02(c)
............................................. 2133.03, 2133.03(a)
Affidavit or declaration .........cc.ccoceeenereeceenicncnnne 715.10
ANtiCIPAtION....ccuieiieiieieeie e 2133.03(a)
Commercial exploitation ............ccoccveeueeneen. 2133.03(e)(1)
Commercial USE.........ccveeeereieniienieerieeiesneseenne 2133.03(a)
Completion of the invention...........cccceevenennenne. 2133.03
.................................... 2133.03(c), 2133.03(e)(1)
Definition of .....c.cccevieiieniiiecceeeeee 2133.03(a)
EVIdence.....ooovveiieieeieeieieeeeee e 706.02(c)
Experimental use (See also Experimental use).................
............................................. 2133.03, 2133.03(e)
In this country........cccevvervenevenne. 706.02(c), 2133.03(d)
Intent to experiment............ 2133.03(e)(2), 2133.03(e)(3)
INVENHION ..ot 2133.03(c)
Policy considerations...........ccocceevverererereceennennnns 2133.03
Public knowledge or on display ..............c....... 2133.03(a)
SCCTECY venvienrieieieiieeieeiee ettt et es 2133.03(a)
SINGIE USE ... 2133.03(a)
Control over invention........c..ceceevevverenennee. 2133.03(a)
............................... 2133.03(e)(5), 2133.03(e)(7)
Testing by third party ......... 2133.03(e)(5), 2133.03(e)(7)
Use with expectation of privacy .............cev... 2133.03(a)
Use by inventor or associates .............ceeveeenns 2133.03(a)
Use by independent third parties...................... 2133.03(a)
Public use proceedings...........cceeeveevuereeereesienieneeieeeenne 720

Rev. 1, Feb. 2003

Sec. No.
AfFIAAVIES ..o 720.01
Final deciSioN.......coccevevvevienininicieiencenceeeenen 720.05
Oral argument ............coceeeveeienieneereeieeee e 720.04
Petitions ....c.eevvveeiieiieieee e 1002.02(b)
Preliminary handling.............ccooeeveviniienienieeene 720.01
Preliminary hearing...........cccoccoveveveieneenienieeene 720.03
Prima facie ShOWING ..........ccccvvvvveiviiiieiieree 720.02
Rejections after.........ceeeeveeeveievcienieieeeeeene 706.03(v)
Rejections on .......cceecveeeecieeieeieene 706.03(v), 720.05
TS0 100T0) 1 U 720.04
Publication, Defensive.................... 711.06, 711.06(a), 1111
Publication of Statutory Invention Registration............. 1111
Publication date ........c.ccceevverienieienen. 706.02(a), 707.05(%)
Publication of abstracts...........c.ccecceeennne. 711.06, 711.06(a)
Publications
Board deciSions ..........c.cecuevverenenenineeienenenene 1213.03
Citing c.vevveveeeveieeneeeeeeee 706.02, 707.05(e), 901.06
Date Of ....ooeieieeeeee e 706.02(a)
Declassified .......ccoooverienieniieiieieeceeeees 707.05(f)
NOUCES...cvveeeeerieeeeeeeeeeereeen Introduction, 707.06, 1703
Official Gazette (0.G.) .cccvevvevieieieeieeeeeeee e 1703
Orders ......oooeeeeeeeceeeeeeeeeen, Introduction, 707.06, 1703
Own, as reference ..........cccevverveennene. 715.01(c), 2132.01
Patent and Trademark Office...........c............ Introduction
Prior art effect of international.......... 706.02(a), 1857.01,
........................................................................ 2136.03
Rules changes ..........cccvevveeeiieieniieiiecieceeeeeee e 1703
Under 35 U.S.C. 122(b) as references .........cccoceevvvevveennne
..................... 1857.01, 1895.01, 1896, 2136, 2136.03
Publishing Division................... 104, 203.04, 203.08, 508.01
................................... 508.03, 603.01, 608.02(0)
................................... 711.01, 711.05, 714.16(d)
....................... 724.05, 903.07, 1302.09, 1302.10
........................ 1303, 1308.01, 1309, 1455, 1611
................................................. 2235, 2283, 2287
Petitions ......ceeveveieriieeee e 1002.02(r)
Pulling abandonments.............ccceevververieneenrennne, 711.04(a)
Q
Quality control program.........cccceceveereeneeneeneenenne 1308.03
Quality review.........ccceeuerenee. 1302.04, 1308.03, 1456, 1720
In reexamination...........ccccceveeeeeeiievieeeeeeeeeeenns 2232,2289
Quayle practice.........cceevevverrreeeneenns 710.02(b), 714.14, 1504
Action 1eCOrding ........coevereerieneenieiieie e 1705
After final rejection.........ccceeeveevveenieenieenieeene, 706.07(f)
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Address of patent OWNer ...........cceeeveveeecveecvennennnn. 2222
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ANCIllary 1SSUES......c.eevvveieeieeie e 2217, 2258
APPCAL...eiii e 2273
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Appeals to COUTtS .....ooververuereeennene 1216, 1216.01, 2279
ASSIZNMENL ..ot e 301
To an eXaminer............cocoveeeeeveeeeeveeeeennns 2236, 2255
AtOTNEY OF AZENL ..ueveeniiieiiieiiieeieerieereee e 2213
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Certificate attached to patent COpY.......ccoeevervenenne 2292
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Commissioner’s initiative .........cceeveeeeeevereeereeenenns 2239
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Constructive notice to patent OwWner..................... 2230
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Correction of inventorship...........cceecvevverevenirennnns 2258
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EXaminer ..........ccocoeeevveeeeeeieceeeeeeeeeee e 2236, 2255
EXaminer’s anSwer ..........cocceceeeerienieneneneneeeennes 2275
Expiration of patent............ccceecverierienienienreienns 2250
Explanation of prior art .........cccceceeeneneneenennenne. 2217
Extension of time..........coceveveeienienenineneneeeennen 2265
Failure to timely reply to Office action ................ 2266
FEES oo 2215, 2233

Rev. 1, Feb. 2003

I-72

Sec. No.
Final action ........cccccvevuieiieieiiesie e 2271
FIOW Chart.......cccveiieieeiecieceeee e 2201
FOImS ...ovviiiiiiiiieiieiccccccc e 2296
Granted ........cooeeeeereneeerereeeeeeeeee 2246, 2247.01
Grounds of 1€JECtION ......eevvvervieiieiieir e 2217
Identity of reqUESter........cecvvvverieeieeieeeieee e 2212
Inappropriate Papers ........cceevereerveeeveevenreneeneens 2267
Return of papers .......ccooeevvervenierieieeeeee. 2267
Incomplete request........eevvereereereeiieeeeie e 2227
Informal request........ccoecveecierierierieeeeee e 2228
Informal submission...........cccceevveeeiecereeenenenen. 2266.02
Initial ProCcesSiNG.......cceevvvreverieerierieerieeeeereneeneens 2226
Interference copending ..........cccceevveevveereireiennnnns 2284
Intervening rights..........ccooceviienienienieeeeeieene 2293
INtEIVIEWS 10 ..o 2281
INtroduction ..........ceecveeeienierieniee e 2201
Listing of prior art..........cocceevveveereereeeeeeieeienenens 2257
Litigation copending...........cccceeevereereereeecvenienennns 2286
Litigation reVIEW .......cceveverveereeenreeieeeeenenns 2240, 2287
Mailing of Office actions........cccceceevvevverenenenncnn. 2264
IMEIZET .ttt 2283
NEW MAET.c..eeeiiiieiieiiieeie et 2270
Of a reexamination............cceeeververeerieeseeerennenenans 2295
Office aCtion .......cccvveveeeeeeeecieeeeeee e 2260, 2262
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........................................................ 716, 2132.01
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Rehearing by Board of Patent Appeals and Interferences .....
.................................. 1214.01, 1214.03, 1214.04
Rehearing by C.AF.C. oo 1216.01
Reissue application............cccveeveeevereervereeennnnnn, 1401 to 1470
ACCESS 0 wovviiiieeeieeeeee e 103, 1430, 1470
Acknowledgment of protest..........cccceevvvevereerennnn. 1901.05
Additional information required........... 1442.01, 1442.04
Additions underlined ..........ccceoeveninineniniinieeiens 1411
Adjudication of original patent...............ccoecurnnee. 1442.01
ATIOWANCE......ceeeereniiieniiniineetetetcese e 1455
AMENAMENt .....co.eeieiiniininirieeeceteeee e 1411
Of drawings .......cccccvevvveeiieieeieniesieseese e 1413
Amends or corrects original patent.. 1400.01, 1402, 1460
Announcement in Official Gazette ........................... 1430
Appeal brief.........ccoooveieieieeee e 1454
Broadened ..........cccoeevveienieniieieee, 706.03(x), 1412.03
Cannot be used to remove terminal disclaimer......... 1490
Certificate of correction ....................... 1411.01, 1412.04
........................................................ 1480 to 1485
Claim, oath requirement ...........ccceevverveerveecvesvesenennes 1414
Claim subject to reexamination ............coceeceeeevennene 1440
Claim, same invention as original patent............. 1412.01
Claim format ..........cccceeveevveieeeieeeceeee e 1411, 1412
Claiming foreign priority...........ccceeveeneene. 201.14,201.16
Claim t00 NAITOW......eoueruieiiierienienieeteieneesie e 1402
CONLENL ...t 1410
CoNtINUALION ....ouveviverieeiieieiene et 1451
Copending application reference...........ccccceeveneenee. 1402
Copending reexamination proceedings..................... 2285
Correct iNadeqUACIES ........eovereeerereireieereeie e 1402
Court decision involving original patent ............. 1442.01
Deceptive intention ..........cceeeeereeerieereesveneereerieenenns 1414
Declaration.............ccoeveeeeeveeeennnn.n. 1414, 1414.01, 1444
Defective oath, ground for rejection.................. 706.03(x)
..................................................................... 1414
Dependent claim..........cceeverienieneee e 1455
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DIlIZENCE......eieieeeieciieiieieeee et 1403
Divisional application............c.cceevennee. 1002.02(c), 1451
DIrawings......ccceevvveriieiieeieeiesie et ere e eeeseeeneeens 1413
Election of SPECIeS......cccvevverierieriieieeie e eeeeseieiens 1450
Error in original patent............cccceceevvenencnnennn. 1401, 1402
EXamination..........cccccooeevveeeeeieeeeiiieeeeeereeeeenns 1440, 1445
Expired patent.........ccceeeeereenienieniieieeie e 1415.01
Filed during interference..............ccoeevervennnnnee. 2358, 2360
Filing fE€.....ceoieiieiieieeie et 1415
Foreign priority claim...........cc.cceeevennenne 201.14(b), 1417
Fraud......ccoooviiininicccece 2012
Grounds for filing ........cccecevverienieieee e 1402
Inequitable conduct............ccceevieciieiercieiie e, 1448
Initial eXaminer reVIEW .........ccccververveervereererenneeeenns 1443
Inoperative or invalid, Oath requirement.................. 1414
INSPECHION ..ottt 103
Interference........ccovveeeevveeeeceieeeeeeeeen 1449.02, 2360
Inventorship error........ccccveevvecvveeeniernnne. 1402, 1412.04
List of references ........occeeevevievienienieceeieeeeieene 1455
Litigation involved.........c............ 1404, 1442.01, 1442.02
.................................. 1442.03, 1442.04, 1442.05
Litigation protest.........ceccveeveeevereerienieeieeeeeneneens 1901.03
Maintenance fees on original patent .................... 1415.01
NEW MAtteT....c..eovvieiiiiiiiirieeeceeece e 1411.02
Numbering of claims..........ccocceeviereeneereeenene 1451, 1453
Notice in original file...........ccevveervenieennnnne. 202.05, 1431
Oath .o 1414, 1414.01, 1444
Primary examiner’s decision .........c..cecceceevenuennenne. 1004
Offer to surrender patent............ccceeeveeevereerveneeneennn. 1416
Official Gazette, Claim to be printed in.................... 1455
Official Gazette filing notice..........ccccvevverienreenennen. 1430
Omission of feature.........ccoecveeveecierciercieriesiees 1411.02
Omissions bracketed...........ccevveviieeieriereienieneeene, 1453
Open to public .....ceeveeierieiieieeeeee, 103, 1430, 1470
Ordering copies of papers in file............ccevverueennenne. 1430
OWNETSHIP...ovieeieiieie e 201.12
Patent SETIES ...c..evverueeieieienirieeieeeeeseee e 901.04
Print of drawing..........ccceeevevvererennne. 608.02, 608.02(m)
Prior art consideration ............occceeevereereenieenireieennnns 1402
Prior art statement...........cccueveereenienieeeie e 1418
Priority COITeCtion.......ccuvevvveriieieeieeie e 1402
Protest...cceerieieiriiecececeeee e 1441.01, 1901
Protest filed in reissue where patent
1S 1N INEETfErence ...oovveeereieciecieceee e 1449
Recapture of matter........................ 706.02(1)(1), 1412.02
Reexamination ..........cceeeeevverierieniienieeieeee e 1449.01
Reexamination proceedings copending..................... 2285
REJECHION.....eoiieiieiieieeece e 706.03(x)
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Requirement for information...........ccccecevenenneene. 1442.04
RESLIICHON ... 1450
Return of original patent.............cccoevvevierienienirenns 1416
Same invention as original patent........................ 1412.01
Special for examination...... 708.01, 1441, 1442, 1442.03
Specification..........cceecveveeecerceeeiernne 1411, 1453, 1455
Statement, patent not available..........c..c..coceeereeneen 1416
Statutory DaSIS .....eeveeveeeierieieeeee e 1401
Statutory disclaimer...........ccoccvevveriieriiecieeieeieeeeenn 1490
Suit on original patent ..........c.cceceeeeeeenenenenennn. 1442.01
Surrendered patent returned to applicant.................. 1416
Terminal disclaimer.......... 1410.01, 1411.01, 1451, 1490
Transfer of original drawing
(prior practice)........ccvevvereeereeereeeneeannns 608.02(1), 1413
Treatment of Protest..........ocevvvereereeneeiierirernenne 1901.06
TWICE reISSUC....cveeeeeieieieiericeieeeeteereee e 1411
Two month delay period..........cccceevveviecirecierienne, 1441
Rejected application..........cceeveevereeniieneeieeieeieeens 203.02
Rejection (See also Anticipation rejection; Indefinite claim;
ODVIOUSNESS) .vvevveeieiieiieieeieeeeeaeseesneesseenseeeeeneeens 706
Abandonment of invention.............. 706.02(d), 706.03(s)
Admission by applicant................. 706.02(c), 2133.03(c)
After allowance of application ................. 706.04, 706.05
................................................................ 1308.01
After allowance of claim .........ccoceeeevienicncncncnnee. 706.04
After allowance, primary examiner review of .......... 1004
After appeal, New 1ejection..........cccceeevererennene. 1208.01
After termination of interference...........c..cecceuee... 2363.03
Against public policy.......cccecvvierierienierirenene, 706.03(a)
AGEregation........ccverveerueeseeeieeie e seee e 2173.05(k)
All valid grounds.........ccoecveeeeeieiiienierieseeene 707.07(g)
Allowed claim by Board of Patent Appeals and
Interferences.......cocvevveverenevceiencncncsceeeeee 1213.02
Alternative phrases..........cceeeveveeervenvereeneeenns 2173.05(h)
Anticipation (See also Anticipation rejection) ..706.02(a)
...................... 707.07(d), 2131, 2132, 2133, 2136
Art (See also Prior art) .......ccceeevveeenienienieneee, 706.02
Assigned applications, Same applicant.................. 804.03
Atomic Energy Act.......cccccvevvevieeieniienieeieeienns 706.03(b)
AUhOTShIP ....eveiieieicece e 2137
Backup rejections ..........oecvveceecieeienie e 706.02
Bar, Statutory............... 706.02(a), 2133 to 2133.03(e)(7)
OVEICOMING ....evveereiieeieiieieeieenie e eeeeenenes 706.02(b)
Board of Patent Appeals and Interferences introduces.....
................................................................ 1214.01
Board of Patent Appeals and Interferences statement on
allowed claim ........ccceoenineniniencnincncncee 1213.02
Breadth......coccooeeieiininii 2173.04
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Broader than the disclosure ..........cccccocceveveeiennene 2173.03
Chemical practice
Markush ....cooooveiiiiiiie 2173.05(h), 2173.05(0)
Undue breadth............... 2163.05, 2173.04, 2173.05(h)
Claim presented corresponding to
claim of patent .........cccceveveveereennnnne. 706.06, 2307.02
Claim presented corresponding to
claim of patent, failure to reply.................... 706.03(u)
ClalmS ..ot 706
Combination of references............... 706.02(j), 707.07(d)
................................................................ 2131.01
Common knowledge ..........cccvevvvveiercieicienieniiees 2144.03
Commonly assigned..........ccccveveerieeiieriesieenieneeeeenns 2146
Computer programming cases ................... 2106, 2106.01
Conflicting applications............... 706.02(f)(2), 706.02(k)
......................... 706.02(1) to 706.02(1)(3), 709.01
........................... 715.01(b), 804, 804.01, 804.02
.......................................................... 822, 822.01
Contrasted to 0bjection..........ccceevverieerieesieeeeeeee 706.01
Copending applications, different inventive entities.........
.................... 706.02(k), 706.02(1) to 706.02(1)(3)
Cumulative.......ceeeveeeeerierieieeieeeeeenns 706.02, 707.07(d)
Dedication...........cccuveeeeeveeeeeeeeeeeeee e 715, 1490
Defective reissue oath..........cccoeeeveerennn. 706.03(x), 1444
Dependent claim..........ccceeevevienieniiecieeieeieeenns 608.01(n)
Derivation of iInVention...........cocceeveeieveenencnenenne. 2137
Disclaimer.........ccceeveveeneeneenieeene, 706.02(k), 710.02(d)
Double patenting (See Double patenting)
Duplicate claims ........cceceeeeerierienieieeieeieeeeans 706.03(k)
Estoppel, defensive publication..............cccveureneenne 711.06
Estoppel, interference ...........ccooceeeevevveeienveneennen. 2363.03
Final (See also Final rejection)........... 706.07 to 706.07(f)
Foreign application, statutory bar..................... 706.02(e)
Form paragraphs used..................... 706.02(i), 706.02(m)
Form used ......coovinininiiiiiiicccece 707
Fraud upon public........cccoevevienieiieiieieeeeis 706.03(a)
Frivolous invention...........ccoeceevvenieeveevennenenans 706.03(a)
Full anticipation, expression recommended....... 706.02(1)
............................................................. 707.07(d)
Function of machine ............ccoccoevvveieniennnnnne. 2173.05(v)
Functional claim ..........ccooevervenienirnnen. 2114, 2173.05(g)
Functional equivalents ...........cccoevveverecienrennennen. 2144.06
Generic claim......... 715.02, 809.02, 809.02(a), 809.02(e)
Genus and SPecies........ceevveeverenennen. 806.04(h), 806.04(1)
................................................. 2131.02, 2144.08
Ground clearly stated....................... 706.02(3), 707.07(d)
INaccurate ......ccoceeveieviieiinieniccceee 2173.03
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Rejoinder--Reply
Sec. No. Sec. No.
Incomplete.......coevevierienieniieirene 706.03(c), 707.07()) Provisional rejection................... 706.02(£)(2), 706.02(k),
INAefiNite ....ovevieeiieieieeeeee e 706.03(d) e 706.02(1)(3)
[NOPErativeness. ......c.cecveeeeereveniieriieieeie e 2164.08(b) Public sale (See also On sale; Public use) ........ 706.02(c)
Insufficient diSCloSUTIE ........c.cocvevvereieriieriieienee. 706.03(c) Public use (See also Public use) ..........cceeuvennenns 706.02(c)
Insufficient disclosure, trademark ..................... 608.01(v) Public use proceeding............ccccveene.e. 706.03(v), 720.05
Interference, estoppel .......ccceevvevvererieeieeiieeienne 2363.03 Ranges ......cccoeevvvvevienieienns 706.03(c), 2131.03, 2144.05
Interference terminated....................... 706.03(v), 2363.03 Reissue application
International publication as prior art................ 706.02(a), Broadened claims..........ccccoeeueenene 706.03(x), 2163.05
......................................................... 1857.01, 2136.03 Defective oath .........ccccecevevieirennenne. 706.03(x), 1444
Judicial NOICE.....ccvervieeieiieie e 2144.03 Rejected ..oovvveeiiieieeeee e 707.07(d)
Language used......cccceevereecieenennnnns 706.02(3), 707.07(d) Repeated.......oocvevienieiieeeiece e 707.07(f)
Linking claim .........ccccoceveieennennee. 809, 809.02 to 809.04 Res judicata ............ooeveeeeiiieeiiiiceiene, 706.03(w)
Markush, improper...................... 2173.05(h), 2173.05(0) Scientific principle........cceevevevecieeieeiesieenee. 706.03(a)
MUtIPLCIEY .o 2173.05(n) Secondary considerations ............cccevceerevenieennnnns 2131.04
Negative limitation..........ccceeevveeeeecieeciesnennnenne. 2173.05(1) Single means claim .........ccooceevverieciiecieniennnnns 2164.08(a)
New, after appeal..........cceeveevvennen. 1002.02(d), 1208.01 Species and genus...........cccecveeeeennens 806.04(h), 806.04(i)
New, after final rejection..........ccoeceevvereriieeiens T06.07(€) s 2131.02,2144.08
D[S 111 1<) 706.03(0), 2163.06 Statement Of ........ccoccveveirierieieeee e 707.07(d)
Nonelected invention............cceeceveveeevesveneennen. 706.03(m) Statutory bar ................ 706.02(a), 2133 to 2133.03(e)(7)
Nonstatutory claim .........cccceeeeeeierrenennnne. 706.03(a), 2107 Suggested claims not made...........ccoeeveeernennne. 706.03(u)
Nonstatutory subject matter..........ccoeceeeveeeveenns 706.03(a) Technical ........oovevieiieieeeeeee e 706.03
Not based on prior art..........cccecvereeeeerverveneennnnnn 706.03 Trademark or trade name............ccoeevevvereeennenne. 608.01(v)
NOt INVENLOT ..ot 706.02(g) Undue breadth.........cccovevvvienienieineene 2163.05,2173.04
Not readable on disclosure............ccoecveevvereennnnee. 2173.03 ULLEY ot 706.03(a), 2107
Oath, defective reissue .......ccevveveeveennen. 706.03(x), 1444 VAGUC....eiieieeiieeiieeteteee et 706.03(d)
Objection distinguished..........ccoocvvvverieiiiecienienen. 706.01 Well known in the art..........cccevveveveveeeienieneennen. 2144.03
Obviousness (See also Obviousness) .................... 706.02 Rejoinder ........cccvenerenenne. 806.05(c), 806.05(e), 809, 821.04
............................................. 706.02(j), 707.07(d) Related inventions ....................... 802.01, 806.04(b), 806.05
Of claim copied from a patent...........c.ccceerueenenne. 2307.02 e 808.02, 809.03
Official NOtICe....ccvereieeieiieie e 2144.03 Related inventions, SPECICS .......ccevvververreerrverrernnenne 806.04(b)
Old combination............cceevereeereerieerieeneeenenns 2173.05() Remailing Office action............cceeevevevenerennnnne 707.13, 710.06
Omnibus claim ........ccocceeveereeenenen. 706.03(d), 2173.05(r) Remand by Board
OmMNibus reJeCtion .....ccveeveeeeeieeiereeseeenieeeeenns 707.07(d) AFTIdaVIt....c.ooeeieieecece e 1211.02
Overcoming 35 U.S.C. 102 rejection ................ 706.02(b) AMENndment.........cecveeeierieiierieniee e 1211.01
Overlapping applications............. 706.02(£)(2), 706.02(k) Further search .........cccooeevieviinieieeeeee e, 1211.03
......................................... 709.01, 715.01(b), 804 In general ........coeeveevieieinienieireseeeeseeeeseneeeenes 1211
................................ 804.01, 804.02, 822, 822.01 Special ....coveieiririeiriereeeeeeseeeesenenn. 108,01
Perpetual motion .........cccccveevvecieicienienieeee, 706.03(a) Removal of application from Office ........ccccvevurecirrnennne 101
Personal remarks avoided............cceevvrieriirnens 707.07(d) Renumbering claims ..........cccceeevereierierienienieeeiens 1302.01
Previously allowed claim ............cccceeneeee. 706.04, 1004 Reopening after allowance...........ccocceveverienerenerennns 1308.01
Prima facie case of obviousness........................ 706.02()) Reopening after court decision ..........ccceevverevenerennenne 1216.01
Printed matter..........ccoevvveeieecieeieiie e 706.03(a) Reply (See also Amendment; Period for reply)
Prior art ..ooeeeeeeicieiiecccecceceeee 706.02 After abandonment ...........cocooevereeiiininiencnieene. 714.17
Prior art between applicant’s foreign priority date and After Board decision.........c.cccccvevennnee. 1214.01, 1214.06
U.S. filing date ........coeevvvveeerenennen. 201.15, 706.02(b) After final rejection..........cceeevveeeeeeenvencnns 714.12,714.13
Product by process ........cccceveververiennnnne. 2113, 2173.05(p) Within 2 months........ccoecveeieiiercierienieeene 706.07(f)
Product of nature .........ccoeceveveeieiienieieee 706.03(a) Attorney arguments............cooceeeeveeveennnne 716.01(c), 2145
ProliX...ooovoceeee et 2173.05(m) Complete......ceevvveveeiirieriieeeeee e 714.02 to 714.04
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Reply brief---
Sec. No. Sec. No.

Copying claim from patent not a reply .............. 711.02(b) Authority for requirement............cceecveveeerrerevennene 704.10

Election requirement........................ 809.02(a), 809.02(b) Consideration of information submitted........... 704.14(b)

........................... 818.03(a), 818.03(b), 818.03(c) reeerereeesteneeeeressenesesseneesesneseesesnenennenens 107.05(D)

Formal matters..........c.ecveeveeeieeieiiecie e 714.02 Format of requirement.............ccecvevveneeneenreenenne. 704.14

Incomplete.........ccerevennenee. 710.02(c), 711.02, 711.02(a) Relation to duty of disclosure..........c..ceevvenenne 704.12(a)

.................. 711.03(a), 714.02 to 714.05, 2266.01 Relationship to information disclosure statements ...........
In ex parte reexamination.............ccceevveeeveecuervesenenne. 2260 e et s 704.14(d)
Incomplete, election of species lacking............. 809.02(a) REPLY 10 ettt 704.12
.............................................................. 818.03(b) Elements of a complete reply........................ 704.12(b)
Incomplete, proceedings not stayed by petition........ 1002 Time periods for .......ccoecereieieieiieiiereeeee e 704.13
Incomplete, time for completing ............... 710.02(c), 711 Treatment of an incomplete reply ................. 704.12(c)
................................................... 714.03, 2266.01 Scope of requirement........................... 704.11, 704.11(a)

Late. e 711,711.02 What information may be required...... 704.11, 704.11(a)

Late, eXCUSEd......cocveeieeiieiieiieieeeee e 710.02(d) When requirement may be made....................... 704.11(b)

Patentability pointed out.......... 706.02(b), 714.02, 714.04 Requirements must be repeated ..........cccccceevenuennene 707.07(e)

Restart period for ........ccoecvveeivicieeieiieceeeee 710.06 Requisites of the application............ccceceevverierireciieiennnnns 702

Restoration of canceled matter............. 608.01(s), 714.24 Res judicat ..........eeeeeeeeeeeeeeeeeann, 706.03(w), 707.07(g)

Restriction requirement .............cceevveenenne. 818 to 820.02 Reservation clause in application........... 608.01(¢e), 608.01(t)

Signed by all applicants.............ccoeeververeeneeennenn 714.01(a) Residence, Applicant’s.........cc.cceeueeee.. 605.02, 719.02(b)

Statutory Period.........cceeeveevereereerieerie e eeereeiens 710.01 Resignation of eXaminer ............ecceeevereveriereeneeneennnn, 1702
Reply brief.......ccoooveiiiiiiieeeeeeee e, 1208, 1208.03 Old cases special........cccvevieciiecieeieiierieseee e 708.03
Representative capacity.........ccceeveneenee. 402, 405, 714.01(c) Response (See Reply)

Cannot expressly abandon...........c.ccecceeveneenne. 711, 711.01 Restriction (See also Election; Election of species)...............
Representative of foreign assignee............ccoecvveevennenne 302.04 s Chapter 800
Representative of inventor or owner .................. Chapter 400 AcCtion, EXAMINET S .c..ceveeereieienienienieeeeeerenaens 814 to 817
Representative of requUester ........cevveveereeecieeieeieneennenn 2213 Action after, special..........ccoeevreiercieniienier e 708.01
Representatives of out-of-town attorneys........................ 408 Action on the Merits.........cceevevververierceennnne 810-810.03
Request for Continued Examination (RCE) ........... 706.07(h) Apparatus and process or product................. 806.05(e) to

Comparison with CPA ...........cooirvieiieieeee, 706.07(h) e 806.05(g)

Conditions for filing...........ccceevevirecierrenieneenne. 706.07(h) Application referred to second examiner .................... 815

Submission requirement.............cocceerveerveeveennens 706.07(h) BaSIS c.eieiieieeeee s 802

Suspension of acCtion N .........ccecveveeeieriereerieeeeeenne 709 Burden, without SErious ...........ccoeeveeveeienieenieeieeeeene. 803
Request for ex parte reexamination Claimed subject Matter ..........ceceevverenerenerneenennns 806.01

DeciSIoN CrIteria .....ccuevverieruerierieieienieneseeeieeeeneeens 2242 Claims to divisible inventions added

Notice of request in Official Gazette........................ 2229 before action ........ccceevvveveecieeieniesieeeeeeen. 818.02(a)

Requester’s representative.........ocveeeereeeneeenieenieenenns 2213 Combination and subcombination ............c.cceeevevvereeennnne.

Time for filing........cccoevevvierieieieeee e, 2210,2211 e 806.05(a) to 806.05(c)

Time to decide.......ccceveeieniineniniiieieereeeccerens 2241 CoNtINUALION ....eouveviiiiericeiietetere et 819
Request form for international application.................... 1821 Definition....cc.ceeeieiinininerceecce e 802.02
Requests for identifiable records..........ccceveververveirennnne 103 Distinct invention..............ccccvveenne.... 802.01, 806, 806.05
Requests for rehearing of Board decision................. 1214.01 Election other than express........cc.cecevevercneeeenne. 818.02

................................................. 1214.03, 1214.04 Election fixed by action on claim ..........................818.01
Requirement for information................. 704.10 to 704.14(d) Final requirement...........c.ccceeeuereeerverienierieieeeenns 821.01
............................................ 706.02(c), 710.02(d) Grouped in parent application ...............ccoe........... 811.04
................................... 1504, 1901.06, 2001.06(d) IMPIrOPer ....c.evvveeeiriiieiriirieieiesieienennn.. 803, 806, 808.02
............................................ 2122,2123,2307.05 Independent embodiments.........................806.04, 806.05

After the first action on the merits .................... 704.11(b) Independent inventions..............ccoe.n...... 802.01, 803, 806
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Restrictions on former examiners--Roster of attorneys or agents

Sec. No.
....................... 806.04, 808.01, 808.01(a), 818.03
INtroduction ........cocceceeieieniniininieeceeeeee 801
Linking claim ..........c........... 809, 809.02, 809.03, 809.04
Linking claim, traverse of rejection................... 818.03(d)
Markush type claims..........cccceevvevivriieieennne 803, 803.02
Nonelected claims, treatment of ................. 821 to 821.03
Nonelected invention............ccceeneee.. 706.03(m), 809.04
Nucleotide sequences...........ccoeeveevereeennennne. 803.04, 2434
Old combination and subcombination............... 806.05(b)
.................................................................. 820.01
Patentability over prior art................ 806.02, 809, 809.03
Patentability report, effect...........ccoovvevveviecinienienene 807
Petition from requirement..................... 809.04, 818.03(c)
Process and product or apparatus...................... 806.05(e)
...................................................... 806.05(g), 820
Product and process of using.........ccceeeververeene 806.05(h)
Product, process of making and using............... 806.05(1)
Reissue application...........cecceeveeereeereeeeeennene 1450, 1451
Rejection of nonelected claims................... 821 to 821.03
Rejoinder...........c........ 806.05(c), 806.05(e), 809, 821.04
Related inventions................ 802.01, 803, 806, 806.04(b)
..................................................... 808.02, 809.03
Requirement ..........ccccoevvevivecieeienieneenenn 812, 814 to 817
Additional .........cocoeveniniinininceee 811.02
After eleCtion .....c..eovevevereeieieieenese e 818
Shift of invention/species..........cceerveervernennen. 819.01
With traverse..........cceeeveeeevveeenneens 818.03(b), 821.01
Without traverse.........cccveverererereeneenieniennenne 821.02
By group where examinable ............cccceeeverieniennen. 812
COMPIELENESS ....evevierieiieieeie st 815
Concluding paragraph.............ccecuvenenne. 817, 818.03(b)
Consult other group .......ccceeeveeververeveennne. 812.01, 815
Final .oooovvieiniceeeeeeee 810.03, 818.03
First aCtion .....ccccoevvevereeieieiinicncnc e 811
Patentability.......ccccceevveveriiiieieeee, 810 to 810.03
Petition from.........c.ccceeeveeienieiiennn. 809.04, 818.03(c)
Reasons for insisting upon...........cceeveeevecveeveneeennen. 808
Rejection on double patenting following............ 804.01
Repeated after withdrawal .........c..coccoceeveinnne. 811.03
RepIY tO v 818 to 818.03(e)
Review by examiner with at least partial signatory
AULNOTILY .o 803.01
Submission to TC director..........ceceeeveveererenuenne 804.04
Second requirement ...........cceccvereereeneenerenneennnns 811.02
SEQUENCES ..cvveeenereeiiieiieeniiee et 803.04, 2434
Single Claim .......ccveeveeieiierieiee e 803
Single embodiment ............ccocceevverierireieeieenns 806.03
SPecies-Genus.........coeververieereerieeieeieeee e 806.04(a)
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Species may be related inventions................. 806.04(b)
Species of unclaimed genus ............ccccueenee..e. 808.01(a)
Subcombination, Combination..806.05(a) to 806.05(c)
Whenmade ..........oooveviieneeieiieeeeeeeee 811, 811.02
Withdrawal........cccooeveririiiiiiiinceeeeeene 819
Telephone ......cocveevieiieieeeeeeee e 812.01
Transitional application ..........c.ccoceevenerenieneecnennens 803.03
Traverse of requirement............... 818, 818.03(c), 821.01
Restrictions on former eXaminers ............ccoccveeeverevennnnne. 1702
Restrictions upon employees of Office..........ccceeevvevennene 309
Retention of an abandoned application..............c.coecueee.. 601
Retention fee........cocoevveveeeeenennnn, 202.01, 506, 601.01(a)
Retention label........ccccocovireiiiiieiininincncicecice 1302.07
Retroactive foreign filing license.........c.cccevvevencncnennenn 140
Return of Papers
Discourteous matter ........................ 714.19, 714.25, 1003
Entered on file wrapper ........c...c.......... 201.14(c), 719.01
Return of complete application............cccecuevvereeenennee. 601
Return of drawing ..........cccceevvevveviiecienienieinnns 608.02(y)
Return of filing fee........ccooovevvevieiinienns 506.01, 607.02
Return of incomplete application.............ccoccuveneene 506.01
Return of oath .......ccoccvvvieiiiniiieeceeees 604.04(a)
Return of patent ..........occeevvevieneenieniee e 1416
Return of post card .......ccccceevvevieciieireen. 503, 1901.05
Returned Office action........cceceevvevenenenenercenennenne. 707.13
Review at allowance ...........ccceeevevvenenineneneneeniennens 1302.01
Review for national SECUTILY .......cceveverieriveriieieeieeiieieans 115
Review for property rights.........cccooceevieiieiirciinieeieene 115
Revised statutes (See Statutes)
Revival of abandoned application.................. 203.08, 711.03
.......................................... 711.03(c), 1002.02(b)
Revocation of agent under PCT..........ccocovvvienierennnne, 1808
Revocation of power of attorney.................... 402.05, 402.07
Rewritten specification ...........coccveeveeeeeriervenieenenns 608.01(q)
Ribboned application...........cccecvrevercverrenverirennene, 602.04(a)
Right of priority (See also Foreign application) ......... 201.13
Form paragraphs...........ccccovevienieniiecienienienns 201.14(c)
Formal requirements.............ccoeevevverveniereenieeneenns 201.14
Overcoming a reference....................... 201.15, 706.02(b)
Papers required .........ccoecevierierienieieeeeeee 201.14(b)
Time for filing papers .........ccecvvevevververerennennn 201.14(a)
U.S. application ........ceecueeierierieriesieseerie e 201.11
Right of priority, determination by examiner.............. 201.15
Right to exclude others...........ccceeevvvierieniennns 509.02, 1111
........................................................... 1601, 2162
Rights, Transfer of patent or application .................... 509.02
RNA (See Biotechnology; Nucleotide sequences)
Roster of attorneys or agents................... 601.03, 1730, 2205
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Rules, 21 CFR 60.3(b) ...ooveeeeiiiieirieieeeeeeeee e 2751
Rules, Patent (Code of Federal Regulations).............cc.........
.................................................... Introduction, App. R
10 CFR
B10.7 Cted .voveeveeiieiirieieeeeee s 140
15 CFR
1513 Cited .oeveveeeeeierieeeeceeeees e 1701.01
15.14 Cited .evoveeeieiirieeeieeeeeeree e 1701.01
15.16 Cited .oeoveeeeeiirieieieeieeeree e 1701.01
21 CFR
312.80-312.88 Cited ...ooveveeeieeeieieierieeiesieenne 2107.03
37 CFR
1.1 Reproduced .......cccoeeveeienienieieeeieeee 501, 2224
1.2 Reproduced .......cceeevvevieienieiienenn 713.04,2002.02
1.3 Reproduced .......ccoveeeieiieiieiieieieee e 714.25
1.22 Reproduced .......cccccveeiieviieiienieeiecie e 509
1.23 Reproduced .......ccoocveveieiieiiinieiiecie e 509
1.25 Reproduced .......ccoevvveeveiieiinieiiecieeeeeene, 509.01
1.26 Reproduced .......ccoocvevveeiieniieniieieeienen, 509, 607.02
1.27 Reproduced .......ccoccvevvveriveiieeieene 509.02, 509.03
1.28(a) Reproduced .........cccevvevvenieiieieeieeeeen, 509.03
1.28(c) Reproduced .......ccccevvevveniieniieieeieeeen, 509.03
1.31 Reproduced .......ccoocvevieviieiiinieniecie e 401
1.33 Reproduced .......ccoeevevveniienieiieieeeeee, 403, 601.03
.................................................... 714.01(a), 2222
1.34 Reproduced .......ccoocvevieeieiiieieiie e 402
1.36 Reproduced .......cccoveveveiieiinieieeeeeeene, 402.05
1.41 Reproduced .......ccoccvevieviieciinienie e 605
1.42 Reproduced .......ccoeeveeieeieniieiieieeieeeeee, 409.01(a)
1.43 Reproduced .......ccoevvveeieiieiinieiecieeeeene 409.02
1.45 Reproduced .......coevevvenienieiieieeeen, 605, 605.07
1.47 Reproduced .......cccecveeveiieiieieiieieeeieene 409.03
1.48 Reproduced .......ccoevvveeveiieiinieiieeeeeeene 201.03
1.51 Reproduced .......ccoocvevieviieiiieieiiecie e 601
1.52 Reproduced .......ccoocvevvveiieiieieene, 608.01, 608.05
1.53 Reproduced .......... 201.04(b), 201.06(c), 201.06(d)
................................................ 506, 601, 601.01(c)
1.54 Reproduced .......ccocceevieviieiiieieiie e 503
1.55 Reproduced .......cceovvvvverieeirennnne, 201.13,201.13(a)
1.56 Reproduced .......ccoocevvvenveieeieeieen, 2001, 2001.01
................................................. 2001.04, 2001.05
1.58 Reproduced .......cccvevveiverennnnnne. 608.01, 608.05(b)
1.59 Reproduced ........ccocveeveiieiinieiieieeeeeene 724.06
1.60 Reproduced .......ccccevieeienienieieeieeeeen. 201.06(a)
1.62 Reproduced .......cccecveveeieeieeieeieniieeene 201.06(b)
1.63 Reproduced .......ccoocvveveeeenienieeenee. 201.06(c), 602
1.64 Reproduced .......ccoccevvenieniienieeiieieeieeen. 605.04(a)
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1.66 Reproduced ........ccceoveevveciierireireins 602.04(a), 604
1.67 Reproduced .........coecvveieeieiieiieniieee e 603
1.68 Reproduced .........coeovveieeieiienierieie e 602
1.69 Reproduced ........ccoeveveiveiieiieieeie e 2004
1.71 Reproduced ........cceevevvenereiennen. 608.01, 608.01(v)
1.72 Reproduced .......cccoecvvevevveiieieee, 606, 608.01(b)
1.73 Reproduced ........cceveeriieiieniieieeieeie e 608.01(d)
1.74 Reproduced ........ccevvevieniieniieieeieeee e 608.01(f)
1.75 Reproduced .......... 608.01(i), 608.01(n), 2173.05(n)
1.76 Reproduced ........ccoocvevveniieniieiieieee e 601.05
1.77 Reproduced ........ccoeeveeeenevennnnnen. 608.01(a), 608.05
1.78 Reproduced ........ccoevvvevveieeiniieniene 202.01, 804.03
........................................................ 822.01, 1481

1.79 Reproduced ........ccoevvveivecieeienieeieneene, 608.01(e)
1.81 Reproduced ........ccoeveeieniieniieiieieeie e 608.02
1.83 Reproduced ........ccoevieeveiieiieieeieeie e 608.02(d)
1.84 Reproduced .......cccoeveveiieiieieeieeie e 1606
............................... 608.01(f), 608.01(v), 608.02

1.85 Reproduced ........ccoecvveuveeennnen. 608.02(b), 608.02(p)
1.91 Reproduced ........cccovveeieniieniieiieieee e 608.03
1.93 Reproduced ........ccevveeeieniieniieiieieeie e 608.03
1.94 Reproduced .......cccoevvveiveciveieiiecieneeeene, 608.03(a)
1.95 Reproduced .......ccceevvveiveieeieiiecieeen, 608.03(a)
1.96 Reproduced ........ccoevvveiveiveieiiecieneeene, 608.05(a)
1.97 Reproduced ........ccoevvveieeieiieiieiieee e 609
1.98 Reproduced ........coevvveieeienieiieniieee e 609
1.99 Reproduced ........ccoevvveieeienieiieieie e 610
1.102 Reproduced ........cccoveevevverrerirennnne 708.01, 708.02
1.103 Reproduced .........cccveieeieiieniieniieie e 709
1.104 Reproduced .......ccccvvvvveieniennnnnne. 706, 707, 707.05
............................... 707.07, 1302.14, 1852, 2260

1.105 Reproduced .......ccoocvevienieniieieeieeieee e 704.10
1.111 Reproduced .........cccen... 714.02, 714.03(a), 2266
1.112 Reproduced ........cccveievieiienienieie e 706
1.113 Reproduced .......cccoceeeienieniieieeieeie e 706.07
1.114 Reproduced .........ccceevveciveieiierieneene, 706.07(h)
1.115 Reproduced ........cccvevuveciieienierieneene, 714.03(a)
1.116 Reproduced .......cccoceevienienieiieieeieee e 714.12
1.121 Reproduced .......... 608.02(p), 608.04, 714, 714.22
............................... 714.22(a), 1453, 2234, 2250

1.125 Reproduced .......ccocvevvveriieciieieeieeie e 608.01(q)
1.126 Reproduced .......ccccceevveeiieniieireieeie e 608.01(j)
1.129 Reproduced .......ccoocvvevveneveennnnen. 706.07(g), 803.03
1.130 Reproduced .......cccccveveveivecieeieeieene 718, 804.02
..................................................... 804.03, 822.01

1.131 Reproduced ........ccccveeeeeieiienienieee e 715
1.132 Reproduced ........occcveeieeierieniiereeie e 716
1.133 Reproduced .......ccovevvererieniennne 713.01, 713.04
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1.135 Reproduced .......ccveeeveiieiinieiiecieeeieene, 710.01

......................................... 711, 711.03(c), 714.03
1.136 Reproduced .......ccceevvveveeeeennnne, 710.02, 710.02(e)
1.137 Reproduced ........cceveerieniieieiieieeie e 2268
1.138 Reproduced .......occeevveviieiieieeiecie e 711
1.141 Reproduced .......cccevcvvevevienienenee. 802, 806.05(1)
1.142 Reproduced .......occeevieriieciieieiie e 802
1.143 Reproduced ......coccveeeeiieiinieeiiecieeeieene 818.03
1.144 Reproduced ........cccoevveeienienieieeieeeenee. 818.03(c)
1.145 Reproduced .......ccveeeveiieiieieeiecieeeieene 821.03
1.146 Reproduced .......ccoveveveiieiieieeiieieeeeeene, 809.02
1.151 Reproduced .......occvveerienieiieieeieeie e 1501
1.152 Reproduced ......ccceevveeiieiiinieiie e, 1503.02
1.177 Reproduced ........ccevcvevienieiieiieieeie e 1451
1.178 Reproduced ........ccoevveneneen. 1416, 1418, 1442.04
1.179 Reproduced ........cceecvveierieiieiieieeie e 1431
1.181 Reproduced .......ccvevvvevreieeiienne 711.03(c), 1002
1.182 Reproduced ........ccvvvvvienieiieiieieeieee e 1002
1.183 Reproduced ........cceveevieniieiieieeieeieeee e 1002
1.191 Reproduced ........cceeeeeieniieieieeieeie e 1205
1.192 Reproduced ........cceveeeienieiieiieieeie e 1206
1.193 Reproduced ......cccccevveeenenee. 1208, 1208.03, 2275
1.194 Reproduced ......oocvvveveeienieiieieeeeie e 1209
1.195 Reproduced .......occeeeerienieiieieee e 1211.02
1.196 Reproduced ........cccoeveevevveniieienne. 1212, 1213.02

....................................... 1213, 1213.01, 1213.02
1.197 Reproduced .........cco........ 1214, 1214.03, 1214.06
1.198 Reproduced ........ccceviervieiienieeieeie e 1214.07
1.248 Reproduced ........cceeeiveienieiieiieieeie e 1901
1.251 Reproduced .......cocveeveiieiieieiieieeeeeene, 508.04
1.291 Reproduced .......occevveeienieiieiieieeie e 1901
1.292 Reproduced ........ccevveviieieeieeie e 720
1.293 Reproduced ........ocvevevienieiieieeieeie e 1101
1.294 Reproduced .......occevceveienieiieiieieeie e 1103
1.295 Reproduced .......ooceeevevienieiieiieieeieeee e 1105
1.296 Reproduced ........ccoeceeeienieniieiieieeie e 1109
1.297 Reproduced ........ccevvveienieiieiieieeie e 1111
1.301 Reproduced ........cceecveeierieiieiieieeie e 1216
1.302 Reproduced ........cceeveeieniieniieieeie e 1216.01
1.303 Reproduced ........cceeveeieniieiieiieeeie e 1216
1.304 Reproduced ........ccvevevieniieiieiieieeie e 1216
1.311 Reproduced ........cceveeevienieiieiieieeie e 1303
1.312 Reproduced .......occveeveiieiieieiieceecieeeeene, 714.16
1.313 Reproduced ........cceecvevieniieiieiieieeie e 1308
1.314 Reproduced .......occeeievieniieniieieee e 1306.01
1.321 Reproduced ........cceeeevienieiieieeieeie e 1490
1.322 Reproduced .......occevvvvienieiieiieieeie e 1480
1.323 Reproduced .......occeeeevieniieiieieeeeie e 1481
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1.324 Reproduced .......cocveveveiieiieieeie e 1481
1.335 Reproduced .......coccveieeieiieiieniee e 311
1.362 Reproduced .......ccoveveieiieiiieieiie e 2504
1.363 Reproduced .......ccceeveveiieciieienie e 2540
1.366 Reproduced ........ccceeviveeiieiiinieniecieceeeeen 2515
1.377 Reproduced .......cccccveveveiieiiieieeie e 2580
1.378 Reproduced .......ccocveviveiieciieiecie e 2590
1.413 Reproduced .......ccocveeieiieeieiiecieceeeee e 1840
1.415 Reproduced .......cooveveieiieciieieiieeee e 1853
1.416 Reproduced ........cccveveveiieiieieniecieeeeeeee 1862
1.422 Reproduced .......coeveveveiieciieieeie e 1820
1.425 Reproduced .......coooveviveiieciieieiie e 1820
1.431 Reproduced .......coocveviieiieciieieiie e 1810
1.432 Reproduced .......coocveveeiinieiieeeereeeeene 1817.01
1.434 Reproduced .......coooveeiieiieiieieeiecie e 1821
1.435 Reproduced .......coooveeiieiieiieieee e 1823
1.436 Reproduced ........cocveveieiieiiieieiieeeeceeee 1824
1.437 Reproduced .......ccocveviieiieiiieieiie e 1825
1.438 Reproduced .......ccoveviveiieiiinieeiecee e 1826
1.446 Reproduced .......ccoveveveiieiieeieniecieeeeeee e 1847
1.451 Reproduced .......cccoceevveriieviieieeieeieeene 201.13(b)
1.455 Reproduced .......ccovveveerieenene 402.09, 1807, 1808
1.475 Reproduced .......cccccvvveveiienieeieene, 1850, 1875.01
1.477 Reproduced .......ccoccveveveiieiiieienie e 1850
1.480 Reproduced ........ccceeviveiieiiieieiiecieeeeeeee 1864
1.481 Reproduced .......ccocveveieiieiiieieciecieeeeeeen 1867
1.484 Reproduced .......cccveveveiieienieiie e 1878
1.485 Reproduced .......ccccveveveievneennnnne 1864.01, 1878.02
1.488 Reproduced .......ccocveveveiieiinieiie e 1875
1.489 Reproduced ........cccvevvveiieieiieeienieeene 1875.02
1.491 Reproduced .......cocceeveieeiinceeiieeieeeeieene 1893.01
1.495 Reproduced ............. 509.01, 605, 709, 1893.01(a)
1.496 Reproduced ........ccceeveeeienceeiieiierieieeene 1893.03
1.497 Reproduced .......cccocvevveniieniienieeieeienen. 1893.01(e)
1.499 Reproduced .......ccoocveveveniieniieniieieeeeen, 1893.03(d)
1.501 Reproduced .......ccccceeveveeiieiienieiie e 2202
1.510 Reproduced .......ccccceevveniieniienienieeeen. 2210, 2215
...................................................... 2227, 2266.03

1.515 Reproduced .......cccocveeveniienienieeieeeen. 2240, 2248
1.520 Reproduced ........cccveveveiieiiiniecie e 2239
1.525 Reproduced .......cccveviveiieiiieieeie e 2246
1.530 Reproduced .......ccccveviieiieiiieieiiecie e 2234
............................. 2249, 2250, 2250.01, 2250.02

1.535 Reproduced .......cocveeiveiieiieeienie e 2251
1.540 Reproduced ........cocceevieiieiiieieeie e 2252
1.550 Reproduced ................. 2254, 2265, 2266, 2266.03
1.552 Reproduced .......coccveveveiieieeiecie e 2258
1.555 Reproduced .......cocveeiieiieiieeieeie e 2280
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1.560 Reproduced .........ccoecvevienieniieiieieeie e 2281
1.565 Reproduced .........ccc........ 2282, 2284, 2285, 2286
....................................... 2283, 2284, 2285, 2286
1.570 Reproduced ........ccovcvvvieniieiieiieeeie e 2288
1.601 Reproduced .......ccevveviieiieciriieeieeeene 2301.02
1.602 Reproduced .........coeevevienieiieiieieeie e 2302
1.603 Reproduced ........ccceecveeieniieriieiieieeie e 2303
1.604 Reproduced .........ccoevvevieniieiieiieieeie e 2304
1.605 Reproduced ........ccevvveeieniieiieiieeeieeee e 2305
1.606 Reproduced .........ccoecvevierieiieiieieeieeee e 2306
1.607 Reproduced .........cceecvvrienieiieiieeeie e 2307
1.608 Reproduced .........coecvevienieiieiieieeie e 2308
1.611 Reproduced ........cccovvvevieniieiieiieeeie e 2311
1.614 Reproduced ........ccevceevienieiieiieeeie e 2314
1.615 Reproduced ........ccevvevieniieiieiieeeie e 2315
1.640 Reproduced ........cccoeceevvenieiieiieeeie e 2340
1.641 Reproduced ........ccovvveeienieiieiieieeie e 2341
1.642 Reproduced ........ccovvevienieiieiieeeie e 2342
1.658 Reproduced ........ccevcvevienieiieiieieeeee e 2358
1.659 Reproduced ........ccevvevienieiieiieieeiecee e 2359
1.660 Reproduced .........ccoevevevievenienieiienenn 2284,2360
1.661 Reproduced .........ccoecevvienieiieiieieeieeie e 2361
1.663 Reproduced ........ccoevvervieiiveieiieeieeeeene, 2363.03
1.664 Reproduced ........ccoeveeienieniieiieieeie e 2363
1.665 Reproduced ........ccoecvvvienieiieiieieeieee e 2365
1.701 Reproduced ........cccoevvevieniieiieieeieeieee e 2720
1.702 Reproduced ........cccovcveeienieiieiieeeie e 2730
1.703 Reproduced ........cccoeveevienieiieiieieeie e 2730
1.704 Reproduced ........cccoevverieniieiieiieeeie e 2730
1.705 Reproduced .......ccevverienieiieiieieeie e 2730
1.710 Reproduced ........ccceeveeienieiieieeeiecee e 2751
1.720 Reproduced ........ccevcveeienieiieiieieeie e 2751
1.730 Reproduced ........cceeeeeienieiieiieeeieeee e 2752
1.740 Reproduced ........ccceeveveveeiieieiieiienenn 2753, 2754
1.741 Reproduced .......ccoovverienieiieiieeeie e 2754
1.750 Reproduced ........ccevvvevieniieiieiieeeeeee e 2755
1.760 Reproduced ........ccevveviveviiecieiieiieeeeeene, 2755.01
1.765 Reproduced .........ccoeeevevinienieiieieenenn 2762,2763
1.770 Reproduced ........cccovceerienieiieiieieeie e 2764
1.780 Reproduced .........ccoecveeieniieiieiieieeie e 2759
1.785 Reproduced ........ccevcveeieniieiieieieee e 2761
1.790 Reproduced ........ccevveriieiiieieiiecieeeeeene 2755.02
1.791 Reproduced ........ccoevveviieiiieieiieeieeeeeeene, 2755.02
1.801 Reproduced ........cceecveeienieiieieeieeie e 2403
1.802 Reproduced ........ccevveeieniieiieiieieee e 2404
1.803 Reproduced ........ccevvveieniieiieiieieeie e 2405
1.804 Reproduced ........cceveveeieniieiieiieieeie e 2406
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1.805 Reproduced .......cccveeeveiieiiieieniecie e 2407
1.806 Reproduced ........ccceevvveiieciinienieiieeeeeeene 2408
1.807 Reproduced ........ccceevvveiiecieeieeiecieeeeeeee 2409
1.808 Reproduced ........cccveveveiieciinieiie e 2410
1.809 Reproduced .......ccccveeeveiiecienieiiecieceeeeee 2411
1.821 Reproduced .......cocveeeveiieciieieeie e 2422
1.822 Reproduced .......cccveeeveiieieeiecie e 2423
1.823 Reproduced .......cocveeeveiieieeieeie e 2424
1.824 Reproduced .......cocveeeveiiecieeieeie e 2425
1.825 Reproduced .......cocveeeveiiecieeieeie e 2426
3.1 Reproduced ......cceevieiieieeieeieeeee e 301
3.11 Reproduced .......occvveeeeienieieieeeeee e 302
3.21 Reproduced ........cceeveeieniienieiieieeeee e 302.03
3.24 Reproduced ........cceeverieniienieieieeie e 302.01
3.26 Reproduced ........ccoecveeienienieiieieee e 302.02
3.27 Reproduced .........ccoecveeieniieniieiieieeie e 302.08
3.28 Reproduced ........cceevevieniieniieiieieee e 302.07
3.31 Reproduced ........ccoeeveeieniienieieieee e 302.07
3.34 Reproduced ........cceeveeieniienieieieee e 323.01
3.41 Reproduced ........ccevveeieniienieieeee e 302.06
3.51 Reproduced ........cceeveeienienieieeeeeee e 317.01
3.54 Reproduced ........cceveeeienienieieeeie e 317.03
3.56 Reproduced .........ccoecveeienienieniieieee e 317.03
3.58 Reproduced ........cceeeeviieiienieieieeeee e 302
3.61 Reproduced ........ccoecveeienienieiieieeeee e 302.04
3.71 Reproduced .......ccceveeevieniieniieieeeee 324,402.07
3.73 Reproduced ........ccceeveveveeienieieiienen, 324, 1410.01
3.81 Reproduced ........ccceevveienienieieieieee e 307
5.1 Reproduced ........ccceevuveierieiieiiesieeee e
5.2 Reproduced ......coccvvvieiieiienieiee e 120
5.3 Reproduced ......ccccvvvevievienienieiies 120, 2309.06
5.4 Reproduced ......c.occeeieiienienieiee e 120
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5.11 Reproduced .......cceeievienienieiieie e 140
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______________________________________________________________ 706.03(b) Search room hours.........ccccccoeevveveeeiveeecceeeeenne.. 510, 1730
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....................................................................... 503
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Database (See Sequence rules)
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Form paragraphs..........ccccccveeeevvencienienieeeeeeene 2427.01
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computer readable forms...........cceeverieenennne. 2422.09
Helpful hints for compliance...........c.ccoceverereenennene 2429
Informational requirements for
sequence listings.................... 2424, 2424.01, 2424.02
Mandatory information items.................... 2424,2424.02
Miscellaneous requirements, information............ 2424.03
New applications..........cceevevveereeeieeeenreneeneeennes 2421.01
Notice to comply ......ccoeeeveeeveirereeeenen. 2421.03, 2427.02
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PatentIn information................ccceveeeeeennereenne.. 1730, 2430
Presumptions regarding compliance.................... 2422.08
Previously filed identical computer readable
form, reference to..........coovvveevieeieccieeeeeee, 2422.05
Replacement of sequence listing and
computer readable form..........ccoocevvverienieniennnn. 2426
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Sample sequence Listing..........c.eceevververeeneeriennennnn. 2431
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Sequence identifier requirement .......................... 2422.03
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Patent Cooperation Treaty (PCT)........... 1823.02, 1848
............................................................................ 2430
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WIPO Standard ST. 25, Appendix 2 Tables
Reproduced.......c.oocveieeienienieieeec e 2422
Cited .o 2422.01, 2423,2423.01
Sequences, TeStriCtion ...........cccverveereerreereeeneennns 803.04, 2434
SETIES COAES ..ottt 503
Series of dependent claims ...........ccccveevveeennennne 608.01(n)
Series, Patent (See Patent)
Service of citation in Patent ...........cceeverveereeeceeevesnenennns 1901
Service of court papers on COMMmISSIONET .........c..c..c.... 1216
Shift of €leCtion.........cocevereririiieicicreeeeeeen 819
Shoes (See also Search)........ccceeevvievieeciieiiecciieeeieeas 901.07
Shortened statutory period (See also Period for reply;
Statutory period) .......cccceevveeieireriiernnne. 710.02, 710.02(b)
AppPeal.....coiiiiiiiece 1206, 1214.06, 1215.04
Date of abandonment.............cccveveveceercieneennnnns 711.04(a)
Drawings........ccoecveeeerieneeneeneeeeeeens 608.02, 608.02(a)
Extension of time..........ccccceevevennene 710.02(e), 1002.02(c)
Final rejection.........ccceecveeciveveneenennne. 706.07, 706.07(b)
............................... 706.07(f), 706.07(g), 714.13
Informal application.............cceccvevverreerieecierieee 702.01
Information disclosure statement...........ccccceeeveruennenne. 609
Interference........coovveeeeveeeecieeeeeeeeeeens 2307.02, 2363.02
Oath ..o 602.03
QUAYIC ..ot 714.14
Reexamination.................. 2263, 2265, 2273, 2285, 2286
Statutory Invention Registration (SIR) ........... 1103, 1107
Time limits compared...........ccceervevrerirecieenens 710.02(d)
Signatory Authority, Full ............ccccooviiiiiiiiees 1004
Signatory Authority, Partial...........cccccoeninininicninenn, 1005
Signature
Alteration in specification signed ...........c.cceceeueenee. 608.01
AMENdment.......cceeveeienienenininicecee e 714.01
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............................................................. 714.01(d)
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Signed by applicant, not by attorney of
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Applicant, international application ............c.cceeeuee 1820
Applicant unable to WIIte .........ceceevvereenerenuennen. 605.04(d)
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Application PAPETS ......c.eecveeveeverierireneeereeeeeenns 605.04(a)
Attorney or agent not of record ..........cccovevencreneenen. 405
Certification, effect of ..........cccoveviiviiiiieieenn. 401, 410
Continued prosecution application.................... 201.06(d)
Correction 0f NAME.......cccveeveeierieiieieeie e, 605.04(c)
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Facsimile ......ccocevverreeninieieiienn, 502.01, 502.02, 506
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Legal representative .........oceeevereveieeiesvenienieenne. 605.05
Omitted from an application filed
under former Rule 1.60.............cccccevvvvrriennne 201.06(a)
Required on every paper .........cceeeeevervenenenne 402, 502.02
Title With ...eooieieieeeeeeeee e 605.04(¢e)
Uniformity with name..............ccccvevenen. 605.04(b), 1503
Signing, continued prosecution application............ 201.06(d)
Signing examiner’s letter.................. 706.07,707.08, 707.09
Signing file WIapPer .......cccvecveeiverierieriereeeie e 1302.13
Simultaneous issue of patents............coecveeeveeveeiennnnne 1306.02
Single means claim........cccceeevverenencreenene 2164.08(a), 2181
Size of paper (See Paper size)
Sketch of proposed drawing change....................... 608.02(v)
Sketch of subject matter of claims..........cccccevuenene 904.01(a)
Small BUSINESS ACt.....cc.erieieiiniiniinienieeieienene e 509.02
Small Business Administration.........c..cocceceeeevuenuennene 509.02
Small entity status (See also Fee)
Change of Status ........ccceevvveriieceieieeieeie e 509.03
Claiming StatusS ........cceceverrvereeerieereeieeeeneeeneeneeennes 509.03
Continued prosecution application.................... 201.06(c)
.............................................................. 201.06(d)
Definition ...c..coevererereeieieiereseeeeeecee e 509.02
FEeS i 509.02
Government Organizations..............ceeeerveesveenveenne 509.02
Improper payment ............cocceoeeveenieiennennennenne. 509.03
Independent inVentor.............oceeeverveneeneeeneeneeenne. 509.02
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Refund ..c.oovviiieiiiiieeeeee e 509.03
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Statement verified ..........coceveeceevienininininieene 509.03
Transfer of invention rights ...........ccceevvevviennnne. 509.02
Soft copy, Ordering ...........cceeceeevereeerveneenieneeieeeenns 905.02
Sole inventor application ...........cceecveveereereenieerieenenns 201.01
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Changed t0 JOINt.......c.eeeverieeieierieeee e 201.03
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Sole inventor in original 0ath..........c.ccocevverinienicnncnnenene. 602
Solicitor’s Office (See Office of Solicitor)
Sources of information to disclose..........c.cceeeeeuenn 2001.06
Special application...........ccccveveerierieenireneeeienns 708 to 708.03
Accelerated examination..........c..cocevevererceeennenes 708.02
Allowable application, except for form ............. 707.07()
...................................... 710.02(b), 714.14, 1301
Appealed application ..........ccceeeerverieeceeecieeiesieeenns 1204
Applicant’s age, health .........c..cccoovieviinieniieee 708.02
Biotechnology case, small entity..........cccceceevennenne. 708.02
CANCET ..ottt e 708.02
Counter-terrorism inventions ...........c.cceeeereevennens 708.02
DINA .o 708.02
ENETEY.cceiiiiiiiiieeeec e 708.02
Five year pendency .......c.cccceeveervereeneeneeneeeeeeienne 707.02
HIV/AIDS.....oieieeeeeeeeee e 708.02
Infringement ...........cceevverieeienieseeeeee e 708.02
Interference with a patent............ccocceveeerveniennne 2307.02
LSt ettt e 708.01
Manufacture.........coceevverenerenierieieneneseeceeeneees 708.02
Petition to make .........cccveevveireiennne 708.02, 1002.02(c)
Reexamination ...........ccceeceevierienineneneeeeieienene s 2261
Reissue application...........cceeeeeveeerveeennnne 706.03(x), 1442
Remanded by Board ..........cccovvenienienieieeee 708.01
Revived applications...........occevververieecereneennnn. 711.03(c)
SuperconducCtiVity ......cceevvereieriieniieiieeeeee e 708.02
Special examining procedure...........ccccoevereerieenieennn. 708.02
Special Program Examiner (SPRE) ............. 103, 1456, 1825
.............. 1895.01, 2233, 2237, 2238, 2240, 2246
.............. 2250.01, 2283, 2286, 2287, 2289, 2295
SPECIES..ccuvieiieiieiieiieieeeee 802.01, 806.04(a) to 806.04(f)
............................................ 806.04(h), 806.04(i)
Anticipation by a generic chemical formula........ 2131.02
Anticipation of a genus by the species................. 2131.02
Cancellation of species claims.................. 821.01, 821.02
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Claims restricted t0.......cooveeeveeverierieeeeie e 806.04(e)
Election of (See Election of species)
How recognized..........cccoeceveeiveieicienienieeene, 806.04(f)
Independent inventions..........c..ceceeueenee. 802.01, 808.01(a)
Mutually exclusive characteristics..................... 806.04(f)
ODbVIOUSNESS OFf ..ot 2144.08
Patentably diStinct ..........ccceevvveviveiiercieiierieeiens 806.04(h)
Patentability over enus ...........ccoeceereeeriercreeienns 806.04(h)
Plural....ccoooevieiiieiiin, 706.03(k), 808.01(a), 809.02
REISSUE ...t 1450
Rejection .....cceveeveeerieieiveeee 806.04(h), 2131.02
Related .....cooevieieieeieeeeeeee e 806.04(b)
With allowable generic claim..........c...cceovennnne 809.02(b)
Withdrawal of species claims..............ccccueenee..e. 809.02(c)
..................................................... 821.01, 821.02
Specification (See also Disclosure).................. 608.01, 2161
Amendment, instructions for entry of....... 714.22,714.23
Amendment, manner of making .............cceceevveninenen. 714
ATTaNGEMENL ......eeeveniieireieeie e 608.01(a)
Background of the invention ...........ccccecceevennnne. 608.01(c)
Best mode (See also Best mode) ........ccoeevveveeeeennenne 2165
Brief description of drawings.............c.ccceuvenneene. 608.01(f)
Brief summary of invention.............cc.ceveveenene 608.01(d)
British provisional and complete............c.ccccevuennee 201.15
Changes prior to filing........c..ccceevennnne. 601.01(a), 608.01
Completeness .................. 608.01(p), 2161, 2163 to 2165
ComPULET LISES ..oovveeeieiieieeieeieeieeeee e 608.05
Confused by amendments................... 608.01(q), 1302.02
Content Of......ccvevieiieietee e 608.01(a)
Continued prosecution application.................... 201.06(d)
Continuing application ...........ccecveeveeververenenne. 201.06(b)
Correction by examiner’s
amendment..........ccoocveeeeeeennnnns 1302.04 to 1302.04(g)
Correction by initialing .........ccccceevererenenenenn 1302.04
Cross-noting of related applications....... 202.01, 1302.04
Derogatory remarks prohibited..............c.o........ 608.01(r)
Description.........ccceeveeveneeenen. 608.01(g), 2163, 2163.02
Design application...........cceeeeeeevereereeneerieenieennens 1503.01
Detailed description of invention ...................... 608.01(g)
Enablement (See also Enablement) ..............cccoc....... 2164
English language .........ccceoveevvecieeienieieeee e, 608.01
Format........cocooviiniiniiicicicccccecce 608.01
TTTUStrations IM.....c..eeveeeeeienienenenenceieienese e 608.01
Incorporation by reference ..........cccceeeveeeercvernene 2163.07
Interlineation prior to filing.........ccccceevenenencnnne 608.01
Language faulty.........cocovevvieniiinininiiinenceeee 608.01
MiSSING PAES ...vvenerenrrenrrenieereeresreneeseeenseeseenns 601.01(d)
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New matter.......cccecerereeeenene. 608.04, 706.03(0), 2163.06
Omitted PAGES ...vvevveeereiieieeie et 601.01(d)
Paragraph numbering............ccoccvevvervenirennnnne 608.01, 714
PartS ....oooeeeieeeeee e 608.01(a)
Provisional application .............ccccceerverrenrennen. 601.01(b)
Reference to copending application
brought up to date........cceevveveecerieeee, 1302.04(f)
Reference to prior patent or application ................ 202.01
Reissue application ...........cceeeveveervenieereeeieeienieneens 1411
Requirements for .........cceveverienienieieeeeeeeie e 2161
RELUIN . 608.01
N Ui 1<) 1 T 608.01(q), 1302.02
SIGNATULE....evieeieiieireie e 605.04(a)
Substitute, amendment including............... 714.19, 714.20
Substitute specification........... 608.01(q), 714.19, 714.20
Summary of iInVention............cceecveeceerveneerennne. 608.01(d)
Terminology basis for claims............. 608.01(0), 2163.07
Title of INVENLION ....ooveveeeieiiiiiicnceccecccc e 606
Title of invention changed ...........ccccccevevervenrennne. 606.01
Transter.....c.ooveviieriee e 608.01(t)
Written description (See also Written description)...2163
Specimen, Composition of matter..............ccoeceeevenne 608.03
Specimen, Handling...........cccoceveeerienieniieienienene 608.03(a)
Specimen, Plant application............cccceeevveeeireeneereennnns 1607
Stale oath or declaration ..........c.cceceeeeeeeienenencncnene 602.05
Stamp
Drafting........ccceeevevieneeieeeee e 608.02(a), 608.02(0)
Technology Center date...........cceeeerveerieenierceeenne. 714.18
Office date ...........c....... 502, 505, 506, 710.01(a), 714.18
SEAL ..t 604.01
Standards of review by the Federal Circuit............... 1216.01
Starting material, chemical compound................... 608.01(p)
Statement, Examiner’s (See also Action)
New ground of rejection ..........ccceeveereeerieereeennnne. 1208.01
Petition.....cccueeieiieiee e 1002.02(c)
Petition to set aside examiner’s holding of abandonment
............................................................. 711.03(d)
Reply brief......cccveiieieecieeeeeee e 1208
Special StatUS .....ccveeeveeieeie et 708.01
Statement by inventors when changing inventorship..201.03
Statement by owner in ex parte reexamination.............. 2249
Statement of allowability by Board.............ccoene..... 1213.01
Statement of invention, coextensive
WIth ClaimS ....cocvieiieieieeece e 608.01(d)
Statement of invention, reviewed on allowance........ 1302.01
Statement, Prior art (See also Prior art)......... 201.06(d), 609
Status INQUITIES. ....eeveeerereeieeresreseeseeeseeeeeeeens 102, 203.08
Congressional ..........c.cecveeierieniieriienieee e 203.08(a)
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StatuS IEHET . .cuveenee ettt 203.08
Status letter database ...........ccceeeveeceercierierierieeen, 203.08
Status of application............ccceevvereerieesieeseeeeeeene 102, 203
Abandoned .........ccveciieiiiieie e 203.05
Abandoned for failure to pay issue fee.................. 203.07
Allowed OF 1N ISSUC.......eeevieieeieeiiesiie e seeereeeeeenns 203.04
Amended ......c.oociiviiie e 203.03
INCOMPIELE....ooveeiieiieiieeee e 203.06
NEW 1ottt 203.01
Parent patent application ............cceeeververennnne 102, 201.11
Referred to in foreign patent ...........c.ccceeneeee. 102, 203.08
Rejected. . cuiiiiiiiieeieeeee e 203.02
Statute, CItAtION........c..eeeevreeeeeieeeeereee e Introduction
Statute of limitations
Citation of prior art.........c.eceveveeeenieneeneereee e 2204
Term of biological material deposit .........c..ccceeueeuee 2408
Time for requesting reexamination................. 2210, 2211
Statutes
Atomic Energy Act Cited ........cccccvevvrnnenne. 120, 140, 150
............................ 706.03, 706.03(a) to 706.03(b)
Public Law 87-333 Cited......cccccevveeirieieieieienene 201.13
Public Law 94-131 ....ccooiviiieieieeeeeeeieen 608.01(n)
Public Law 96-517 .................. 509.02, 2201, 2209, 2501
Public Law 97-247 ........c.ccu..... 509.02, 509.03, 511, 513
.......................................... 711.03(c), 2265, 2501
Public Law 98-622 ........cccccvevevveerennnnn. 605.07, 706.02(k)
............................................................. 804, 2501
Public Law 100-418, Section 9101(c), (d) ......cveveeee. 140
Public Law 103-465 ................ 201.03,201.11, 601.01(d)
....................... 706.07(g), 707.05, 715, 715.07(c)
............................ 803.03, 804.02, 2132, 2138.02
Public Law 106-113 ..................... 201.04(b), 201.11, 505
............................ 510, 512, 706.02(a), 715, 2501
Public Law 107-273 Cited.......cceevvevverieirenee, 706.02(a)
Public Law 506 (81st Cong.) Article 136 Cited...............
.............................................................. 604.03(a)
Revised Statute of 1874.......ccccvvvvverieiree, Introduction
5U.S.C.552(a) wevverveeeeeeieienencsceeee 103, 2422, 2423
5U.S.C. 6103 Cited ...cceovereriiniencniiciciccnee, 710.05
TUS.Cu 2321 it 1612
TO U.S.C. T40(C) cevevvevenienieeiieienienie et 120
15 U.S.C. 15(b) Cited......coeevuerineninieienienenceeeeeennes 101
IS5 U.S.C.Part 15 i 103
15 U.S.C. Part 15(8) ..cevveeeiieieeieieieieeeeeeee 103
15 U.S.C. 1051 Cited ...cooveeereieiieieieeeeeeee e 501
15 U.S.C. 1057 Cited ...coooveveveeeeeeieeeenn 502, 502.01
15 U.S.C. 1058 Cited .....ooovevenienieniericienienienceieeenes 512
15 U.S.C. 1059 Cited ..c..ooveviniiniiniinicienieenceeeeene 512

Sec. No.

15 U.S.C. 1062 Cited......coeeveereereeeeereenenn 512,513
15 U.S.C. 1064 Cited......ocerveerreieiriineireseeeeeee 512
17 U.S.C. 401 Cited....ooerveereiieieiirieeiesieeeeienes 1512
17 U.S.C. 909 Cited.......ccovrveerrrnennne. 608.01, 608.01(v)
18 U.S.C. 1001 Reproduced.........ccceevverveerverreniannnns 602
Cited....cooocvrveenene 151, 201.06(a), 402, 711.03(c)
...................................... 715.04, 716.02(g), 2428

18 U.S.C. 1905 Cited......coveveerriieiriieieieseeeeeeee 101
18 U.S.C. 2071 Reproduced.........ccceevverveeeverraniiannnns 101
I8 ULS.C. 2331 it 708.02
19 U.S.C. 1337 Cited.....ceoveereieeieiieieerieeceeenes 1101
19 U.S.C. 13378t 1101
20 U.S.C. 1141(a) Cited ..cooeeeeereieieeeieeieenen 509.02
22 U.S.C. 2356 Cited....ccoeoveeereeeerieieereeeeeeeeee 1101
26 U.S.C. 501 it 509.02
28 U.S.C. 1498 Cited.....coeeererreieirieieeeeeeeeeeienee 1101
28 U.S.C. 1745 Cited....ooveereeieieieeeeeeeeenene 901.05
28 U.S.C. 1746 Reproduced........ccoocvevveriveienieeenee. 602
Cited oo 602.03, 2301.02

35 U.S.C. 2 Reproduced .......cccoevvvvverienrenieneeene, 1001
35 U.S.C. 3 Reproduced .......cccoevvvevevienienieieeee, 1001
35 U.S.C. 4 Reproduced .......ccceevvveiveviecireienieeeeee. 309
35 U.S.C. 6 Reproduced .......cccoecvveverienienieieee, 1203
35 U.S.C. 7 Reproduced ........cooeevvvverienerannnne. 901.06(a)
35 U.S.C. 8 Reproduced ........ccoecuvevveirnrenieenne 903.01
35 U.S.C. 21 Reproduced .........c..n....... 511, 513, 710.05
35 U.S.C. 22 Reproduced .......ccocveeveeeeeveriennnnne. 608.01
35 U.S.C. 25 Reproduced .......cccveveveiveieeienieceen. 602
35 U.S.C. 41 Reproduced .........ccuneneee 1205, 2268, 2501
35 U.S.C. 42 Reproduced .......ccocvveevveveeeenienennne 607.02
35 U.S.C. 100 Reproduced .......ccceevvvevreieeirnieneeee. 701
35 U.S.C. 101 Reproduced ................. 701, 804, 2107.01
35 U.S.C. 102 Reproduced .. 706.02, 706.02(a), 1504.02
.................................. 1857.01, 2131, 2132, 2133
....................................... 2133.03(c), 2134, 2135
................................................. 2136,2137,2138

35 U.S.C. 102(e), former Reproduced ..................... 2136
35 U.S.C. 103 Reproduced.................... 706.02, 706.02(1)
............ 706.02(1)(1), 706.02(n), 804.03, 1504.03
........................................................... 2141, 2146

35 U.S.C. 104 Reproduced .......ccceevevvvenerennnnne. 715.07(c)
35 U.S.C. 111 Reproduced .............. 201, 201.04(b), 601
35 U.S.C. 112 Reproduced ........cceeeververevenerannne 1504.04
35 U.S.C. 113 Reproduced ........ccoeevvevvrerenrenennnne 608.02
35 U.S.C. 114 Reproduced ........cceeevvevevererreennnne 608.03
35 U.S.C. 115 Reproduced .......ccceevvvevreireirnieeeee. 602
35 U.S.C. 116 Reproduced ..........cco........ 409.03, 605.07
35 U.S.C. 117 Reproduced ........cceeovevevenerennenne. 409.01(a)
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---Statutory period
Sec. No. Sec. No.

35 U.S.C. 118 Reproduced ........cccccvevvverrrerrennnnnen. 409.03 35 U.S.C. 293 Reproduced ........ccceevvevrererrennnnnne. 302.04
35 U.S.C. 119 Reproduced ......... 201.11, 201.13, 201.16 35 U.S.C. 294 Reproduced ........cccevveveeerienieeeeeniennn 311
35 U.S.C. 120 Reproduced .................... 201.11, 1504.20 35 U.S.C. 301 Reproduced ........ccoecveevenieniieeeiieeee
35 U.S.C. 121 Reproduced ........cccecvevvenrvenneannen. 802, 804 35 U.S.C. 302 Reproduced .......cccoevevvveneeneenieenenne, 2210
35 U.S.C. 122 Reproduced ......c.cccevvervenienieeieennns 101 35 U.S.C. 303 Reproduced .......cccoevvevveneeniieieenenne, 2240
35 U.S.C. 131 Reproduced .......cccceevvereenienieiiennne 701 35 U.S.C. 304 Reproduced .......cccoeveeieneeneieieenene, 2246
35 U.S.C. 132 Reproduced ............. 706.03(0), 706.07(h) 35 U.S.C. 305 Reproduced ........ccoecvveveenennen. 2254, 2261
35 U.S.C. 133 Reproduced ......ccccevvevveneenieeirenns 710 35 U.S.C. 306 Reproduced ........ccoecvvvvvenvenireieennnn, 1216
35 U.S.C. 134 Reproduced .......ccocovevrevennenrenennne 1205 35 U.S.C. 307 Reproduced .......cccoevvevienvenireieenne, 2288
35 U.S.C. 135 Reproduced ........ccecvvevvreerrennene 2300.01 35 U.S.C. 361 Reproduced ........ccoocvvvrerieniieneeiieieee
35 U.S.C. 141 Reproduced ........cocovevrevennenienennne 1216 35 U.S.C. 362 Reproduced ........ccoecvevvevvenereieenenne, 1840
35 U.S.C. 142 Reproduced ........cecvvevveierrernene 1216.01 35 U.S.C. 363 Reproduced ........ccoecvevvenieniieieenee, 1810
35 U.S.C. 143 Reproduced ........ccecvvevveeerrennne 1216.01 35 U.S.C. 365 Reproduced .......cceevevvveeeennnnne. 201.13(b)
35 U.S.C. 144 Reproduced ........cecvvevveeervernnnne 1216.01 35 U.S.C. 368 Reproduced .......ccceevvvevreveeirnieeeee. 110
35 U.S.C. 145 Reproduced ........cccvevvevennenienennne 1216 35 U.S.C. 371 Reproduced .......ccceevvvverveniiannne 1893.01
35 U.S.C. 146 Reproduced .........cccvevvevrevenienennne 1216 35 U.S.C. 373 Reproduced .......cccoecvevienienieieenne, 1810
35 U.S.C. 152 Reproduced .......ccoeceevvevienienireiienene 307 35 U.S.C. 374 Reproduced ........ccccuvneennee. 1857, 1857.01
35 U.S.C. 153 Reproduced ........cccvevvevrnveniennnnne, 1309 42 U.S.C. 2182 Reproduced .......ccoevevveciieienieeneee. 150
35 U.S.C. 154 Reproduced ........cccvevrevrnienrenennne 2701 42 U.S.C. 2457 Reproduced .......ccoecveveveriieieniennenen. 150
35 U.S.C. 154, former, Reproduced ...........cc.c........ 2720
35 U.S.C. 156 Reproduced .........ccvevvevennenrenennnne 2751 Statutory authority of Commissioner ............ccccceevveneenn. 1001

.......................................... 2752, 2755.01, 2758, 2759 Statutory bar ..................... 706.02(a), 2133 to 2133.03(e)(7)
35 U.S.C. 157 Reproduced .........ccveevvevenvenrennnne. 1101 OVEICOMING ...eovveeneienreeeieeiienirenieeieesseeeeeneeeneenes 706.02(b)
35 U.S.C. 161 Reproduced .........ccvevvererieerennnnne. 1601 Rule 1.130 not available ..........cccccevverienieieieeeen, 718
35 U.S.C. 162 Reproduced ..... 804, 1605, 2105, 2403.02 Rule 1.131 not available ...........ccceeoeevviieicieeeeeieee, 715
35 U.S.C. 163 Reproduced .........ccvevverrnnenrenennne. 1601 Statutory classes of invention, utility..................... 706.03(a)
35 U.S.C. 164 Reproduced ..........cccveevrevenvenrenennnne 1608 Statutory disclaimer (See Disclaimer; Terminal disclaimer)
35 U.S.C. 171 Reproduced ..........ccoeneee.... 1501, 1504.01 Statutory Invention Registration (SIR) ................... 409.03()
35 U.S.C. 172 Reproduced ........cccvrevveeerrernene 1504.02 s Chapter 1100
35 U.S.C. 173 Reproduced .........ccvevveveenenrenennnne 1505 Defensive publication compared..............cceervreneen. 711.06
35 U.S.C. 182 Reproduced ........cccccvvvvverveennnnnee. 706.03(s) Effect Of c.ooieieeeeeee e 1111
35 U.S.C. 184 Reproduced ..........ccuvneenee. 140, 706.03(s) EXamination..........ccceceveerienienieeieeie e 1101, 1103
35 U.S.C. 185 Reproduced ..........ccuvneenee. 140, 706.03(s) Provisional application .............cceceeeveereeneeerireneennnns 1101
35 U.S.C. 186 Reproduced .......ccccceevvervenienieiiennne 140 Publication of..........cccveiieiiiiieciecieeeeee e 1111
35 U.S.C. 187 Reproduced .......ccocceevvereenienieiiennene 140 Refund of fee ..ocvvevveiieiieiie e 1109
35 U.S.C. 188 Reproduced .......ccccceevvervenieniieiienene 140 Rejections using...........ccceeeeeenee. 706.02(a), 901.02, 2136
35 U.S.C. 251 Reproduced ........coccvevvevveienienenne, 1401 Request fOT...c.ooeieiieieeecee e 1101
35 U.S.C. 252 Reproduced ........cccveveevennenienenne, 1460 Statutory period (See also Period for reply; Shortened
35 U.S.C. 253 Reproduced ........ccccvevrevenveeienennne, 1490 Statutory period).......ccvveevereerveneenieeienns 710.01, 710.01(a)
35 U.S.C. 254 Reproduced ......c.ccoceveeeenieneneneennns 1480 Abandonment for failure to reply......... 711.02, 711.02(a)
35 U.S.C. 255 Reproduced ........ccccvevvevenvenienennne, 1481 APPCAL ... 1205
35 U.S.C. 256 Reproduced ........cccvevvevrevenrenennnne. 1481 Broadening claims in a reissue application.......... 1412.03
35 U.S.C. 26 Reproduced .........ccoocveeieneenieniieiiene 602 CompPULEd.......eeveeieeieeieeee e e 710.01(a)
35 U.S.C. 261 Reproduced .......ccocceevvereenienireiiennnne 301 Date from which period runs ............ccccceevvveirennene 710.06
35 U.S.C. 262 Reproduced .......ccocceevvevvenienieniiennns 301 Date of abandonment............ccccveveveeeeirnnennnnns 711.04(a)
35 U.S.C. 267 Reproduced .......ccccceevvereenienieiiennne 710 Interference.......ccoovvevveeiveciieieeeeieeee e 2315, 2363
35 U.S.C. 271(g) Reproduced .........ccoeevvenennnnne. 1412.03 Not extendible........ccoevveeeeieieeienieieeeeeeeeee, 710.02(¢)
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INDEX

Stay of reexamination--Supplemental oath or declaration

Sec. No.

Postal service emergency ........ccoeevereereeereeecvenveneennens 511

Property rights statement.............ccoocveveeveeecienienieennen. 150

Reexamination...........cccceeevevveeeeeineeeeeenneeeenee. 2265,2272

Secrecy order application............cccceeevereerieneenieenenns 130

Shortened statutory period (See Shortened statutory

period)

Two periods for reply set ..........ccueneenn. 710.04, 710.04(a)
Stay of reeXamination............cceceeeverereeeeerceeseereeneeeeenns 2285
Stay Of TCISSUC ...vvevveeieiieiieiieie et 2285
Stockholm Revision, Paris Convention (See also Treaties)...

.............................................................. 201.13(a)
Strasbourg Agreement (See also Treaties) ................. 903.09
Stays considered in litigation..........ccccceeevereencncnnenne. 1442.05
Stays denied ........coceeeierienieiee e 1442.05(b)
Stays granted .........ccoeeeveeiieieeienieeeee e 1442.05(a)
STIC (See Scientific and Technical Information Center

(STIC))

Subclass, list of patent numbers .............ccccerueenneene. 902.03(c)
Subcombination

Aggregation and ...........ceceeeieeeieiiienieneenee 806.05(a)

Combination and ................ 802.01, 806.04(c), 806.05(b)

NOt ENETIC ..euveevieiieiieieeie et 806.04(c)

SPECIES .vvieeeeeiieiieieeeete et 806.04(b)
Subgeneric Markush claims.............ccoeveviveirnnnn. 2173.05(h)
Subject matter, NONStAtULOTY ....c.veeevereeeieiie e 706.03(a)
Subject matter combinations ............cceeeveeeverevernnnne 903.02(b)
Submission of amendment or showing of facts after Board

ECISION...ueiiiiiriieieeiicteeereeceeee e 1214.01
Submission of patents or publications, third party .......... 610
Submission to classification unit

Classification of application............ 903.08(d), 903.08(e)

Patentability report........cccceevveveecieeiierierieene, 705.01(a)
Submission to Drafting Review Branch

Cancellation of figures ...........ccoeevvvverieneeneenne. 608.02(t)

Rearrangement of figures .........ccccvveveviercieneene 608.02(t)

Return of drawing...........cccoeeveevievcienienieneene, 608.02(y)
Submission of prior art by applicant....................... 707.05(b)
Submission of information by applicant................. 704.12(b)

............................................ 704.14(b), 707.05(b)
Submission to Patent Security Group

Atomic Energy security review .......c..coccoceeeveeeeeenne. 115

Confidential application or papers ............cceeeverurennene 121

Defense invention SeCurity reView..........cceeeveevereeennen. 115

Secrecy order application............ccceeeeereeererennnnne 120, 130

Secret application Or PAPETS ........cccveeververeeerieeireeeans 121

Security determination...........c.occvevvereerereneeenenns 115, 140
Subpoena by court, Application file............cccueene.. 1216.02

Sec. No.
Subpoena of eXaminer ...........cceceevvereeeeeeeeneeneeennenn 1701.01
Subscription correspondence address .........c..cc.c..... title page
Substantial new question of patentability............. 2216, 2242
Substitute application (See also Application)
ASSIZNMENL ...t eeaeeenes 306
Copendency lacking..........ccccevvevveciieirnienieneenne. 201.11
Definition....c..ceeeeeiininineneicceeee e 201.09
Does not carry ownership from parent........... 201.11, 306
File wrapper notation............cceeevevverveneereeereeennenns 202.02
Reference to parent application .............ccccveeveenienne 201.11
Refile ..o 201.10
Substitute attorney or agent ...........cceeveeveeeeeeveneereernennn 406
Substitute for missing hard coOpy........cceeeverververirennnns 901.09
Substitute 0ath ..........cocevererinieiiiie 602.02
SUDSHIULE PAGE...cvveevereereeeieriierieereeie e see e 714.20
Substitute specification... 608.01, 608.01(q), 714.19, 714.20
Amendment incorporating ................ 714,714.19,714.20
NEW MALCT......eveeieereiieiieie e 608.01(q)
Sufficiency of disclosure affidavit..........ccoccevevceevccennnne. 716
Suggested claims, Failure to make............ccc.ocu.... 706.03(u)
Suggested claim made after end

of statutory period.........ccevvevieerieeciesie e 2305.03
Suggestion of allowable claims

DY EXAMINET.......eeveeieeieeie e 707.07(), 713.01
Suggestion of claims for interference .......... 2305 to 2305.04
Suggestion of claims for interference,

HME ML, ..o 710.02(c)
Summary of action PTOL-326.........ccceocveeiveieniecieienne. 707
Summary of interview..........cccvevvvecieecvennenen. 713.01, 713.04
Summary of INVeNtion...........ccevevereereereeerieeieennens 608.01(d)
Sunday or holiday, effect on time for reply .........cccceeee. 502

........................................................... 505, 710.05

Sunday or holiday, effect on reference .................. 706.02(a)
Supervisory applications eXaminer .............c.cceeeveennene 714.13
Supervisory patent examiner.................. 705.01, 707, 707.02
........................... 708.03, 713.01, 713.08, 714.05
...................... 714.13,714.16, 714.16(d), 714.18
.................. 812.01, 903.08(b), 1208.02, 1214.07
....................................... 2233, 2237, 2238, 2248

Petitions decided by ........ccovevverienieiieiee, 1002.02(d)
Supervisory review, Rule 1.817.......ccccccvvreirnnnn. 711.03(d)
Supplemental action...........ccceeeeeeerverveneeennen. 710.06, 714.05
Supplemental examiner’s answer.................... 1208.03, 1211
Supplemental oath or declaration..............cceevevveeruerenennen. 603
After allowance..........cccceeeeeveeeeecneeeeennn.. 603.01,714.16
NEW MAET....c..eoviiiiniiiieiieieeieere et 608.04
REISSUC. ...ttt 1414.01
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Surcharge for late payment of fees
in international application---Third action cases

Sec. No.
Surcharge for late payment of fees
in international application ........c..ccceeevenereneeeenenn. 1827
Surrender of patent...........cceevveciieienieeie e 1416
Suspension
Applicant’s request for........ccoocververiereecienieeieeeene 709
Decided by ....c.cooveveneneeieiiieene 709, 1002.02(c), 1004
Deferral of examination............ccccceeveverenenereneenee. 709
Ex parte prosecution during interference ................. 2315
Not permitted if outstanding Office action................. 709
Of action, because of litigation...........cc.ccevverreennnnne. 1213
Of action, by Office........cceevuevienieiieieee e 709
Overlapping application .............c.......... 709.01, 2315.01
Reexamination...........ccccceeeevveeennnn... 2283, 2284, 2307.04
Request for, in CPA .......ccoiieiieeee e 709
Request for, N RCE .......ccoooieviiiiieeeeeeee 709
RUIES....oviiiieiiiiccecccc 1002, 1002.02(c)
Secrecy order application.............ceeeeeeeereeennennne. 2309.06
Swearing back of reference (See also Affidavit)...................
.............. 706.02(b), 706.02()(2), 706.02(k), 715
Symbols, DIrawing ...........ccceeevevieecieneeniesieseeneeeeeenns 608.02
T
Technical documents...........ccccveeeerieiiiieecieeiieeeieens 901.06(a)
Technical 1€J€CtIONS ......ccceeveerieriiiieierieeieceiceene 706.03
Technical support staff duties (See Manual of Clerical
Procedure)
Telegraphic amendment .............ccceevvverieenveenveenen. 714.08
Telephone call, multiplicity rejection................... 2173.05(n)
Telephone NUMDETS ........cccvveeriierieeiieeeieerieeeeee e 1730
FaNA1023 1 (o) S 408, 713.01, 714.01
EXaminer ........cccceveevieniiniiiieniececeeee e 707.08
General information ...........ccecevveneenienennennenee 1730
USPTO CloSINGS ....eeeveeeireeieeeiieenireeeireesveenenees 201.13(a)
Telephoning of attorney to examiner.................. 408, 713.01
Term, Patent........ccccooovvvvveveeeeiiiiinnnnns 201.11, 707.05, 2701
Adjustment of.........cccooeveiieeiiiiiiieee 2701, 2710, 2730
Grounds for ......covieiiiiiiiee 2730
CoNtINUATION ....eentieneeeiieie e 201.07
Continuation-iN-Part ..........cceeeveervueerreerreeesveenneens 201.08
Continued prosecution application.............ccceeuveneee. 2701
Deposit of biological material ...........c.ccceeereiveernnens 2408
DESIZN .t 1502.01
Divisional .......cccovierienienii e 201.06

Extension under 35 U.S.C. 156

Rev. 1, Feb. 2003

Sec. No.
FDA regulatory review and............c......... 2750 to 2758
Deadling .......cocovveeveevieeresieeeenen 2754.01-2754.03
Duty of disclosure and............ccceevevvecieennnnen. 2762
Interim extension......................... 2755.01, 2755.02
Specific Products
Animal drugs..........cccoevveeeer oo 2750, 2751, 2758
Antibiotic drugs .........cceecveviervennenne. 2751, 2758
Color additives.........2750, 2751, 2754.01, 2758
Food additives........... 2750, 2751, 2754.01, 2758
Medical devices.............. 2750, 2751, 2753, 2758
Veterinary Biological Products.................... 2750
.............................................. 2751, 2756, 2758
Withdrawal .........ccoooveeviiiiiiieeceee 2761, 2764
USPTO delays and..........cccceveevveneecieeienieneeienns 2710
FOTeign.....ccvevuieiieiieiieeee e 901.05
Plant......cooovviieineneeee e 201.11
Provisional application ........................ 201.04(b), 201.06
..................................................... 201.07,201.08
Transitional practice ..........cccceevveennennee. 706.07(g), 803.03
UHIEY e 201.11, 2701
Terminal disclaimer (See also Disclaimer).................... 1490
Avoiding double patenting rejection................. 706.02(k)
............................ 706.02(1)(3), 804.02, 806.04(i)
Certificate of correction and ........................... 2701, 2720
FOrmat......ccoooveveinieieirieecseeeee 711.03(c), 1490
In continuing applications
New TD required.......coeeveeeeeienienieieeeeee e 1490
Except in CPA .....ooieiieeeeeeeee e 1490
Informal Memo .......c..ccevireririiiininencecec e 1490
RCE does not nullify.........ccooevvrierienieieieeieeieie 1490
ReiSSu€.....oovvveveeeeerieeen, 1410.01, 1411.01, 1451, 1490
Required for revival........cccoovevieniecienieeienens 711.03(c)
ROUtING ..o 508.01, 1490
Situations where not applicable .............cccccvervennnen. 804.03
Withdrawal of .........cccoeriiiiiiinininncecce 1490
Terminology in application................... 608.01(g), 608.01(0)
.............................................. 706.03(d), 1302.01
Termination of proceedings...................... 201.11, 711.02(c)
TESS (Trademark Electronic Search System)............... 1703
TeSt COMMENLS ....c..eeuveeeieeiieeiecie e 707.07(1)
Testamentary, Letters (See also Administrator or executor)
............................................................. 409.01(b)
Testimony, €XaAMINET..........ccceerverererrerrereeerereneeeneens 1701.01
Testimony, public use proceeding ..........cccceervereeennen. 720.04
Tests, comparative (See also Unexpected
TESUILS) evieieiieiieieeeee e 716.02(b)
Third action Cases ......c.cevererueeeerienienineneneeeereeeee 707.02
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Time and Activity Report--Transitional phrases

Sec. No.
Time and Activity Report.......cccccceveveveverierivennne 1704, 1705
Time for claiming benefit of earlier application......... 201.11
Time for deciding Commissioner
initiated reeXamination .........c.ccoevveeerereneeeeieneennenn 2239
Time for deciding reexamination request...................... 2241
Time for filing papers, right of priority .................. 201.14(a)
Time for filing petitions ........cccceveverenieneneneeneeienene. 1002
Time for requesting reexamination...................... 2210, 2211
Time for reply (See also Period for reply).......... 702.01, 710
Time for reply to action in reexamination..................... 2263
Time lmit.....ocooveveirieieeneeereeceeees 710.02, 710.02(c)
For making suggested claims...............ccccuvene.ne. 710.02(c)
Interference ...........ccoevvveeeuveeennne.. 2305.01, 2305.02, 2321
International preliminary examination report (IPER)
........................................................................ 1879.01
International search report (ISR)...........cccceveeene 1844.01
Period for 1eply ..ocvvevieieeiecieeeeeee e 710
Permanent ink COPY .....ccoevvveereecierieiierieeeeee 714.07
Prior art filing.......c.cccvvierienieeeece e 2204
Reexamination...........ccc.oeeeunee... 2211, 2241, 2263, 2265
Reply to final rejection .......c..ccceevveverenenncnne. 706.07(%)
Restriction requirement ...........ccooceeeverieereeeceesveneeenns 811
Rewrite claims following Board decision............ 1214.06
Shortened statutory period compared to................ 710.02
............................................ 710.02(b), 710.02(d)
Statutory period..........cceeveeeereeereernenne. 710.01, 710.01(a)
Transfer of application ...........ccoeceeveeeervenennne. 903.08(d)
Two periods running ..........c.eceevereeceeevenveneennns 710.04
Time period for owner’s statement...........c.ccoceverueeenee. 2249
TIME TEPOTLING.c..evevievieiiiieieriereeieetetee e 2238
Time to pay maintenance fees ...........ccoccovererenereeeennes 2506
Timely submission of protest ..........cccceceeeeveeveencnnens 1901.04
Title conveyed by assignment ............... 201.12, Chapter 300
Title documents, handling ...........c.cccovvevieieeceniieree 317
Title of INVENtION ....c.ovveviiiiiiiieicieeeccecene 606
Change by eXaminer...........ccocceeveereeeruennennenne 1302.04(a)
Design application...........cceecveveeereerienienieenieennens 1503.01
International application............ccceeeerveerieereerceenenenne 1821
Plant patent application .........c..ccccecvevinenineneneenns 1610
Reviewed at iSSUC......cuvvvveeceveeeeenreeeennee. 606.01, 1302.01
Title TePOIT wovvveeieieieeieee e 303, 320, 2287
Titles of USPTO Officials............... Title Page (reverse side)
Title with signature...........ccoccveeeeeeecienieneeeeeeen. 605.04(¢e)
Trade secret material ..........ccceeeverereeneenennene 724 to 724.05
Completeness of file wrapper..........cccceeevvevvernennen. 724.01
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Materials submitted covered
by 35 U.S.C. 122 724.04(a)
Method of submitting............cceevverevercverierieriieinne 724.02
Office treatment and handling................... 724.04, 724.06
After publication............ccoeeververierienieienne. 724.04(a)
Petition to expunge materials...........ccceeverenenennns 724.05
Reexamination under 37 CFR 1.11(d).............. 724.04(c)
Reissue under 37 CFR 1.11(D)...covvveeveiieienee 724.04(b)
TYPES OFf et 724.03
Trade secret submission label...........ccoccvenirenicnenne. 724.02
Trademark and trade name ................... 608.01(v), 706.03(d)
............................................... 2173.05(u), App. 1
Compared to other intellectual property ................... 1512
Trademark Manual of Examining Procedure......... Foreword
Trademarks, Partial list of............ccccereiiniiniene Appendix I
Transfer of application
After amendment ............occevverieniieiiinieniens 903.08(c)
After classification decision...........ccceeevveuvennnnn. 903.08(g)
Allowable application.............. 903.07(b), 1302.05, 1305
Decision of classification examiner ................... 903.08(f)
Divisible INVENtIoNS .......c.ccocevererererieieieieneneneene 812
INteTference. .....coveverierieririicicecers e 2306
N Wittt cetee ettt ettt ere e v enee s 903.08(a)
Notification of applicant...........cccecceveverierreneenene 903.08
Outside Technology Center ..........ccceevevreerennne 903.08(d)
Primary examiner’s authority........cccccoceverereenenne. 903.08
Procedure...........ccu...... 903.08(a), 903.08(d), 903.08(g)
Secrecy order application ...........ccocceevverererireceeniennnnns 130
Submitted to classification examiner ................ 903.08(d)
Within Technology Center............cccecvevvvenernnnen. 903.08(d)
Transfer of class or subclass ........cccccoeveninenenienenne. 903.05
Transfer of drawing .........ccecvvvvvreivrnne 201.06(a), 608.02(1)
Transfer of reexamination..........c.ccoccvevereeieneenenenenne. 2237
Transfer of rights to patent or application................... 509.02
Transfer of specification prohibited........................ 608.01(t)
Transfer of U.S. patent.........ccocceveerieniecieeceeieeeenn 903.05
Transitional application (See also Application)
After final practice........ccoevvvvvverienienieieieennene 706.07(g)
Generic claim allowable ..........ccccceevierireiennns 803.03(b)
Linking claim allowable..........c.cccccoenininennne 803.03(a)
Patent term..........coceeviiriiniiiniiniiccen 2701
ReStriction practiCe........eecveeeeerverververeerererereeenns 803.03
Transitional phrases..........ccoecveveereenieeienieriesieeenns 2111.03
“Characterized by”.......ccoovveriieiiiieee e 2111.03
“Composed O .....oeeieiieiieieeieeeee e 2111.03
“CompPriSing” ......ccveeererveeerereeeenenns 2111.03,2173.05(h)
“Consisting essentially of”........cccccoeveninennennenn 2111.03
“Consisting of” .....cccveeveeienieeeennenn 2111.03, 2173.05(h)
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“CONTAINING” . ...veeveeieeee et re e e 2111.03
Translation, foreign application or foreign
Priority dOCUMENt ....c..evververieeiiiiiienienieeieeieeeeeene 201.15
Translations index in STIC...........cccooevveverciennnnnen. 901.06(a)
Translator, Patent and Trademark Office................ 901.05(d)
.............................................................. 901.06(a)
Transmittal Fee, PCT .......cccooovvviiiiiieeeeeeeeeeee e 1827
Traverse, answer all matters............ccocverveevvernennen. 707.07(f)
Traverse, division or species requirement....................... 818
................... 818.03 to 818.03(d), 821.01, 821.02
Traverse, rejection of linking claim........................ 818.03(d)
Treaties
Benelux Designs Convention (See also
Design application)..........ccccceevevennene 201.13, 1504.10
Budapest Treaty (See also Biotechnology;
MIiCIOOrZaANISIMS)....evvveereeierieeeeeeeieeeeeennns 901.05(b)
.................................. 2402, 2404.01, 2405, 2408
........................ 2409, 2410.01, 2410.02, 2411.01
European Patent Convention.................. 901.05, 1817.01
GATT oo 2138.02
Hague Agreement (See also Design application) .............
................................................... 201.13, 1504.10
Hague Convention.............. 409.01(b), 602.04(a), 604.04
Inter-American Convention.........c..ceceeeeevervenennnn 201.13
Libreville Agreement...........c.cccceeverevereeerenneneeenne. 201.13
NAFTA ..o 201.04(b), 715, 715.07(c), 2138.02
Paris Convention ...........ccceeeverververeeenennns 201.13, App. P
Patent Cooperation Treaty (PCT)................ Chapter 1800
................................................... App. Al, App. T
Strasbourg Agreement...........cecevevvereeeneeereeerueennns 903.09
UPOV Convention (See also Plant patent)..... 1612, 1613
Uruguay Round Agreements Act (URAA)........ 201.04(b)
.................................. 715, 715.07(c), 2701, 2132
Trial Voluntary Protest Program..........cccccccceerenennee. 202.02
TRIPS Agreement (Trade-Related Aspects of Intellectual
PrOPerty ..coeveeeieeieeeeeeee e 1801
TUDCTS .. 1601
Twenty year term (See Term, Patent)
Two month delay period in reisSues..........cccoceerverveenenn 1441
Two periods for reply running............ceceeeveevererennnne 710.04
Type of applications (See also Application).................... 201

Rev. 1, Feb. 2003

Sec. No.
U
Unavailable InVentor..........cooocvvveeeiieiiiiiieeeeeeenn. 409, 409.03
Unavoidable abandonment (See Abandonment)
Unclaimed disclosure, reservation......................... 608.01(e)
Undelivered mail ...........coooveviivviiiiiiiiinnnnns 707.13, 1303.02
Undue breadth rejection..........cccceecveeeeenee. 706.03, 707.07(g)
......................... 2164.08(a), 2173.04, 2173.05(h)
Unexpected results (See also Affidavits, traversing
rejections (37 CFR 1.132)) ................. 716.02 to 716.02(g)
Unintentional abandonment (See Abandonment)
United Kingdom priority document............cc.ceeevennns 201.15
United States Code (See also Statutes)............... Introduction
.................................................................. App. L
United States of America, Foreign language names for-........
............................................................. 901.05(a)
Unity of invention............ 803, 823, 1850, 1875, 1893.03(d)
University or other institution of higher learning........ 509.02
Unlocatable Patent or Application Files...................... 508.04
Unmatched papers .....cceecvveeeveeiiienieesiieeieeeiee e 508.03
Unofficial subclasses and digests..........ccccveenneennee. 903.02(¢c)
Unscheduled cloSing.........cccoouevienienienienenceceee 201.13
Unsigned amendment..........ccccceveeneenieeiennnen. 711, 714.01(a)
Untimely filed paper prior to order
for ex parte reexamination ..........cccceeeeveeereeeireeerneennne 2225
Untimely response to reexamination.............cceeeeveeeenens 2267
UPOV Convention (See also Plant patent; Treaties) ..... 1612
..................................................................... 1613
Uruguay Round Agreements Act (See also Treaties).............
................ 201.04(b), 715, 715.07(c), 2701, 2132
USE ClaimS.....oeevvieiieeiieecie e 2173.05(q)
Use, Public (See Public use)
USET PASS.teeiureeeerieeieeeieeesieeeireeeteeeteeenseeeseeeseesnseesseesnses 510
ULItY ClaSSeS..c.vvieviieeeieeiiieeieeiieeeieesreeeieesieeeaee e 902.02
Utility, disclosure in drug cases.............. 608.01(p), 2164.06
................................................................ 2164.07
Utility requirement guidelines ...........ccccceveevereeneennnne. 2107
Legal precedent for.........cccceeveveiiennene 2107 to 2107.03
Relationship of enablement to ...........ccccceuvveennnne 2164.07
Utility lacking, rejection ............ccceeevveeeveennne 706.03(a), 2107
Utility model.........ccevenerincnnne. 201.13,202.03, 901.05(b)
Utility patent (See also Design application; Patent; Plant
PALENL) weeeeiieeieeiie e 901.04, 1502.01
COPIES OF e 707.05(a)
Copyrighted material in..........cccecevereeneencnne 608.01(v)
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Design patent compared to.............. 1502.01, 1503, 1504
................................................. 1504.01, 1504.05
Double patenting ...........cccceevvereeerieerernennn. 804, 1504.06
Drawings / Photographs ...... 608.01(f), 608.02, 608.02(z)
Elements of.......cccccoevievierieiececieceeee Chapter 600
Expiration date or term..........cocceceeeeveenennenne. 2211, 2250
Maintenance fees.........evvereeierienieneneneneneeeereeens 2506
Period of enforceability.........cccceevvveieiniiniinieiieee 2204
SPecification.........ccueeeveeeiieiesie et 608.01
Utility required............ 608.01(p), 706.03(a), 2107, 2164.07

\4

Vague and indefinite rejection (See Indefinite claim)

Validity of patent, examiner comments................ccue..... 1701
VEIUE ..ottt 604.02
Video conference Center...........cceceeveeneenieenienieneennee. 713.01
VIdEO tAPES..eeevieiieeeiieeieeetee ettt 713.01
Violation of duty of disclosure
Argued in protest.......cccceecereeereencennenns 1901.02, 1901.06
Visitors 10 OffiCe .....coueeririiiiiiierceceeeeeeceee 510
w
Waiver
Of confidentiality .................... 103, 201.06(b), 201.06(d)
Of deficiencies in oath or declaration.................... 602.03
Of patent rights............ceeevernnene 706, 711.06, 1101, 1111
Ofrules......coceverireennnne 201.03, 307, 513, 601, 601.01(a)
....................... 601.01(b), 603, 608.02, 711.03(c)
.............. 724.06, 803.04, 1002, 1002.02(b), 1481
... 1512, 1850, 2248, 2265, 2421.01, 2425, 2434
Walk-up customer Window............ccceevereeneeneeneenirenenne 502
Washington D.C. representatives of attorneys................. 408
When disclosure is made........c.occevvevienieecieeienieniennenn 2003
Who has duty to disclose.........cceeveeieriereiiiiierieeeenns 2001.01
WIPO .ot 201.13,901.04, 1801
WIPO Standards
ST 3 e 901.05(b), 1851
ST. 10 i 901.05(b)
ST. 14 e 707.05(e), 901.05(b)
ST. 16 901.05(b), 1851, 2424.03
ST. 25 e 1823.02, 1848

Sec. No.
ST. 25, Appendix 2
Tables reproduced ........ccccceevvevveriienieeieeieenn. 2422
Cited oo 2422.01, 2423, 2423.01
ST. 34 e 901.05(b)
Withdrawal from iSSU€........coeeereeiiininenincnececenenne, 1308
Amendment crossing allowance.............cccceeevvenenn. 714.15
Claim presented corresponding to
claim of patent ..........ccoevevierienieiee e 2307.03
Commissioner’s approval ...........cceceevereeenen. 1003, 1308
Interference purposes........coccveeveeeeerververveneeneenns 1308.02
Petition for........ccceeruenene. 1002.02(b), 1002.02(c), 1308
Quality ReVIEW ...ccveeiieiieieiieieeece e 1308.03
Refund of fee .....ccoeeienininiiiiiciiccccee 1308.01
ReEJECtion.....cevveiieiieieeie e 706.04, 1308.01
Suggesting claims for interference....................... 2305.04
Withdrawal of abandonment (See Abandonment;
Petition)
Withdrawal of appeal..........cccoecvevieiienienieieeee 1215.01
Withdrawal of appeal claim....................... 1214.05, 1215.03
Withdrawal of attorney (See also Attorney or agent; Power
L)1 (0] 0115 ) TR 402.06, 2223, 2560
Withdrawal of claims
To nonelected invention .............. 821.01, 821.02, 821.03
To nonelected species............. 809.02(c), 821.01, 821.02
Withdrawal of final rejection...........cccccvevveevennenne. 706.07(e)
After appeal ......c.oevveieiieiieeee e 1208.02
Premature final..........ccoovveiiiiiiiirieieeeeee 706.07(d)
Primary decides ........ccoecvevierienieieieee e 1004
Withdrawal of holding of abandonment (See also
Abandonment; Petition)...................... 711.03(c), 711.04(c)
Withdrawal of power of attorney in patent .................... 2223
Withdrawal of SIR request .........ccceevevverieneenieiiee, 1109
Withdrawal of terminal disclaimer...............ccccverurennenne. 1490
Withhold from issue petition ...........cccceeverveennen. 1002.02(c)
Witness, EXaminer as..........c.ccccoeveeeeviveeeeecneeeeeneennnn 1701.01
World Trade Organization member countries ............ 201.13
World Wide Web address.........cccecuevenenenenicncncnenne. 1730
Wrapper (See File wrapper)
Writing, Disclosures must be in..........ccccoceveveeienene 2002.02
Written description (See also Specification)..........cc.cceeuenee
................................................... 706.03(c), 2163
Amendments supported by original
deSCTIPHION ..ot 2163.07
Inherent function, theory or advantage........ 2163.07(a)
Incorporation by reference......... 608.01(p), 2163.07(b)
Burden on the eXaminer..........c.cceceeeveneneneenennene 2163.04
Changes to scope of claims.........ccccceevveriennrennnne 2163.05
Circumstances when iSSUES arise.........c..coceeeennee 2163.03
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Guidelines for compliance
New matter...................
Requirements for compliance
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Wrong Technology Center, Papers sent to---X series of patents
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Support for claimed subject matter......... 201.11,2163.01
Corresponding to count in interference................ 2163.03
Wrong Technology Center, Papers sent to.................. 508.01

X series of patents (See also Patent)
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